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This book is dedicated to my parents, Jerry and Miriam Wilson. 
They don't know much about copyrights, but they allowed me 
to spend half my childhood sitting in a tree or a quiet corner or 
the backseat of our ‘57 Chevy—with a book. | read 
DEDICATION in the bathtub and during meals and when | was 
supposed to be doing chores. | even read at parties and on visits 
to our many relatives. They never said a word to stop me, except, 
at night, “It's late! Turn off the light!” | have been very fortunate 
in my choice of parents, and | am grateful to them for a happy 
childhood, which is a head start on a happy life. 
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Introduction 


T.. book is written for everyone who creates, 
acquires, or exploits copyrights. Copyright owners constitute an 
increasingly large segment of our society. This group includes painters; 
illustrators; photographers; filmmakers; sculptors; graphic designers; 
industrial designers; jewelry designers; textile designers; journalists; 
novelists; poets; screenwriters; playwrights; technical writers; copy- 
writers; students; scholars; editors; researchers; songwriters; com- 
posers; record producers; recording artists; choreographers; computer 
software designers; and television and movie directors and producers; 
as well as newspaper, book, and magazine publishers; educational 
institutions; radio and television broadcasters; toy manufacturers; 
music publishers; record companies; movie studios; museums and art 
collectors; software companies; advertising agencies; poster compa- 
nies; photo archives and stock photo houses; theatrical producers; 
dance companies; pop music tour promoters; and manufacturers of all 
sorts of consumer products. In fact, unless you engage solely in a pro- 
fession or occupation that produces and sells only tangible products, 
you must know, in today’s world, something about the most common 
sort of intangible property—copyrights. 

For anyone whose livelihood or avocation is centered in one of the 
U.S. information industries, copyrights and the exploitation of copy- 
rights are a basic fact of life. A good case can be made for the prem- 
ise that no one in America escapes the effect of copyrights. There may 
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be no spot in your house or school or office where you are not 
surrounded by copyrights. The copy and illustrations on the box your 
breakfast cereal comes in are copyrighted. Every book in your school 
locker, except for those published before 1923, is copyrighted. The 
professional journals or trade publications at your office are copy- 
righted, as is every single memorandum, letter, report, proposal, or 
other document you produce on the job. Copyrights float through the 
air as radio and television broadcasts and arrive in the mail as maga- 
zines and newspapers and show up in shopping bags as compact discs 
and bestselling novels and video games for the kids. 

Of course, this proliferation of expression may be a mixed 
blessing. We are inundated by our own communications. Toddlers 
who can’t read know the names of all the Teletubbies. College 
students who can’t remember the date of the Norman Conquest can 
recite dialogue from reruns of The Brady Bunch. Their grandmothers 
can recall the convolutions of plot from television soap operas for the 
last twenty-five years. And aging baby boomers can sing every word 
of popular songs from their youth, almost on key. 

We have an embarrassment of riches. And we share our wealth; 
our principal export is American popular culture. Whether this is 
good or bad has yet to be seen, but it is a given that in the global 
village, Americans are center stage. 

This is mostly because the United States is unique in its cultural 
affection for, and legal protection of, free expression. We forget that 
we are the only nation that has the First Amendment. Many other 
nations impose more restrictions on what their citizens can say and 
write and publish than we do. In fact, throughout history, during 
numerous periods and in various places, you could be imprisoned or 
killed simply for saying or writing the wrong thing; unfortunately, this 
is still the case in some places. 

But not in America. The rebels and mavericks who sailed across 
the oceans in wooden boats to settle in what became the United States 
knew the value of free thought and free speech. They came here seek- 
ing both. Besides the stubborn individualism that still characterizes 
Americans, they gave us the right to think what we want and say what 
we think. 

But even before the enactment of the First Amendment, the men 
who wrote our Constitution acted to ensure the production of the 
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works of art and intellect necessary to create and promote culture 
and learning in our infant nation. In Article I, Section 8, Clause 8 of 
the main body of the original, unamended Constitution, they gave 
Congress the power “to Promote the Progress of Science and useful 
Arts, by securing, for limited Times to Authors and Inventors, the 
exclusive Right to their respective Writings and Discoveries.” 
Congress carried out this mandate by passing the first U.S. copyright 
statute in 1790. (And also by enacting a succession of patent statutes.) 
You may think from reading the language of the Constitution 
that only authors of books are protected by copyright law. That is not 
the case. 

Historically, American copyright law has interpreted broadly the 
“writings” granted constitutional protection. At the time of the enact- 
ment of the first copyright statute, only “maps, charts, and books” 
were protected. During the two centuries since, U.S. copyright statutes 
(there have been several) and court decisions have extended copyright 
protection to new subjects of copyright as previously nonexistent 
classes of works emerged, needing protection. U.S. copyright statutes 
have successively embraced, among other new technologies, photog- 
raphy, motion pictures, and sound recordings. 

This system of enumerating the classes of “writings” protected by 
copyright worked well enough until it became obvious that technology 
would create new methods of expression faster than the courts and 
lawmakers could amend the then-current copyright statute to include 
emerging technologies within the scope of copyright protection. The 
present U.S. copyright statute abandons the effort to enumerate every 
class of work protected by copyright and simply states that “copyright 
protection subsists . . . in original works of authorship fixed in any 
tangible medium of expression, now known or later developed, from 
which they can be perceived, reproduced, or otherwise communicated, 
either directly or with the aid of a machine or device.” This language 
allows copyright to expand automatically to extend protection to new 
forms of expression. This is fortunate, because the revolution in com- 
munications that characterized the last half of the twentieth century 
shows no sign of abating. Indeed, it may have reached 
warp speed. 

By recognizing property rights in creative works and awarding 
ownership of those rights to the creators of the works, our copyright 
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statute encourages expression in every art form and medium. It 
balances the interests of creators against those of the public. Creators 
reap the profits from their works for the duration of copyright 
protection by limiting access to creative works to those who pay for 
the privilege of using them. The public immediately enjoys controlled 
access to the works artists, writers, and composers create, and, 
eventually, those works become public property, available for use by 
anyone. This is precisely what the founding fathers had in mind; 
James Madison cited copyright as an instance in which the “public 
good fully coincides with the claims of individuals.” 

So, the United States gives its citizens the right to say almost 
anything at all and rewards that expression, whether meritorious or 
mundane, by bestowing upon it a copyright. But what, exactly, is a 
copyright? A copyright is a set of rights that the federal copyright 
statute grants to the creators of literary, musical, dramatic, choreo- 
graphic, pictorial, graphic, sculptural, audiovisual works and sound 
recordings. Copyright law rewards creators by granting them the 
exclusive right to exploit and control their creations. With few narrow 
exceptions, only the person who created the copyrighted work or 
someone to whom he or she has sold the copyright in the work or 
given permission to use the work is legally permitted to reproduce the 
work, to prepare alternate or “derivative” versions of the work, to 
distribute and sell copies of the work, and to perform or display the 
work publicly. Any unauthorized exercise of any of these rights is 
called “copyright infringement” and is actionable in federal court. 

But this is only the beginning of the story. The rest follows in what 
I hope is a logical progression. I have practiced intellectual-property 
law for more than one-third of my life, but I still find the concept of 
copyright and all the elaborate structures that our world community 
has erected around it fascinating. The law says that a copyright is a set 
of exclusive rights that belongs, in most instances, to the person who 
creates the copyrighted work. That’s true, but what copyrights really 
are is magic. There’s something wonderful in the fact that in a mass 
culture like ours, where individual voices are obscured by the noise of 
the rat race, you can create, all alone and out of thin air and your own 
brain, something that pays the rent. 
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I hope you find copyrights as interesting as I do. They are one 
of the last means by which an individual person, unaffiliated with any 
large organization or institution, can change people’s minds, lift their 
spirits, and feed their souls. Where’s your pencil? 
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Chapter 1 
Copyright Protection 


B... you can begin to understand copyright— 
that invisible but powerful and infinitely expandable concept that gov- 
erns so many of our dealings with each other—you must first learn 
what it is not. Two of the things that copyright is not are trademarks 
and patents. These three forms of intellectual property are more like 
cousins than triplets, but lots of people, even lawyers and judges, 
confuse them. 


Copyrights Compared to Trademarks and Patents 

Although all three protect products of the human imagination, copy- 
rights, trademarks, and patents are distinct but complementary sorts 
of intellectual property. Each is governed by a different federal law. 
The U.S. patent statute originates in the same provision of the 
Constitution that gives rise to our copyright statute. Our federal trade- 
mark statute originates in the “commerce clause” of the Constitution, 
which gives Congress the power to regulate interstate commerce. Only 
our federal government regulates copyrights; copyright registrations 
are granted by the Copyright Office, which is a department of the 
Library of Congress. Similarly, only the federal government can grant 
a patent. However, although the federal government grants trademark 
registrations, so do all the fifty states. 


Copyrights 

Since January 1, 1978, in the United States, a copyright is created 
whenever a creator “fixes” in tangible form a work for which copy- 
right protection is available. Under most circumstance, a copyright 
will endure until seventy years after the death of the creator of the 
copyrighted work; after copyright protection expires a work is said to 
have fallen into the “public domain” and anyone is free to use it. 
Registration of a copyright enhances the rights that a creator auto- 
matically gains by the act of creation, but it is not necessary for copy- 
right protection. The chief limitation on the rights of copyright own- 
ers is that copyright protects only particular expressions of ideas 
rather than the ideas themselves. This means that several people can 
create copyrightable works based on the same idea; in fact, there is no 
infringement no matter how similar one work is to another unless one 
creator copied another’s work. 


Trademarks 

Trademarks are words or symbols that identify products or services to 
consumers. Unlike a copyright, in which the creator has protectable 
rights from the inception of the copyrighted work, rights in a trade- 
mark accrue only by use of the trademark in commerce and then 
belong to the company that applies the mark to its products rather 
than to the person who came up with the name or designed the logo 
that becomes the trademark. Roughly speaking, a company gains 
rights in a trademark in direct proportion to the duration and the geo- 
graphic scope of its use of the mark; ordinarily, the company that first 
uses a mark gains rights in that mark superior to any other company 
that later uses it for the same product or services. Unauthorized use of 
a trademark is “trademark infringement.” 

As is the case with copyrights, registration enhances rights in 
trademarks but does not create them. It is generally easy to register 
a mark within a state, but federal trademark registration, which 
confers much greater benefits, is more difficult to obtain. Trademark 
rights last indefinitely; as long as a mark is used in commerce, its 
owners have protectable rights in it. (For more information about 
trademarks, see The Trademark Guide, by Lee Wilson, published by 
Allworth Press.) 
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Patents 

A patent is a monopoly granted by the U.S. Patent Office for a limited 
time to the creator of a new invention. A utility patent may be granted 
to a process, a machine, a manufacture, a composition of matter, or 
an improvement of an existing idea that falls into one of these cate- 
gories. For example, a utility patent would be granted to the inventor 
of a new industrial or technical process or a new chemical composi- 
tion. Utility patents endure twenty years after the application for a 
patent was filed. Plant patents are issued for new asexually or sexually 
reproducible plants and last seventeen years from the date of issue. 
Design patents are granted for ornamental designs used for nonfunc- 
tional aspects of manufactured items. An example of this would be a 
lamp base in the shape of a caryatid; the caryatid would visually 
enhance the appearance of the lamp but would not improve the func- 
tion of the lamp base—i.e., elevating the bulb and shade portions of 
the lamp. A design patent lasts fourteen years from the date it is 
issued. An inventor must meet very strict standards before the Patent 
Office will grant a patent for his or her invention; then, the inventor 
can stop everyone else from manufacturing the invention without 
permission or even importing an infringing invention into the United 
States, even if the infringer of the patent independently came up with 
the same invention. 

No product name is protectable by patent law; a product name is 
a trademark and trademark protection is earned in the marketplace 
rather than being awarded like a patent. And no song, story, painting, 
or play can be patented; copyright gives writers and artists the right to 
keep others from copying their works, but not a complete monopoly 
on the creation or importation of similar works. 

(For a more detailed discussion of patent law, see The Patent 
Guide, by Carl Battle, from Allworth Press.) 


Requirements for Copyright Protection 
Under the U.S. copyright statute a work must satisfy three 
conditions to qualify for copyright protection. All three of these 
requirements must be met in order for the work to come under the 
copyright umbrella. 
The three statutory prerequisites for protection are (1) the work 
must be “original” in the sense that it cannot have been copied from 
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another work; (2) the work must embody some “expression” of the 
author, rather than consisting only of an idea or ideas; and (3) the 
work must be “fixed” in some tangible medium of expression. 


Originality 

The originality condition for protection leads to the apparent anomaly 
that two works identical to each other may be equally eligible for 
copyright protection. So long as neither of the two works was copied 
from the other, each is considered “original.” In the sense that it is 
used in the copyright statute, “originality” means simply that a work 
was not copied from another work rather than that the work is unique 
or unusual. Judge Learned Hand, who decided many copyright cases, 
summarized the originality requirement with a famous hypothetical 
example: “[I]f by some magic a man who had never known it were to 
compose anew Keats’s Ode on a Grecian Urn, he would be an 
‘author,’ and, if he copyrighted it, others might not copy the poem, 
though they might of course copy Keats’s.” For copyright purposes, 
the similarities between two works are immaterial so long as they do 
not result from copying. 


Expression 

The current copyright statute restates the accepted rule, often enunci- 
ated in copyright decisions, that copyright subsists only in the expres- 
sion embodied in a work and not in the underlying ideas upon which 
the work is based. The statute says: “In no case does copyright 
protection for an original work of authorship extend to any idea, 
procedure, process, system, method of operation, concept, principle, 
or discovery, regardless of the form in which it is described, explained, 
illustrated, or embodied in such work.” This rule plays an important 
role in copyright infringement cases, because a judge often must 
determine whether the defendant has taken protected expression 
from the plaintiff, or merely “borrowed” an unprotectable idea 
(or “procedure, process, system,” etc.). 


Fixation 
The U.S. copyright statute protects works eligible for protection only 
when they are “fixed in any tangible medium of expression, now 
known or later developed, from which they can be perceived, 
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reproduced, or otherwise communicated, either directly or with the 
aid of a machine or device.” The statute deems a work fixed in a tan- 
gible medium of expression “when its embodiment in a copy or 
phonorecord, by or under the authority of the author, is sufficiently 
permanent or stable to permit it to be perceived, reproduced, or oth- 
erwise communicated for a period of more than transitory duration.” 

This third requirement for copyright protection sometimes 
surprises people, who may not realize, for instance, that a new song 
performed at an open mike “writers’ night” or a dance routine 
presented in a talent show, although it is both original and contains 
a high proportion of protectable expression, is not protected by 
copyright until it is “fixed” within the definition of the copyright 
statute and that it can be legally copied, word for word or move for 
move, by anyone who witnesses its performance. A song can be 
“fixed” by recording any intelligible version of its music and lyrics on 
a cassette or by reducing its melody to written musical notation that 
also includes its lyrics. Any piece of choreography can be “fixed” by 
videotaping it in sufficient detail to record the movements of the 
dancers or by use of a written system of choreographic notation such 
as Labanotation. 


What Is Protected 

Most people realize that copyright protects works of art like poems 
and short stories, photographs, paintings and drawings, and musical 
compositions. It may be less obvious that copyright also protects more 
mundane forms of expression, including such diverse materials as 
advertising copy, instruction manuals, brochures, logo designs, com- 
puter programs, term papers, home movies, cartoon strips, and adver- 
tising jingles. Artistic merit has nothing to do with whether a work is 
protectable by copyright; in fact, the most routine business letter and 
the most inexpertly executed child’s drawing are just as entitled to 
protection under our copyright statute as best-selling novels, hit songs, 
and blockbuster movies. 

However, copyright does not protect every product of the 
imagination, no matter how many brain cells were expended in its cre- 
ation. In fact, any discussion of copyright protection must be premised 
on an understanding of what copyright does not protect. 
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Idea versus Expression 

It is such an important principle of copyright law that it bears repeating: 
copyright protects only particular expressions of ideas, not the ideas 
themselves. This means, of course, that if the guy sitting behind you 
on the bus looks over your shoulder and sees, comprehends, and 
remembers your sketches for a necklace formed of links cast in the 
shape of sunflowers, he is legally free to create his own sunflower 
necklace so long as it isn’t a copy of yours. It may be unethical for him 
to steal your idea, but it’s neither illegal nor actionable in court. 
Although this may seem unjust, if you think about it, it’s logical. 
Our Constitution empowered Congress to pass a copyright statute 
granting the creators among us property rights in the products of their 
imaginations so that American society could gain the benefit of their 
creations. Because ideas are the building blocks for creations of any 
sort, and because one idea may lead to thousands of expressions of 
that idea, granting control over an idea to any one person would have 
the effect of severely limiting creative expression; no one else would be 
able to use the idea as the basis for a new creation. 

Therefore, copyright protects only your particular expression of 
an idea, not the idea itself. Similarly, copyright protection is denied to 
procedures, processes, systems, methods of operation, concepts, prin- 
ciples, or discoveries because these products of the imagination are 
really all particular varieties of ideas. 

This means that your idea of printing grocery coupons right on 
the brown paper bags used in your supermarket can be copied by 
anyone, even a competing grocery store, although the particular 
expression of your idea—your copy and artwork for the bags and the 
advertisements publicizing the promotion—may not. 

And your system of giving your customers double the face-value 
discount of any coupon if they use it to buy two product items at 
the same time is not protectable by your copyright in your coupon- 
promotion materials and can be employed at any time by anyone, 
without your permission. 

Further, if you print recipes on your grocery bags in addition to 
discount coupons, you cannot, of course, stop anyone from using 
the method outlined in the Low-Fat Meatloaf recipe to create a low- 
fat meatloaf. Nor can you stop anyone, even a competitor, from 
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employing your concept of using a low-fat meatloaf recipe to sell the 
food products used in the recipe or from employing the marketing 
principle behind your promotion—that food shoppers are likely to 
purchase particular brands of food products that are specified by 
name in an interesting recipe. And even if you were the first person 
in the universe to come up with a technique for diminishing the fat 
content of the finished dish, once you disclose your discovery to the 
public, you can’t stop anyone from recounting it to anyone else. 

You can’t even stop anyone from using the information 
outlined in your meatloaf recipe to create his or her own recipe for 
low-fat meatloaf. (See the discussion of functional works below.) 


Unprotectable Elements 
There are a few categories of products of the imagination that are too 
close to being mere unembellished ideas for copyright protection to 
apply. In other words, these categories of “creations” lack sufficient 
expression to be granted copyright protection. There are several com- 
monly occurring, unprotectable elements of various sorts of works 
from which the copyright statute or courts have withheld protection. 
These include: 
e literary plots, situations, locales or settings; 
e scènes a faire, which are stock literary themes that dictate the 
incidents used by an author to express them; 
e literary characters, to the extent that they are “types” rather 
than original expressions of an author;' 
e titles of books, stories, poems, songs, movies, etc., which have 
been uniformly held by courts not to be protected by copyright; 
e short phrases and slogans, to the extent that they lack expressive 
content;° 
e the rhythm or structure of musical works; 
e themes expressed by song lyrics; 
e short musical phrases; 


1 The visual representation of pictorial characters adds considerable protectable expression to the characters. 

2 However, a title may gain protection under the law of unfair competition if it becomes well-known and 
associated in the public mind with one author. 

3 The determination of expressive content is aided by the length of the phrase or slogan, very short phrases and 
slogans being more likely to constitute the equivalent of an unprotectable idea than long phrases or slogans. 
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e arrangements of musical compositions, unless an arrangement 
of a musical composition really amounts to an alternate version 
of the composition;* 

e social dance steps and simple routines, which are not copy- 
rightable as choreographic works because they are the common 
property of the culture that enjoys them; 

e uses of color, perspective, geometric shapes, and standard 
arrangements dictated by aesthetic convention in works of the 
visual arts; 

e jewelry designs that merely mimic the structures of nature, such 
as a jeweled pin that accurately replicates the form of a honeybee; 

e names of products, services, or businesses;° 

e pseudonyms or professional or stage names;’ 

e mere variations on familiar symbols, emblems, or designs, 
such as typefaces, numerals or punctuation symbols, and 
religious emblems or national symbols; 

e information, research data, and bare historical facts;° 

e blank forms, such as account ledger page forms, diaries, address 
books, blank checks, restaurant checks, order forms, and the 
like; and 

e measuring and computing devices like slide rules or tape 
measures, calendars, height and weight charts, sporting event 
schedules, and other assemblages of commonly available 
information that contain no original material. 


Utilitarian Aspects of Design 
In addition, protection is specifically denied in the copyright statute to 
“utilitarian elements of industrial design.” Pictorial, graphic, and 


4 An arrangement infringes the underlying composition unless it was written with the permission of the owner 
of copyright in that composition. The exception to this is an arrangement of a public domain song. Since you 
can use a public domain composition any way you want, it's legal to make a detailed arrangement of such a 
song, and the arrangement is protectable. 

However, an artist's arrangement of these elements may be protectable expression. 

However, these are protected under trademark law from use without permission on similar products or services. 
These may also be protected under trademark law or the law of unfair competition. 

However, many compilations of such information or data and extended expressions based on historical facts 
are protectable by copyright. 

9 These record information rather than conveying it. 
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sculptural works are, of course, protectable, but only insofar as their 
forms—the “mechanical or utilitarian aspects” of such designs are not 
protected. The reasoning behind this provision is that if such aspects 
of otherwise decorative objects are to be protected at all, they must 
meet the rigorous requirements for a utility patent. 

The question of what features of utilitarian objects copyright 
protects is most prevalent in the case of objects that have little 
ornamentation and consist mostly of a simple design that is largely 
determined by the function of the object. For instance, in the case of 
a ceramic lamp base decorated with painted ferns, the fern design has 
nothing to do with the function of the base—that of elevating the 
bulb and shade of the lamp to a height sufficient to illuminate the area 
surrounding the lamp—and is protectable by copyright. 

However, a cylindrical brass lamp base fixed to a square marble 
foundation would embody no elements that were not primarily func- 
tional and would be unprotectable under the copyright statute. If a 
marble caryatid were substituted for the lamp’s cylindrical brass base, 
the sculpture of the draped female figure would be protectable because 
of its more decorative and less utilitarian nature, even though it would 
still serve to elevate the lamp’s bulb and shade. This principle of copy- 
right law is easier to remember if you consider the general rule of 
copyright that the more elaborate and unusual the expression embod- 
ied in the work, the more protection the work is given (provided, of 
course, that the work is not copied from any other work). 


Functional Works 

Similarly, courts treat functional works like recipes, rules for games 
and contests, architectural plans, and computer programs somewhat 
differently from works that have no inherent functional aspects. 
Although they are eligible for copyright protection, protection for 
functional works is somewhat narrower than for other sorts of works 
because the intended function of such a work dictates that certain 
standard information, symbols, etc., be included in the work and 
certain protocols be followed for the ordering and presentation of the 
information such works contain. 

For example, copyright in recipes is very limited. Copyright 
does not protect any list of ingredients because such lists consist of 
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information only and embody no protectable expression. A particular 
expression of recipe instructions may be protectable, at least from 
word-for-word copying, but probably only to the extent that the 
explanation of the steps in making the dish embodies expression that 
is not dictated by the necessary technique or inherent chemistry of the 
process. Courts have also held the view that very short explanations 
of concepts, such as game rules and recipes, are not copyrightable 
because granting copyright to them would effectively prevent any 
other recounting of such rules or recipes. 


Copyright in Real Life 

All this has a practical application. It may be that anyone is free to use 
the beautiful new typeface design that you worked nights and week- 
ends to perfect, even though you intended it to be used only in a hand- 
lettered story you wrote for your niece’s birthday. Or that great new 
slogan that you came up with to advertise your company’s product 
may soon be on everyone’s lips, in contexts that don’t help your sales 
for the quarter at all. 

The good news is that if you design a poster calendar for your 
sporting goods company, you may copy from any other calendar all 
the information you need concerning the days of the week on which 
the dates fall and the dates of holidays and any information about the 
year’s sporting events from schedules published in newspapers or by 
colleges, sports magazines, or anyone else. And when you compose the 
copy for ads for your business, you can make free use of slogans and 
catchphrases from popular culture without obtaining permission from 
the copyright owner of the work from which the slogan was taken; 
otherwise, you’d have to call up Edgar Rice Burroughs’ heirs to use 
“Me Tarzan, you Jane,” or George Lucas to use “May the Force be 
with you,” in an ad. 

However, a famous phrase or slogan of this sort may become so 
associated in the public’s mind with its originator that it may not be 
used to sell products or services without the real threat of a suit for 
unfair competition. This means that the originator of a famous phrase 
or slogan could sue on the ground that your use of that phrase or 
slogan to market your product or service could cause consumers to 
associate your product or service with the originator of the phrase or 
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slogan. Be very careful in employing a well-known phrase or slogan in 
any manner that displays it more prominently than, say, a line of text 
from a book or fragment of dialogue from a movie. 

Copyright law treats facts of all sorts like ideas; the only thing 
relating to facts that is protectable under copyright law is the particu- 
lar expression of those facts. You may write a movie script based on 
the historic facts surrounding the battle of the Alamo; those facts are 
free for use by anyone who cares to gather them at the library or from 
other sources. However, if you believe that it’s time for another movie 
about the Alamo and that Hollywood will buy your script, you may 
want to think twice before you mention your project to your cousin 
the screenwriter, since she is free to recognize your idea as a good one 
and write her own competing script based on the very facts you 
planned to use. 

The same is true of plots. Shakespeare’s Romeo and Juliet has 
spawned many works based on the plot of his play: the play Abie’s 
Irish Rose and the movie The Cohens and The Kellys, now both 
forgotten except for the well-known copyright infringement suit 
concerning their similar plots; the famous musical West Side Story; 
the old television series Bridget Loves Bernie; and the 1969 Zeffirelli 
film Romeo and Juliet, which was only one in a long line of movies 
based on the Shakespeare play. 

And if you think of the innumerable love songs written about 
heartbroken, jilted lovers, you will realize themes are not protectable 
by copyright, either; each of the 2,438,954 songs written about some- 
body’s broken heart is a perfectly legitimate use of that theme. No 
doubt there will be more, similar uses as long as popular music exists. 


Public Domain Material 

The largest category of literary and artistic material that is not 
protected by copyright is “public domain” material. Most public 
domain material is material for which copyright protection has 
expired, such as the works of “dead poets”—literary gentlemen who 
have been dead a long time, like Shelley, Keats, and Shakespeare. The 
trick is to make sure that the author whose work you want to use has 
been dead long enough. 

Herman Melville died in 1891. More important for purposes of 
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determining the copyright status of his works is the fact that his books 
were written before 1891, which means that any rights Melville or 
his heirs had in them expired some time ago. This means that you may 
freely use Melville’s Moby-Dick characters and story in your 
screenplay. The same is not true of, for example, Tennessee Williams; 
even though he is just as dead as Melville, his plays are still protected. 
Williams’s estate owns the copyrights in those plays and collects 
royalties from performances of them. All this applies to painters 
and composers, too, as well as to lesser mortals like you and me 
whose creations are not quite great literature or art but are valuable 
to us nonetheless. 

Figuring out whether a work is in the public domain is not simply 
a matter of determining whether the author has been dead a while, 
however, since the creators of many still-valid copyrights expired a 
long time before their copyrights will. Unless you know for sure that 
the copyright in a work has expired, you must investigate the copy- 
right status of the work before reprinting it or adapting it or otherwise 
exercising any right reserved to the owners of valid copyrights. 

At this writing, anything showing a copyright date before 1923 is 
a safe bet. In recent years, the duration of U.S. copyright protection 
was extended to expire seventy years after the death of an author (as 
opposed to the life-plus-fifty-years provided before the passage of the 
1998 Sonny Bono Copyright Term Extension Act, which amended the 
U.S. copyright statute). This change was made in order to bring the 
United States into conformity with the longer term adopted by the 
countries of the European Union: the United Kingdom, the Irish 
Republic, France, Germany, Italy, Spain, Portugal, Greece, Denmark, 
the Netherlands, Belgium, and Luxembourg. This recent extension of 
the term of U.S. copyrights was challenged in court by people who 
believed that extending the term of copyright rewarded rich copyright 
owners like entertainment giants The Walt Disney Company and 
Time Warner. However, the Supreme Court recognized that Congress 
had the power to grant longer protection to copyright owners and that 
it was immaterial that some of them were rich companies that had 
acquired, rather than created, the copyrights they own. Justice Ruth 
Bader Ginsburg said, from the bench, that the Constitution “gives 
Congress wide leeway to prescribe ‘limited times’ for copyright 
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protection and allows Congress to secure the same level and duration 
of protection for all copyright holders, present and future.” In other 
words, she knew that U.S. copyright law protects all copyright cre- 
ators and other owners equally, the starving songwriter who owns 
only his guitar as well as the giant corporation that has acquired 
libraries of famous movies. (We will consider the duration of U.S. 
copyright protection at greater length in chapter 3.) 

The best way to begin to determine whether a work is still 
protected by copyright is to consult the Copyright Office pamphlet 
called How to Investigate the Copyright Status of a Work, which is 
reprinted in chapter 4. This pamphlet will give you the information 
you need to either figure out the copyright status of a work yourself 
or get help in doing so. 


U.S. Government Works 
There is one other category of public domain works of which you 
should be aware: works created by officers or employees of the U.S. 
government as a part of their government jobs. These works are in the 
public domain because the government has chosen not to claim copy- 
right in works created at the taxpayers’ expense. 

This means that you may quote the entire text of a government 
publication on how to buy a car in your handbook for consumers 
without any special permission from the government. However, if 
your end creation consists preponderantly of material produced by the 
government, your copyright notice should acknowledge the fact, as in: 
“Copyright 2003 Wilson St. Charles, except material reproduced on 
pages 21-40 and 64-89, which was taken from U.S. Government 
Publications 306A, ‘New Car Buying Guide,’ and 303A, ‘Buying a 
Used Car.” 

The only precaution necessary before using material from govern- 
ment publications is to make sure that the material you want to use 
was prepared by the U.S. government proper and not by some private 
or semiprivate agency of the government or a government contractor. 
You can probably do this by simply looking at the title page of the 
government publication or by calling the department or organization 
that published it. Anything published by the U.S. Government Printing 
Office or offered through the Consumer Information Catalog is 
almost certainly public domain material. 
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Copyright Notice 


Copyright notice is an important tool in copyright protection. It is 
like a “No Trespassing” sign—notice to the world that you claim 
ownership of the copyright in the work to which it is affixed. The 
three elements of copyright notice should appear together in close 
proximity. The three elements of copyright notice are: 


the word “copyright” (that is C-O-P-Y-R-I-G-H-T, not “copy- 
write”), the abbreviation “Copr.,” or the © symbol (or, in the 
case of a sound recording, the ® symbol). Even though it is 
often used by people who attempt to create the © symbol on a 
typewriter, the symbol (c) is not the equivalent of the © symbol. 
If you can’t produce the © symbol, use the word “copyright” 
instead of the © symbol or draw the c-in-a-circle symbol by 
hand, but don’t use parentheses in lieu of the circle—it’s not 

the same. Because the word “copyright” and the abbreviation 19 
“Copr.” are not recognized as a valid elements of copyright 
notice in some countries, it is preferable to use the © symbol if 
your work will or may be distributed outside the United States. 
the year of “first publication” of the work. For compilations or 
derivative works, the year of first publication of the compilation 
or derivative work should be used. “Publication” is “the distri- 
bution of copies of a work to the public by sale or other transfer 
of ownership, or by rental, lease, or lending.” However, the 
year-date of first publication may be omitted from copyright 
notice when a pictorial, graphic, or sculptural work, with any 
accompanying text, is reproduced on greeting cards, postcards, 
stationery, jewelry, dolls, toys, or other useful articles. 

the name of the owner of the copyright or an abbreviation 

or alternate name by which that copyright owner is generally 
recognized. For example, International Business Machines, 
Incorporated, can call itself “IBM” for purposes of copyright 
notice. However, when in doubt, use the form of your legal name 
you commonly use for other formal purposes—e.g., “Aaron L. 
Bowers” rather than “Sonny Bowers.” If two or more people or 
other entities own the copyright, use all their names: “© 2003 
Charles Dennis Wile and Christopher Lawrence Fort.” Further, 
bear in mind that the author of the work may no longer be the 
owner of copyright in it. 
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In the United States, proper copyright notice consists only of some 
combination of the three elements mentioned above. All the following 
forms are correct: “Copyright 2003 Natalie Marie Wilson,” “© 2003 
N. M. Wilson,” and (for a sound recording) “ ® 2003 Natalie M. 
Wilson.” Countries that are signatories to the Buenos Aires 
Convention (see the discussion of copyright treaties later in this chap- 
ter) require that “a statement of the reservation of the property right” 
in a work appear on or in the work for copyright protection. This 
means that for complete protection in Buenos Aires Convention coun- 
tries, a statement asserting your ownership of your copyright and your 
reservation of the rights in it should be used in addition to the copy- 
right notice described by the U.S. copyright statute that is also accept- 
able in Universal Copyright Convention countries. The most familiar 
form of such “reservation of rights” language is the phrase “All rights 
reserved.” This means that the form of copyright notice that guaran- 
tees the fullest protection available throughout the world is: “© 2003 
Paul Clifford, All rights reserved.” You should use this form of notice, 
even if you do not anticipate that your work will be distributed out- 
side the United States. Ink is cheap, and proper copyright notice can 
offer valuable benefits and protections. 

Occasionally copyright owners will also add to the title page of 
a book or magazine something like this: 

No portion of this publication may be reproduced or trans- 

mitted in any form or by any means, electronic or mechanical, 

including by photocopying, recording, or use of any informa- 
tion storage and retrieval system without express written per- 
mission from Bifocal Book Publishers. 

Besides scaring off some potential copyright infringers who may 
not know or appreciate the full significance of copyright notice, added 
language of this sort has no effect and is not a substitute for proper 
copyright notice. However, there is also nothing in copyright law that 
says you cannot use some language of this sort near your copyright 
notice to make more explicit your claim of ownership of copyright in 
your work. 

The important thing to remember is that there is no legal substi- 
tute for proper copyright notice. It costs nothing to use and you don’t 
need permission from anyone to use it. Not using notice on any work 
that leaves your hands is foolish. 
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When Notice Is Required 

Foolish though it may be to fail to use copyright notice, it must be said 
that copyright notice is not required for any work published after 
March 1, 1989. That is the date the United States’ entry into the Berne 
Convention became effective. The Berne Convention is a very old and 
widespread copyright treaty, but, for a variety of complicated reasons, 
the United States became a signatory to it only in late 1988. One of 
these reasons is that Berne Convention signatory countries may not 
require as a condition to copyright protection any “formalities,” such 
as using copyright notice. 

However, confusingly enough, the copyrights in works published 
before January 1, 1978, the effective date of the current copyright 
statute, may be lost in the United States if notice is not used. 


Benefits of Using Notice 

The short of this long story is that you cannot now lose copyright 
protection for any work published after March 1, 1989, by failing to 
use copyright notice. However, in order to encourage the use of 
copyright notice in the United States, the law provides a valuable 
procedural advantage in infringement lawsuits to copyright owners 
who do use it. Specifically, an infringer cannot successfully claim that 
he or she did not know that his or her act constituted copyright 
infringement if the copyright owner has used proper copyright notice. 
Being able to prove that a defendant willfully ignored such clear 
evidence that the plaintiff’s work was protected by copyright has 
the effect of increasing the potential damages award available to 
a plaintiff, since courts are typically much harder on defendants who 
have intentionally violated the rights of plaintiffs. 

That takes care of people dishonest enough to ignore copyright 
notice. Using copyright notice also precludes the possibility that 
honest people, seeing no copyright notice, will believe that your work 
is free for anyone to use. Even after Berne, copyright notice remains 
one of the most useful tools for protecting your copyright. 


Placement of Copyright Notice 
Copyright notice does not have to be obtrusive. Copyright Office 
regulations specify only that notice be placed, in a durable form 
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affixed in a permanent manner, in a location on the work where it is 
reasonably easy to discover. 

For works published in book form, acceptable locations for copy- 
right notice include the title page, the page following the title page, 
either side of the front or back cover, and the first or last page of the 
main body of the book. 

For motion pictures and other audiovisual works, notice should 
be embodied in the film or tape as a part of the image itself so that it 
will appear whenever the work is played or broadcast or otherwise 
performed and may be located with or near the title or credits or 
immediately following the beginning of the work or at or immediately 
preceding the end of the work. 

If the audiovisual work last sixty seconds or less, copyright notice 
may appear in any of the locations specified above or on the leader of 
the film or tape immediately preceding the work if the notice is 
embodied there electronically or mechanically (i.e., not simply written 
by hand on the leader). For audiovisual works or motion pictures 
distributed to the public for private use, such as movie videotapes, 
notice may also appear on the permanent container for the work. 

For pictorial, graphic, or sculptural works embodied in two- 
dimensional copies, copyright notice should be affixed directly, 
durably, and permanently to the front or back of the copies or to the 
backing, mounting, or framing to which the copies are attached. For 
such works embodied in three-dimensional copies, notice should be 
affixed directly, durably, and permanently to any visible portion of the 
work or any base, mounting, framing, or other material to which the 
copies are attached. If, because of the nature of the work, it is imprac- 
tical to affix notice to the copies directly or by means of a durable 
label, notice may appear on a tag or durable label that is designed to 
remain attached to the copy. 

For copies of sound recordings, such as audiotapes, cassettes, and 
records, copyright notice should appear on the surface of the copy 
of the sound recording and on the container of the copy, so as to give 
reasonable notice of the claim of copyright ownership. 

There are other sorts of works for which the Copyright Office 
prescribes placement of copyright notice. Further and more detailed 
information concerning copyright notice and placement is available in 
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the free Copyright Office pamphlet “Copyright Notice,” and in the 
Copyright Office circulars, also free, “Methods of Affixation and 
Positions of the Copyright Notice on Various Types of Works” and 
“Copyright Notice.” Information on obtaining all three of these short 
publications is given in Appendix A of this book. 


Geographic Limits of Protection 

All rights of U.S. copyright owners are granted to them by the U.S. 
copyright statute, which is a federal law, that is, a law passed by 
Congress that governs copyright matters throughout the United 
States. The provisions of the federal copyright statute are interpreted 
by court decisions. These decisions become another segment of U.S. 
copyright law, because they are used by other courts in deciding later 
copyright cases. 

It is important to realize that all this law skids to a halt at the 
geographic boundaries of the United States because, of course, U.S. 
laws have no jurisdiction outside the fifty states and the possessions of 
the United States other than the more or less reciprocal recognition 
other countries grant U.S. copyrights under the various copyright 
treaties to which the United States is a party. 

There are two situations in which geography and copyright 
combine to concern average creators or copyright owners. These 
are situations involving the protection of U.S. copyrights outside the 
United States and the circumstances under which the work of foreign 
nationals working in the United States are granted copyright protection 
by the U.S. copyright statute. 


International Copyright Relations 

Most other countries have their own copyright laws, the provisions of 
which may diverge considerably from those of our statute. For exam- 
ple, the terms of copyright in other countries are not necessarily the 
same as that in the United States. Copyright treaties get around the 
fact that no country’s law has any effect outside that country by docu- 
menting the agreements between countries that each will give the same 
recognition to the others’ copyrights that it gives to its own citizens. 

The United States is now a signatory to the principal copyright 
treaties. These treaties are basically agreements among several nations 
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that each treaty signatory will accord the same respect to the rights of 
copyright owners who are citizens of the other signatory countries as 
it does to those of its own citizens. In addition to the Berne 
Convention, which is the most important copyright treaty and offers 
the most protection to copyright owners, the United States is also sig- 
natory to the Universal Copyright Convention and the Buenos Aires 
Convention. With the exception of China and the former U.S.S.R., 
most industrialized nations are signatories to one or more of the prin- 
cipal copyright treaties. To ensure protection for U.S. copyrights in 
countries that have not signed any of these copyright treaties or that 
ignore the rights of U.S. copyright owners, the United States has, 
where possible, entered bilateral treaties—that is, the treaties are 
signed only by the United States and the other nation. 

Copyrighted works such as books, movies, television shows, and 
computer programs are important exports of the United States. 
However, in countries where domestic problems of poverty, disease, or 
war take precedence over the intellectual-property rights of citizens of 
other countries, and in nations such as China and the countries that 
once formed the U.S.S.R., which are still unfamiliar with the ideas 
of capitalism and private property, intellectual-property rights have 
been given little or no respect. Protection against unauthorized use of 
copyrighted works in any particular country depends basically on the 
laws of that country; where the law is lax or nonexistent or not 
enforced, U.S. companies suffer. For example, China is reputed to 
have the highest incidence of copyright piracy in the world and 
infringers there have cost U.S. companies hundreds of millions of 
dollars annually in recent years, largely as a result of pirated compact 
disks and computer software. 

Perhaps these problems will be solved or ameliorated as a result 
of the United States’ efforts to normalize trade relations with such 
renegade countries—better trade relations may bring those nations 
into the world intellectual-property community and increase their 
observance of the copyright rights of U.S. citizens. The leaders of 
countries that make an industry of infringing U.S. copyrights are 
yielding to pressure from the United States to stop counterfeiters, 
who previously may have operated openly and without government 
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interference. Increasingly, the U.S. government has enforced its 
citizens’ copyright rights (as well as other intellectual-property rights, 
such as trademark and patent rights) by means of trade sanctions to 
punish nations that ignore U.S. intellectual-property rights. Like the 
800-pound canary, the United States wields considerable clout. Some 
of this clout comes from provisions affecting the recognition of 
intellectual-property rights in trade agreements such as the recent 
North American Trade Agreement (NAFTA) and the General 
Agreement on Tariffs and Trade (GATT). Most of the United States’ 
ability to coerce cooperation from other countries stems from the 
power of its collective pocketbook; many countries produce goods— 
or want to—for the U.S. market. 

Such cooperation is necessary because no U.S. copyright owner 
can sue in the United States for copyright infringement that occurs 
elsewhere. If an American CD is counterfeited in China and sold there 
or in another country, the only recourse the U.S. copyright owner may 
have is to lobby the U.S. government to impose trade sanctions on 
China to compel it to shut down the infringer’s operation. Similarly, 
some developing countries, even though they are signatories to one or 
more of the world’s copyright treaties, do not impose meaningful 
penalties on infringers of foreign copyrights. This can make suing in 
one of these countries expensive and futile, because the only law that 
applies to infringements in other countries is the law of the country 
where the infringement occurs. 

But if a foreign company brings its infringement to the United 
States, the U.S. copyright owner can sue here. For example, a U.S. 
copyright owner cannot sue profitably in Somalia to stop the manu- 
facture of infringing products because Somalia is not a signatory to 
any copyright treaty with the United States. However, if the infringing 
products are imported into the United States, the copyright owner can 
sue and can ask for seizure and destruction of the infringing products 
and any other remedy available under the U.S. copyright statute. 


Foreign National Authors 
A related question is that of the copyright status of authors who are 
not U.S. citizens. Under certain conditions, the copyright statute 
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limits the right of some foreign nationals to enjoy the protection of 

U.S. copyright law even if they create their otherwise copyrightable 

works within the United States. 

The copyright statute says that published works of foreign nationals 
are protected if: 

e on the date of first publication, one or more of the authors is a 
national or domiciliary of the United States, or of a foreign 
nation that is a party to a copyright treaty to which the United 
States is also a party, or is a stateless person, wherever that 
person may be domiciled; or 

e the work is first published in the United States or in a foreign 
nation that, on the date of first publication, is a party to the 
Universal Copyright Convention; or 

e the work is first published by the United Nations or any of 
its specialized agencies, or by the Organization of American 
States; or 

e the work is a Berne Convention work; or 

e the work comes within the scope of a presidential proclamation 
that extends protection to works of which one or more of the 
authors is, on the date of first publication, a national, domiciliary, 
or sovereign authority of a country that protects U.S. works on 
substantially the same basis as it protects works of its own citizens. 

Any unpublished work is protected by U.S. copyright law, regardless 

of the citizenship of the author or in what country he or she resides. 
U.S. citizens may register their copyrights in other countries, but 

such registration is not usually necessary. Protection for any U.S. 

work—to the same extent as is given to works of citizens of that 

country—is by operation of law granted to U.S. works by any coun- 
try that is a signatory to one of the copyright treaties to which the 

United States is a party. Circular 38a, “International Copyright 

Relations of the United States,” is available from the Copyright Office 

Forms Hotline (twenty-four hours a day, every day) at (202) 707- 

9100, or you can print it from the Copyright Office Web site 

(www.copyright.gov). This free publication contains general informa- 

tion about the treaties to which the United States is a signatory and 

specifies to what treaties each country of the world is a party. 

However, because copyright relations between the many countries of 
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the world and the United States are in a constant state of flux and 
because new government regimes in some countries can create 
changed policies toward U.S. copyrights, if you are planning to 
market a valuable copyrighted work in a particular country or 
countries, it is a very good idea to consult a copyright lawyer before 
you publish the work. 
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| can tell you what your copyright is 
worth. You may create a photograph today that you allow someone 
to use to illustrate a magazine article in return for payment of a few 
hundred dollars, only to find that, years from now, your photograph 
is worth thousands, as a piece of art or because of its subject matter, 
or because of the growth of your fame as a photographer. And this 
invisible thing called a copyright can be subdivided and sold to as 
many people as you choose for long or short periods and you can, in 
the end, still own it after profiting from these exploitations of it. An 
author who understands the infinitely-divisible nature of copyright 
can more easily profit from his or her work by paring off and selling, 
one at a time, the rights to use the work. If you can conceive of a divi- 
sion of copyright and convince someone to acquire the portion of your 
copyright that you offer for sale, you can turn your creation into 
money in your pocket. 


Exploiting Copyrights 
The “exploitation” of copyrights is like the cultivation of a garden. 
Although a copyrighted work may become very valuable, its earning 
power is only speculative until someone sells it, or the right to use it. 
Some authors exploit their own copyrights; this is typical of graphic 
designers and freelance writers. Some depend on others to turn their 


copyrighted works into cash flow; for example, songwriters and book 
authors depend on music and book publishers to create income for 
them. Sometimes authors are lucky enough to find professionals who 
will help them sell their works. This is what literary agents, artists’ 
reps, and gallery owners do for a share of any proceeds. If you depend 
on the services of someone else to help you exploit your copyrights— 
and especially if you exploit your own copyrights—you need a thor- 
ough understanding of the three ways copyright rights are owned and 
change hands. If you are someone who acquires copyrights for 
exploitation, good business practice dictates that you acquire owner- 
ship rights that are valid, since enforceable ownership is a prerequisite 
to any exploitation of a copyright. The three ways that copyright 
ownership is transferred are work for hire, assignment of copyright, 
and license of copyright. 


Works Made for Hire 

In ordinary circumstances, the author of any work eligible for copy- 
right protection owns the copyright in that work from the creation of 
the work. This is not true when an employee creates a work as a part 
of his or her job; in that case, the work is a “work made for hire,” 
which means that the employer is considered both the copyright 
owner and the author of the work from the inception of the work. 
Any full-time employee of a newspaper who writes a news story has 
created that story as a work made for hire. The same is true of a 
graphic artist who creates an illustration for a client of the advertising 
agency that employs him or a staff composer who writes the sound- 
track for an industrial training film produced by the production 
company she works for. 

Works created on or after January 1, 1978, by freelance creatives 
cannot be works made for hire unless certain requirements are met. 
There must be a written document in which both the creator of the 
work and the person commissioning it agree that it is to be considered 
a work made for hire and it must fall into one of the nine classes of 
works enumerated in the copyright statute as kinds of works that may 
be works made for hire if specially ordered or commissioned from an 
independent contractor, that is, a freelancer who is not a regular 
employee of the commissioning party. 
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The present copyright statute endeavors through the use of very 
specific language to clarify the confusion that formerly surrounded 
works made for hire. However, although the new, improved statutory 
language has helped matters, it has not entirely eliminated the confu- 
sion—and misunderstandings and lawsuits—that sometimes arise over 
the question of ownership of copyright in works created by one per- 
son at the behest of another. Because this is such an important issue, 
a detailed discussion of the circumstances that result in the work made 
for hire status is appropriate. 

The threshold determination that must be made in deciding 
whether a work is or can be a work made for hire is whether the cre- 
ator of the work is an employee or an independent contractor. This 
determination is often not as simple as it would seem. Of course, any- 
one who shows up five days a week at the same workplace, is issued 
regular paychecks, and receives a W-2 form every January from the 
company that issues those paychecks is an employee of that company. 
Any work created by that employee within the scope of his or her 
duties as an employee is a work made for hire. For instance, it is clear 
that a man who is employed full-time as a computer software 
designer owns the copyright in the novel he writes in his spare 
time. Unfortunately, it is not always so clear whether a worker is 
an employee. 


Who Is an Employee? 
In the first important decision interpreting the present copyright 
statute’s work-for-hire provisions, the Supreme Court held that in 
deciding whether an author is an employee, it is appropriate to 
consider whether the party who commissioned the work in question 
has the right to control the manner and means by which the work is 
produced. Several factors were said to be relevant to this evaluation. 
These factors are: 
e the skill required to produce the work; 
e the source of the instrumentalities and tools that will be used to 
produce the work; 
e on whose premises the work will be produced; 
e the duration of the relationship between the party who 
commissions the work and the person who will create it; 
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e whether the party who commissions the work has the right 
to assign additional projects to the person who will create 
the work; 

e the extent of the discretion that may be exercised by the person 
who will create the work over when and how long he or she 
works during the process of creating it; 

e the method by which the person who creates the work will be 
paid for his or her services; 

e the role of the party who commissions the work in hiring and 
paying assistants for the person who will create the work; 

e whether the work is part of the regular business of the party 
who commissions it; 

e whether the party who commissions the work is in business; 

e whether the party who commissions the work provides 
employee benefits to the person who will create the work; and 

e the tax treatment of the person who will create the work. 

None of these factors is, by itself, determinative. However, 
generally speaking, the more control the commissioning party has 
over the duties, work hours, and workplace of the person who creates 
a copyrightable work, the more likely that person is an employee. 
If you find yourself working for someone in a situation where 
your status—i.e., whether you are an employee—is indeterminate, 
don’t guess who owns the copyrights in the products of your labor. 
Seek advice from a lawyer to clarify the nature of your arrangement 
if any part of your work involves the creation of anything that 
is copyrightable. 

Assuming that a worker does not qualify as an employee of a party 
who commissions the creation of a copyrightable work, that worker 
is what the law calls an “independent contractor”; many independent 
contractors who work in the arts call themselves “freelancers.” Any 
writer, artist, composer, or other author who works for many clients 
in his or her own office or studio is paid only on a fee basis, and 
receives 1099 forms in January from those who pay for his or her serv- 
ices is probably a freelancer. That being the case, the question then 
becomes What works created by a freelancer are or may be works 
made for hire? 
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Which Works May Be Works Made for Hire? 
The copyright statute is specific in naming the sorts of works that may 
be agreed to be works made for hire. The statute says that a work cre- 
ated by an independent contractor may be a work made for hire if it 
is specially ordered or commissioned for use as a contribution 
to a collective work, as a part of a motion picture or other 
audiovisual work, as a translation, as a supplementary work, 
as a compilation, as an instructional text, as a test, as answer 
material for a test, or as an atlas, if the parties expressly agree 
in a written instrument signed by them that the work shall be 
considered a work made for hire. For the purpose of the fore- 
going sentence, a “supplementary work” is a work prepared 
for publication as a secondary adjunct to a work by another 
author for the purpose of introducing, concluding, illustrating, 
explaining, revising, commenting upon, or assisting in the use 
of the other work, such as forewords, afterwords, pictorial 
illustrations, maps, charts, tables, editorial notes, musical 
arrangements, answer material for tests, bibliographies, 
appendixes, and indexes, and an “instructional text” is a liter- 
ary, pictorial or graphic work prepared for publication and 
with the purpose of use in systematic instructional activities. 
The meaning of this statutory language is easier to grasp with concrete 
examples of the sorts of works that are deemed to be appropriate 
works made for hire. Examples of the statute’s enumerated categories 
of works are: a work commissioned for use as a contribution to a col- 
lective work (such as an article prepared specifically to be included in 
an encyclopedia); as a part of a motion picture or other audiovisual 
work (such as a musical composition written to be used as the sound- 
track for a television spot or a sales presentation); as a translation 
(such as the English translation of the works of the French poet Jean 
Nicholas Arthur Rimbaud); as a supplementary work (such as a chart 
or graph used to illustrate a chapter in a book); as a compilation (such 
as research results compiled from several surveys for publication as 
a reference book); as an instructional text (such as a pamphlet 
instructing the consumer in the proper method for assembling a 
bicycle or other product); as a test (such as the standardized tests given 
schoolchildren to gauge their progress); as answer material for 
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a test (the correct answers to a test, to be used in grading individual 
students on their responses); or as an atlas (such as a road atlas of 
the United States) may be a work made for hire even if it is prepared 
by a freelancer. 

Many freelancers object to work-for-hire agreements. They feel 
that, in most circumstances, work-for-hire agreements are unfair to 
freelance creative people. This problem stems in part from lack of 
information; quite often, the person commissioning a work from 
a freelancer does not realize that it is not necessary to acquire the 
work as a work made for hire in order to secure the right to use 
the work as planned. There are other ways to acquire the right to 
use a copyrighted work. 


Assignments of Copyright 
An “assignment” of copyright is like a sale of the copyright; the 
author and original copyright owner sells all or some of his or her 
exclusive rights of copyright for the entire term of copyright or a 
shorter period. Copyright assignments are also called “transfers” of 
copyright. Anyone who acquires any right of copyright by assignment 
can, in turn, sell that right to someone else. 

An assignment of copyright makes a commissioning party the 
owner of the copyright in a work in just about the same way that a 
work-for-hire agreement does. The major pertinent difference is that 
with an assignment the freelancer can elect to terminate the transfer of 
copyright rights between the thirty-fifth and thirty-sixth year of the 
term of copyright; under a work-for-hire agreement, the commission- 
ing party is considered the “author” of the work from its creation and 
owns the copyright for the full term of copyright (ninety-five years 
from creation), with no possibility that the freelancer can terminate 
ownership after thirty-five years. 

In the case of many works, thirty-five years is as good as forever. 
For these works, acquiring an assignment of the copyright in the work 
is sufficient to protect the interests of the commissioning party. 

However, an assignment, or sale, of copyright does not have to be 
for the full term of copyright. Perfectly valid assignments can be made 
for one year or three years or twenty-five years—in short, for as long 
as you wish, up to and including the full term of copyright. This fact 
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gives a freelancer the option of agreeing that the copyright in a work 
belongs to the commissioning party for the full period of time that the 
commissioning party believes it will want to use the work or needs to 
restrict any such use by any other party with whom the freelancer 
might otherwise contract. At the end of that period, all rights in the 
creative work automatically revert to the freelancer. 

Often freelancers object to transferring ownership of their copy- 
rights to those who will use them almost as much as they object to 
work-for-hire agreements. This is because many commissioning par- 
ties routinely ask for an assignment of all the exclusive rights of copy- 
right for the full term of copyright. This leaves the author of the work 
with no further control over use of the work for the period of time the 
transfer is effective. In cases like this, the best solution is a license of 
copyright tailored to the client’s needs. Unfortunately, clients are 
sometimes greedy. For example, clients often do not distinguish 
between payment for the services of a freelancer and payment for the 
right to use the copyrighted work the freelancer’s services produce. 
Their attitude can be What do you mean I’ve only paid for your work 
writing this article? For that amount of money, I want to own it. 

Freelancers also must be wary of clients who try to extort 
copyright ownership from them by trying to make payment for their 
services conditional on the transfer of the copyright in the work 
produced. It is not unheard of for a commissioning party to insert 
language on the back of the check sent in payment for a freelancer’s 
services that purports to transfer “all rights” to the commissioning 
party when the freelancer endorses the check for deposit. Since the 
terms of an agreement must be actually consented to by both parties 
to the agreement before there is a legally binding contract, and 
because legitimate transfers of copyright typically mention “all rights 
of copyright” specifically and at length in very unambiguous 
language, the effect of such trickery is dubious. However, if you have 
signed such a document, the only way to prove that you did not mean 
to assign the copyright in your work to the person who paid to have 
it produced may be in the course of a lawsuit, which is a tedious and 
expensive way to prove anything. The same is true of purchase orders 
that contain language that transfers copyrights; the American Society 
of Media Photographers says that it has seen “many” examples of 
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such purchase orders. A photographer who signed one would be faced 
with a battle to prove that no transfer of copyright was intended. 

Never sign any document unless you understand it completely. 
And mark out any language that seems out of place on a check in 
payment for your work, writing your initials in the margin beside 
the deleted language; this probably won’t have any effect on whether 
the check will be honored by the client’s bank, but it may keep you 
out of a lawsuit to prove that you still own the copyright in the 
work you produced. 


Licenses of Copyright 
A “license” to use a copyrighted work is like a lease of the copyright 
or of part of it; a copyright owner can grant as many licenses, or per- 
missions, to use the copyright, as he or she wants. These licenses may 
overlap or may divide the rights of copyright among several people. 
The copyright owner maintains ownership of the copyright, because, 
although he or she has agreed to allow the work to be used by some- 
one else, no transfer of ownership of the copyright is made. 
Nonexclusive licenses are permissions to use a work in a specified way 
that may be granted to more than one user. Exclusive licenses grant to 
only one licensee at a time the right to use a work in a specified way. 


Nonexclusive Licenses 

If a freelancer does not sign any written agreement regarding a work 
he or she creates, even if it is specially commissioned, the only right 
conveyed by the freelancer’s action in delivering the work to the com- 
missioning party is the right to use that work under a nonexclusive 
license. That is, the freelancer is under no obligation to refrain from 
granting a similar license or even selling the copyright in the work to 
someone else. 

Nonexclusive licenses are also created when a copyright owner 
permits another person or company to use a work for a stated period 
of time, for specified purposes, and within a stated area, but does not 
agree to avoid permitting the same or overlapping uses by others who 
request and pay for similar nonexclusive licenses in the work. For 
example, a photographer could agree to give an advertising agency the 
right to use her landscape photograph within the United States for ads 
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for a client during a period of five years but could reserve the right 
to also license the photo to others, such as a travel magazine or a 
publisher of nature posters. In most nonexclusive licenses, no 
specific reservation-of-rights language is used; rather, the license 
provides merely that the licensee may make a certain use of 
the copyrighted work but does not state that the license is granted 
solely to that licensee. 

The law does not require a nonexclusive license to be in writing. 
However, a verbal nonexclusive license is terminable at will by the 
copyright owner. 


Exclusive Licenses 

In the case of an exclusive license, the copyright owner grants to 
another person the sole right (i.e., that person is the only person who 
has the right) to exercise some or all of her or his exclusive rights of 
copyright for a specified time. Again, this right may be exercised for 
as long or as short a period of time, for all or only certain specified 
purposes, and everywhere or within only a stated geographic area, 
depending on the terms of the license. For example, a photographer 
could agree to give an advertising agency the exclusive right to use his 
landscape photograph within the United States for ads for a client cor- 
poration during a period of five years but could reserve the right to sell 
the photo in Europe (to a magazine, perhaps) during that five-year 
period and to anyone anywhere for any use thereafter. 

While assignments of copyright usually give the person or company 
to whom the assignment is made (called the “assignee”) the right to 
use a freelancer’s creative work in any way the assignee sees fit during 
the period of assignment, exclusive licenses usually specify a more 
limited scope of permitted use. For example, a painter could grant to 
a publisher the exclusive right to prepare and sell within the United 
States prints of one of her paintings, other publishers could be 
granted similar rights in other countries, and other people entirely 
could be given the right to reproduce the painting on tin cookie 
containers or calendars. 

Like assignments, copyright licenses can ordinarily also be sold to 
someone else unless the written license prohibits such a sale. Any time 
a copyright owner assigns or licenses to someone else an exclusive 
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right of copyright, there must be a written agreement to that effect 
signed by the copyright owner. 


Benefits of Recordation 
Any written assignment or exclusive license agreement may be 
recorded in the Copyright Office in order to document that the 
particular right(s) transferred or licensed exclusively are owned by 
someone other than the person who created the copyrighted work; 
recording an assignment or license is a very good idea in the case of 
any creative work of more than temporary significance. 

Recording an assignment or exclusive license of copyright confers 
several benefits that are similar to those real property owners enjoy 
when they record deeds to land and buildings. However, since a copy- 
right is intangible and because rights in copyright can be transferred 
merely by signing a document, recording the documents that transfer 
ownership of all or part of it is, perhaps, even more important than 
with real property. 

The first and maybe the most important benefit of recording 
a copyright transfer or license is that it creates a public record of 
ownership of the copyright or part of it. This can be very important 
in the case of a dishonest or completely uninformed author. If an 
author or other copyright owner transfers ownership of a copyright to 
one person and subsequently signs documents that purport to transfer 
the same copyright to another person, the recordation of the first 
transfer document by the first buyer will establish that buyer’s 
priority with regard to ownership of the copyright. More than a few 
lawsuits have arisen from just such situations. 

Secondly, recording assignments or exclusive licenses of copyright 
creates a public record of ownership of the subject copyrights. 
Recordation creates the records necessary to allow someone searching 
for the owner of a copyright to find the current owner, and allows 
those who are considering buying copyrights to search Copyright 
Office records to verify ownership of the copyrights. 

The Copyright Office will record just about any document 
pertaining to a copyright that you feel should be recorded. In addition 
to the written assignment or exclusive license document, signed by the 
person making the assignment or license, you should fill out and send 
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a Document Cover Sheet, with the proper fee, to the Documents 
Recordation Section of the Copyright Office. If you want to record a 
document that pertains to a copyright, order a copy of Circular 12, 
“Recordations of Transfers and Other Documents” from the 
Copyright Office (or print a copy of this short pamphlet from the 
Copyright Office Web site), read it carefully, follow the instructions, 
and use the Document Cover Sheet included in it. 


Choice of Method 
Now that you understand the differences between copyright licenses 
and assignments and work-for-hire agreements, you can gauge which 
is appropriate and fair in a given situation. It’s simply a matter of 
considering the rights conveyed by each in light of the practical 
aspects of the situation. 

In the case of a specially-commissioned work, an assignment is 
like a sales contract by which a freelancer transfers all copyright rights 
in a creative work to a commissioning party; in the assignment, the 
freelancer can negotiate a “sales figure” that adequately compensates 
him or her for the services rendered in creating the work and for 
the sale of the copyright for the period of time agreed upon. If the 
assignment transfers rights in an existing work, that is, a work not 
specially commissioned, the freelancer’s compensation may be less. 

With an exclusive license, the freelancer also negotiates both the 
duration of the license (which is like a lease period) and a fair price for 
giving up the rights of copyright for that time period, but further bases 
his or her price on the scope of the exclusive license; that is, he or she 
considers the rights retained as well as those bargained away. 
Copyright owners who grant nonexclusive licenses consider the same 
factors, but the prices they can command will probably be much 
smaller than for an exclusive license, since the copyright owner who 
grants a nonexclusive license doesn’t give up the right to grant the 
same permission to use the work—to one or a hundred other people. 

It is to the advantage of an assignee or licensee to include language 
in an assignment or license agreement that allows the editing or other 
modification of the work to accommodate its intended use. It is to the 
author’s advantage that the assignment or license agreement include 
language that provides for a reuse fee whenever the work is used. 
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A work-for-hire agreement, which really should be used only in 
situations that fit the copyright statute’s requirements for works for 
hire, is the most exhaustive way of vesting rights in a commissioning 
party. This is because in a work-for-hire agreement a freelancer forfeits 
not only any ownership of the copyright in the work but also any right 
to further payment for any use of the work. He or she has no say as 
to how the work is used and cannot even demand credit if the work is 
displayed or published. Fair-minded business people will demand 
work-for-hire agreements only when they are really necessary and will 
be prepared to pay the freelancer enough to compensate him or her 
appropriately under all the circumstances of the situation. 

In any business situation involving intangible properties like 
copyrights, it’s smart for all parties to have a very good idea, in 
advance, of their respective rights and obligations. In the past, the law 
accommodated the assumption that any specially commissioned work 
was prepared as a work made for hire. This is not now the case and 
anyone whose business involves the creation or use of copyrights must 
adjust to this new reality and leave less to unvoiced assumptions. 
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Gc, people often believe that copyright 
law is a dark mystery, accessible only to lawyers, and that the 
mechanisms of copyright protection are incredibly complex. 
Fortunately, they’re wrong. 

“Copyright protection” means the protection the law gives copyright 
owners from unauthorized use of their works. As a general rule, the 
U.S. copyright statute protects all varieties of literary, musical, 
dramatic, choreographic, pictorial, graphic, sculptural, audiovisual 
works and sound recordings as soon as they are fixed in what the 
statute calls any “tangible medium of expression.” Copyright protec- 
tion lasts a very long time. Copyrights in works created today may not 
expire until well into the next century, and many copyrights in works 
dating from the early decades of the twentieth century are still valid. 
The period of time during which the law offers copyright protection 
to a particular work is called the “term of copyright.” 


Determining Copyright Duration 
There are two primary reasons that you may want to determine the 
copyright status of a work. They are (1) that you want to determine 
whether the copyright in the work has expired, thereby transforming 
it into a public domain work, which means that you may use the work 
in any way without permission from anyone; and (2) that you want to 


contact the owner of copyright in a work which is still protected to 
ask permission to use the work. 

Determining the term of copyright for a work is not hard if you 
know a few things about when, by whom, and under what circum- 
stances the work was created. The initial question to ask in determin- 
ing the copyright status of any work is whether the work was created 
before or after January 1, 1978. Copyright protection for any work 
created before that date, which is the date the current U.S. copyright 
statute went into effect, is governed by the provisions of the previous 
copyright statute, the Copyright Act of 1909. Protection for any work 
created on or after January 1, 1978, is governed by the present copy- 
right statute, the Copyright Act of 1976. (The present statute was 
voted into law in 1976; it became effective January 1, 1978.) 

Copyright protection for any eligible work created on or after 
January 1, 1978, commences at the moment the work is first “fixed” 
in any tangible form. This protection is automatic; no action by the 
author of the work is necessary to begin it; the mere act of creating 
a work that qualifies for copyright protection triggers that protection. 
How long copyright protection endures for any such work depends 
largely upon its author or authors. For purposes of determining 
the duration of copyright, the copyright statute divides works into 
basic categories and specifies a term for each category of work. 
These categories of works and their corresponding terms are 
discussed below. 


Works Created by Individual Authors 

Copyright in a work created by an individual author vests in that 
author from the inception of the work. The copyright in a work 
created by an individual author will endure until seventy years after 
his or her death. This rule for determining the duration of copyright 
protection for a work by an individual author applies even if the 
author assigns or licenses the copyright in the work to someone else. 

The Copyright Office maintains records concerning the deaths 
of authors of copyrighted works. In addition, in order to make the 
determination of the expiration dates of copyrights easier, the 
copyright statute provides that “any person having an interest in 
a copyright” may notify the Copyright Office that the author of 
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the work embodying that copyright has died or is still living. 
Information is also gathered from Copyright Office records and from 
other sources. 

Anyone seeking information about an old copyright in a work 
by an obscure author may be able to obtain a certified report from 
the Copyright Office that states that there is nothing in their 
records to indicate that the author is living or died within the 
previous seventy years. Anyone who uses a work that he or she in 
good faith believes is in the public domain may use the report as 
a defense if the author of the work, or the author’s heirs, bring suit 
for copyright infringement on the ground that the copyright in the 
work is still valid. 

Under the present statute, all copyright terms expire at the end of 
the calendar year. This means if you write a short story in 2003, copy- 
right protection begins as soon as you have written your story, 
whether it is handwritten, typed on a typewriter, entered into a com- 
puter, or even recorded onto an audiocassette. Copyright protection 
for your story will expire at the end of the seventieth year after your 
death; if you die in January of 2053, your story will be protected by 
copyright through December 31, 2123. 


Joint Works 

The copyright statute says that if two or more people create a work 
“with the intention that their contributions be merged into inseparable 
or interdependent parts of a unitary whole,” those people are “joint 
authors” and the work they create is a “joint work.” To qualify as 
one of the joint authors of a work, a person must contribute 
copyrightable expression to the work; someone who contributes only 
an unembellished idea to a work is not a joint author of the work. 

Joint authors of a work share equally in any profits created by an 
exploitation of the work unless the authors agree otherwise at the time 
of the creation of the work. With the limitation that he or she may not 
grant an exclusive license to use a work without permission from the 
other author or authors of the work, a joint author may exploit the 
work without the permission of any other joint author. However, the 
exploiting author must share the profits derived from any such 
exploitation with the other joint author or authors. The copyright in 
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a joint work endures until seventy years after the death of the last 
surviving author. 


Anonymous and Pseudonymous Works 

The copyright statute says that an anonymous work is a “work on 
the copies or phonorecords of which no natural person is identified 
as author.” A pseudonymous work is defined as a “work on the 
copies or phonorecords of which the author is identified under a 
fictitious name.” Even if the identity or, in the case of pseudonymous 
works, the real identity, of the author is known, unless the real name 
of the author appears on the copies or phonorecords of the work, 
the work will be treated as an anonymous or pseudonymous work. 
The status of a work as an anonymous or pseudonymous work 
has an important effect on the duration of copyright protection for 
the work. 

The term of copyright for an anonymous or pseudonymous 
work is ninety-five years from the year of first publication of the 
work, or one hundred and twenty years from the year of its creation, 
whichever expires first. However, the copyright statute also provides 
that any person having an interest in the copyright in an anonymous 
or pseudonymous work may convert the term of copyright protection 
to the life-plus-seventy-years measurement that applies to individual 
works. This is an accomplished by simply filing a statement with the 
copyright Office that identifies the author (or one or more of the 
authors) of the work. This must be done at any time before ninety- 
five years after the work’s publication or one hundred twenty years 
after its creation. This has the effect of converting the term of 
copyright for the work to the life-plus-seventy-years measurement 
that applies to individual works. 

The new copyright statute has not been in effect long enough to 
allow the heirs or assigns of any anonymous or pseudonymous author 
who disclosed his or her real name to the Copyright Office during his 
or her lifetime to determine if, by that action, the term of copyright in 
the formerly anonymous or pseudonymous work was enlarged. 
However, depending upon the age at which an author creates an 
anonymous or pseudonymous work and how many years the author 
lives thereafter, disclosing the author’s name to the Copyright Office 


43 


44 


THE COPYRIGHT GUIDE 


may, indeed, have the effect of prolonging copyright protection for the 
work. Therefore, this provision of the copyright statute is something 
that any anonymous or pseudonymous author and anyone who 
acquires the copyright in an anonymous or pseudonymous work 
should keep in mind. 

Although most authors are proud to affix their names to their 
works, there are some circumstances when the anonymity of an 
author is desirable. Perhaps the most common example of this is the 
ghostwritten celebrity “autobiography.” Maybe anyone who thinks 
about it will readily realize that the movie star or rock star or states- 
man whose autobiography is the newest addition to the bestseller list 
did not personally spend six months of eight-hour days in front of a 
computer and that the hard work of researching and writing the book 
was performed by someone else. However, it is often the case that the 
celebrity’s name is the only name that appears on the book’s dust 
jacket or copyright page. The ghostwriter for the book may be 
mostly responsible for the book’s appeal and cohesiveness and may 
be contractually entitled to a fat fee for writing the book and/or a 
generous share of the royalties produced by its sale, but, in the same 
contract that entitles him or her to be paid, may have agreed to keep 
his or her role in creating the book a secret. 


Works Made for Hire 

Works made for hire are the only category of work the copyrights to 
which do not initially vest in the creators of those works. The most 
common variety of works made for hire are works prepared by 
employees within the scope of their employment. The present copy- 
right statute also specifies nine categories of specially-commissioned 
works created by independent contractors that are appropriate for 
works made for hire, provided that the person or company who com- 
missions the work and the freelancer who creates it agree in writing 
that the work is to be considered a work made for hire. (See chapter 
2 for a more detailed discussion of works made for hire.) 

The term of copyright for a work made for hire is ninety-five years 
from the year of first publication of the work, or one hundred and 
twenty years from the year of its creation, whichever expires first. 


Copyright Duration 


Pre-1978 Works 
Determining whether a work created before January 1, 1978, (while 
the 1909 copyright statute was still in effect) is protected by copyright 
may be a complicated undertaking. 

Under the 1909 copyright statute, a work was entitled to an initial 
twenty-eight-year term of copyright protection. This initial term was 
measured from the date the work was first published with copyright 
notice. At the end of the first twenty-eight-year term of protection, 
copyright could be renewed for an additional twenty-eight years, for 
a total of fifty-six years of copyright protection. If renewal was not 
made, the copyright in the work was lost and the work fell into the 
public domain. This sometimes lead to the unfortunate result that 
some authors earned nothing in old age from their years of creative 
labor because the copyrights in their works had expired. 

In drafting the present copyright statute, our legislators tried to 
remedy this situation by eliminating the renewal concept for works 
created on or after January 1, 1978. In addition, they extended copy- 
right protection for works created under the previous copyright 
statute that were still protected by copyright (under the old statute) 
when the new statute went into effect. Copyright protection for works 
that were in their renewal terms on January 1, 1978, was extended by 
nineteen years; this meant that the term of protection for those works 
was enlarged to a total of seventy-five years. Works that were in their 
initial twenty-eight-year term of protection on January 1, 1978, still 
had to be renewed at the end of that term; they, too, were granted 
extended renewal terms (of forty-seven years) for a total of seventy- 
five years of protection. 

In spite of this bonanza for the owners of pre-1978 copyrights, 
many of these older copyrights continued to be lost because of the fail- 
ure to renew them. A very large percentage of pre-1978 works 
therefore entered the public domain after only twenty-eight years of 
copyright protection. 

To even things up a bit between the owners of pre-1978 copyrights 
and copyrights created under the present statute, the law was changed 
in 1992. The new law, the Copyright Renewal Act of 1992, made 
renewal automatic for pre-1978 works first published between 
January 1, 1964, and December 31, 1977. With the passage in late 
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1998 of the Sonny Bono Copyright Term Extension Act, which 
generally increased copyright terms twenty years across the board, 
the renewal term for pre-1978 copyrights was increased to sixty-seven 
years (twenty-eight plus nineteen plus twenty years). Owners of 
pre-1978 copyrights may still file renewal forms and, in fact, are 
encouraged to do so, but no such action is required to secure the forty- 
seven additional years of protection granted to these older works. 
Certain benefits, such as the presumption that the statements made in 
the renewal certificate are valid, accrue to those who do file timely 
renewal certificates. 

If no renewal was made for works published before 1964, those 
works have fallen into the public domain, which is an irrevocable state 
of copyright outer darkness that no one can alter. 


Unpublished Works 
Unpublished works created before January 1, 1978, fall into a special 
class of works as regards the term of copyright protection. 

The current copyright statute provides that works created prior to 
1978 that have neither been published nor registered for copyright 
will be protected in the same way that post-1977 works are protected. 
That is, the term of copyright protection for such a work created by 
an individual is the life of the author plus seventy years (or the life of 
the last surviving author plus seventy years, for joint works). If the 
work is anonymous, pseudonymous, or a work made for hire, 
the term of protection is ninety-five years from the year of first 
publication of the work, or one hundred and twenty years from the 
year of its creation, whichever expires first. 

The present copyright statute provides that protection for works 
created prior to 1978 but published only after January 1, 1978, could 
not expire before December 31, 2002. Further, if such a pre-1978 
work was published before December 21, 2003, its copyright cannot 
expire before December 31, 2047. These periods of protection are not 
affected by the dates of death of the authors of such works. 

This provision has interesting implications for anyone who has an 
ancestor who kept a diary or was a novelist or composer. Old 
manuscripts and other works that would have become public domain 
many years ago had they been published prior to 1978 may be 
eligible for copyright protection for several decades to come. 
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Using the Works of Others 
Once you have definitely determined the copyright status of a work, 
there are two avenues open to you. 

If you are certain that the copyright in the work has expired, 
you may safely use the work in any way, including exercising any of 
the rights reserved to owners of valid copyrights. This means that you 
can adapt Charlotte Bronté’s novel Jane Eyre for a screenplay; set Ben 
Jonson’s poem “Though I Am Young and Cannot Tell” to music, 
reprint all or any portion of Ralph Waldo Emerson’s essay on self- 
reliance, adapt and record Johann Pachelbel’s Canon for use as a film 
soundtrack, print and sell reproductions of Leonardo da Vinci’s 
famous painting Mona Lisa, create a poster from a photograph by the 
very early photographer Julia Margaret Cameron, or create and sell 
copies of Michelangelo’s sculpture David—all without permission 
from anyone. 

If you find that the copyright in the work you want to use is still 
valid, you must request from the owner of copyright in that work 
permission to use the work in the manner you have planned. Finding 
the owner of copyright in a work (as opposed to the author of the 
work, who may no longer own the copyright in the work) may be easy 
or difficult, depending on the circumstances. More information on 
getting the permissions you need is given in chapter 8. 
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Chapter 4 
Determining Copyright Status 


T. Copyright Office offers numerous short 
publications on copyright. Besides being easy to read, these 
publications are free and reliable. One of the best and most useful of 
these pamphlets is Circular 22, “How to Investigate the Copyright 
Status of a Work”; this pamphlet offers guidance in determining 
whether a work is still protected by copyright or has fallen into the 
public domain. It is reprinted below in its entirety. Information on 
other Copyright Office publications and services is given in Appendix 
A of this book. 


HOW TO INVESTIGATE THE COPYRIGHT STATUS OF A WORK 


In General 

Methods of Approaching a Copyright Investigation 

There are several ways to investigate whether a work is under copy- 
right protection and, if so, the facts of the copyright. These are the 
main ones: 


1 Examine a copy of the work for such elements as a copyright 
notice, place and date of publication, author, and publisher. If the 
work is a sound recording, examine the disk, tape cartridge, or 
cassette in which the recorded sound is fixed, or the album cover, 


sleeve, or container in which the recording is sold. 

2 Make a search of the Copyright Office catalogs and other 
records; or 

3 Have the Copyright Office make a search for you. 


A Few Words of Caution about Copyright Investigations 

Copyright investigations often involve more than one of these methods. 
Even if you follow all three approaches, the results may not be 
conclusive. Moreover, as explained in this circular, the changes 
brought about under the Copyright Act of 1976, the Berne 
Convention Implementation Act of 1988, the Copyright Renewal Act 
of 1992, and the Sonny Bono Copyright Term Extension Act of 1998 
must be considered when investigating the copyright status of a work. 
This circular offers some practical guidance on what to look for if you 
are making a copyright investigation. It is important to realize, how- 
ever, that this circular contains only general information and that 
there are a number of exceptions to the principles outlined here. In 
many cases it is important to consult with a copyright attorney before 
reaching any conclusions regarding the copyright status of a work. 


How to Search Copyright Office Catalogs and Records 

Catalog of Copyright Entries 

The Copyright Office published the Catalog of Copyright Entries 
(CCE) in printed format from 1891 through 1978. From 1979 
through 1982 the CCE was issued in microfiche format. The catalog 
was divided into parts according to the classes of works registered. 
Each CCE segment covered all registrations made during a particular 
period of time. Renewal registrations made from 1979 through 1982 
are found in Section 8 of the catalog. Renewals prior to that time were 
generally listed at the end of the volume containing the class of work 
to which they pertained. 

A number of libraries throughout the United States maintain 
copies of the Catalog, and this may provide a good starting point if 
you wish to make a search yourself. There are some cases, however, in 
which a search of the Catalog alone will not be sufficient to provide 
the needed information. For example: 
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e Because the Catalog does not include entries for assignments 
or other recorded documents, it cannot be used for searches 
involving the ownership of rights. 

e The Catalog entry contains the essential facts concerning a 
registration, but it is not a verbatim transcript of the registration 
record. It does not contain the address of the copyright claimant. 

Effective with registrations made since 1982 when the CCE was 

discontinued, the only method of searching outside the Library of 

Congress is by using the Internet to access the automated catalog. The 

automated catalog contains entries from 1978 to the present. 

Information for accessing the catalog via the Internet is provided below. 


Individual Searches of Copyright Records 

The Copyright Office is located in the Library of Congress James 
Madison Memorial Building, 101 Independence Avenue, S.E., 
Washington, D.C. 20559-6000. 

Most Copyright Office records are open to public inspection and 
searching from 8:30 A.M. to 5:00 P.M., EST, Monday through Friday, 
except federal holidays. The various records freely available to the 
public include an extensive card catalog, an automated catalog con- 
taining records from 1978 forward, record books, and microfilm 
records of assignments and related documents. Other records, includ- 
ing correspondence files and deposit copies, are not open to the pub- 
lic for searching. However, they may be inspected upon request and 
payment of a $75 per hour search fee. 

NOTE: Copyright Office fees are subject to change. For current 
fees, please check the Copyright Office Web = site at 
www.copyright.gov, write the Copyright Office, or call (202) 707-3000. 

If you wish to do your own searching in the Copyright Office files 
open to the public, you will be given assistance in locating the records 
you need and in learning procedures for searching. If the Copyright 
Office staff actually makes the search for you, a search fee must be 
charged. The search will not be done while you wait. 

In addition, the following files dating from 1978 forward are now 
available on the Copyright Office’s Web site at www.copyright.gov: 
COHM, which includes all material except serials and documents; 
COHD, which includes documents; and COHS, which includes serials. 
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The Copyright Office does not offer search assistance to users on 
the Internet. 


Searching by the Copyright Office 

In General 

Upon request, the Copyright Office staff will search its records at the 
statutory rate of $75 for each hour or fraction of an hour consumed. 
Based on the information you furnish, we will provide an estimate of 
the total search fee. If you decide to have the Office staff conduct the 
search, you should send the estimated amount with your request. The 
Office will then proceed with the search and send you a typewritten 
report or, if you prefer, an oral report by telephone. If you request an 
oral report, please provide a telephone number where you can be 
reached from 8:30 A.M. to 5:00 P.M., EST. 

Search reports can be certified on request for an extra fee of $80 
per hour. Certified searches are most frequently requested to meet the 
evidentiary requirements of litigation. 

Your request and any other correspondence should be addressed 
to: Library of Congress Copyright Office, Reference and Bibliography 
Section, LM-451, 101 Independence Avenue, S.E. Washington, D.C. 
20559-6000; Tel: (202) 707-6850; Fax: (202) 252-3485; TTY: (202) 
707-6737. 


What the Fee Does Not Cover 

The search fee does not include the cost of additional certificates, 
photocopies of deposits, or copies of other Office records. For infor- 
mation concerning these services, request Circular 6, “Access to and 
Copies of Copyright Records and Deposits.” 


Information Needed 

The more detailed information you can furnish with your request, 

the less expensive the search will be. Please provide as much of the 

following information as possible: 

e The title of the work, with any possible variants; 

e The names of the authors, including possible pseudonyms; 

e The name of the probable copyright owner, which may be the 
publisher or producer; 
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e The approximate year when the work was published or registered; 

e The type of work involved (book, play, musical composition, 
sound recording, photograph, etc.); 

e For a work originally published as a part of a periodical or 
collection, the title of that publication and any other informa- 
tion, such as the volume or issue number, to help identify it; and 

e The registration number or any other copyright data. 

Motion pictures are often based on other works such as books or 
serialized contributions to periodicals or other composite works. If 
you desire a search for an underlying work or for music from a motion 
picture, you must specifically request such a search. You must also 
identify the underlying works and music and furnish the specific titles, 
authors, and approximate dates of these works. 


Searches Involving Assignments and Other Documents Affecting 
Copyright Ownership 

For the standard hourly search fee, the Copyright Office staff will 
search its indexes covering the records of assignments and other 
recorded documents concerning ownership of copyrights. The reports 
of searches in these cases will state the facts shown in the Office’s 
indexes of the recorded documents but will offer no interpretation of 
the content of the documents or their legal effect. 


Limitations on Searches 
In determining whether or not to have a search made, you should keep 
the following points in mind: 


e No Special Lists. The Copyright Office does not maintain any 
listings of works by subject or any lists of works that are in the 
public domain. 

e Contributions Not Listed Separately in Copyright Office 
Records. Individual works such as stories, poems, articles, or 
musical compositions that were published as contributions 
to a copyrighted periodical or collection are usually not listed 
separately by title in our records. 

e No Comparisons. The Copyright Office does not search or 
compare copies of works to determine questions of possible 
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infringement or to determine how much two or more versions of 
a work have in common. 

Titles and Names Not Copyrightable. Copyright does not protect 
names and titles, and our records list many different works 
identified by the same or similar titles. Some brand names, trade 
names, slogans, and phrases may be entitled to protection under 
the general rules of law relating to unfair competition. They 
may also be entitled to registration under the provisions of the 
trademark laws. Questions about the trademark laws should 

be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. Possible protection of names and titles 
under common law principles of unfair competition is a question 
of state law. 

No Legal Advice. The Copyright Office cannot express any 
opinion as to the legal significance or effect of the facts included 
in a search report. 


Some Words of Caution 

Searches Not Always Conclusive 

Searches of the Copyright Office catalogs and records are useful in 
helping to determine the copyright status of a work, but they cannot 
be regarded as conclusive in all cases. The complete absence of any 
information about a work in the Office records does not mean that the 
work is unprotected. The following are examples of cases in which 
information about a particular work may be incomplete or lacking 
entirely in the Copyright Office: 


Before 1978, unpublished works were entitled to protection 
under common law without the need of registration. 

Works published with notice prior to 1978 may be registered at 
any time within the first 28-year term. 

Works copyrighted between January 1, 1964, and December 31, 
1977, are affected by the Copyright Renewal Act of 1992, which 
automatically extends the copyright term and makes renewal 
registrations optional. 

For works under copyright protection on or after January 1, 
1978, registration may be made at any time during the term of 
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protection. Although registration is not required as a condition 
of copyright protection, there are certain definite advantages to 
registration. For further information, request Circular 1, 
“Copyright Basics.” 

e Since searches are ordinarily limited to registrations that have 
already been cataloged, a search report may not cover recent 
registrations for which catalog records are not yet available. 

e The information in the search request may not have been 
complete or specific enough to identify the work. 

e The work may have been registered under a different title or 
as part of a larger work. 


Protection in Foreign Countries 

Even if you conclude that a work is in the public domain in the United 
States, this does not necessarily mean that you are free to use it in 
other countries. Every nation has its own laws governing the length 
and scope of copyright protection, and these are applicable to uses of 
the work within that nation’s borders. Thus, the expiration or loss of 
copyright protection in the United States may still leave the work fully 
protected against unauthorized use in other countries. 


Other Circulars 
For further information, request Circular 6, “Access to and Copies of 
Copyright Records and Deposits”; Circular 15, “Renewal of 
Copyright”; Circular 15a, “Duration of Copyright”; and Circular 15t, 
“Extension of Copyright Term,” from: Library of Congress, 
Copyright Office, Publications Section, LM-455, 101 Independence 
Avenue, S.E., Washington, D.C. 20559-6000. 

You may call the Forms and Publications Hotline (202) 707- 9100 
at any time, day or night, to leave a recorded request for forms or 
circulars. Requests are filled and mailed promptly. 


Impact of Copyright Act on Copyright Investigations 

On October 19, 1976, the President signed into law a complete 
revision of the copyright law of the United States (title 17 of the 
United States Code). Most provisions of this statute came into force 
on January 1, 1978, superseding the copyright act of 1909. These 
provisions made significant changes in the copyright law. Further 
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important changes resulted from the Berne Convention 
Implementation Act of 1988, which took effect March 1, 1989; the 
Copyright Renewal Act of 1992 (P.L. 102-307) enacted June 26, 
1992, which amended the renewal provisions of the copyright 
law; and the Sonny Bono Copyright Term Extension Act of 1998 
(P.L. 105-298) enacted October 27, 1998, which extended the term 
of copyrights for an additional 20 years. 

If you need more information about the provisions of either the 
1909 or the 1976 law, write or call the Copyright Office. For infor- 
mation about the Berne Convention Implementation Act, request 
Circular 93, “Highlights of U.S. Adherence to the Berne Convention.” 
For information about renewals, request Circular 15, “Renewal of 
Copyright.” For information about the Sonny Bono Copyright Term 
Extension Act, request SL-15, “New Terms for Copyright Protection.” 
For copies of the law ($14.00 each), request “Copyright Law, 
Circular 92” (stock number is changed to 030-002-00195-1) from: 
Superintendent of Documents, P.O. Box 371954, Pittsburgh, PA 
15250-7954; Tel: (202) 512-1800; Fax: (202) 512-2250. 

For copyright investigations, the following points about the 
impact of the Copyright Act of 1976, the Berne Convention 
Implementation Act of 1988, and the Copyright Renewal Act of 1992 
should be considered: 


A Changed System of Copyright Formalities 

Some of the most sweeping changes under the 1976 Copyright Act 
involve copyright formalities, that is, the procedural requirements for 
securing and maintaining full copyright protection. The old system of 
formalities involved copyright notice, deposit and registration, 
recordation of transfers and licenses of copyright ownership, and 
United States manufacture, among other things. In general, while 
retaining formalities, the 1976 law reduced the chances of mistakes, 
softened the consequences of errors and omissions, and allowed for 
the correction of errors. 

The Berne Convention Implementation Act of 1988 reduced 
formalities, most notably making the addition of the previously 
mandatory copyright notice optional. It should be noted that the 
amended notice requirements are not retroactive. 

The Copyright Renewal Act of 1992, enacted June 26, 1992, 
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automatically extends the term of copyrights secured between January 
1, 1964, and December 31, 1977, making renewal registration optional. 
Consult Circular 15, “Renewal of Copyright,” for details. For addi- 
tional information, you may contact the Renewals Section, Tel: (202) 
707-8180, Fax: (202) 707-3849. 


Automatic Copyright 

Under the present copyright law, copyright exists in original works of 
authorship created and fixed in any tangible medium of expression, 
now known or later developed, from which they can be perceived, 
reproduced, or otherwise communicated, either directly or indirectly 
with the aid of a machine or device. In other words, copyright is an 
incident of creative authorship not dependent on statutory formalities. 
Thus, registration with the Copyright Office generally is not required, 
but there are certain advantages that arise from a timely registration. 
For further information on the advantages of registration, write or call 
the Copyright Office and request Circular 1, “Copyright Basics.” 


Copyright Notice 

The 1909 Copyright Act and the 1976 Copyright Act as originally 
enacted required a notice of copyright on published works. For most 
works, a copyright notice consisted of the symbol ©, the word 
“Copyright,” or the abbreviation “Copr.,” together with the name of 
the owner of copyright and the year of first publication. For example: 
“© Joan Crane 1994” or “Copyright 1994 by Abraham Adams.” 

For sound recordings published on or after February 15, 1972, a 
copyright notice might read ®1994 XYZ Records, Inc.” See below for 
more information about sound recordings. 

For mask works, a copyright notice might read “MSDR 
Industries.” Request Circular 100, “Federal Statutory Protection for 
Mask Works,” for more information. 

As originally enacted, the 1976 law prescribed that all visually 
perceptible published copies of a work, or published phonorecords of 
a sound recording, should bear a proper copyright notice. This applies 
to such works published before March 1, 1989. After March 1, 1989, 
notice of copyright on these works is optional. Adding the notice, 
however, is strongly encouraged and, if litigation involving the 
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copyright occurs, certain advantages exist for publishing a work 
with notice. 

Prior to March 1, 1989, the requirement for the notice applied 
equally whether the work was published in the United States or else- 
where by authority of the copyright owner. Compliance with the 
statutory notice requirements was the responsibility of the copyright 
owner. Unauthorized publication without the copyright notice, or 
with a defective notice, does not affect the validity of the copyright in 
the work. 

Advance permission from, or registration with, the Copyright 
Office is not required before placing a copyright notice on copies of 
the work or on phonorecords of a sound recording. Moreover, for 
works first published on or after January 1, 1978, through February 
28, 1989, omission of the required notice, or use of a defective notice, 
did not result in forfeiture or outright loss of copyright protection. 
Certain omissions of, or defects in, the notice of copyright, however, 
could have led to loss of copyright protection if steps were not taken 
to correct or cure the omissions or defects. The Copyright Office has 
issued a final regulation (37 CFR 201.20) that suggests various accept- 
able positions for the notice of copyright. For further information, 
write to the Copyright Office and request Circular 3, “Copyright 
Notice,” and Circular 96, Section 201.20, “Methods of Affixation 
and Positions of the Copyright Notice on Various Types of Works.” 


Works Already in the Public Domain 

Neither the 1976 Copyright Act, the Berne Convention 
Implementation Act of 1988, the Copyright Renewal Act of 1992, nor 
the Sonny Bono Copyright Term Extension Act of 1998 will restore 
protection to works that fell into the public domain before the passage 
of the laws. However, the North American Free Trade Agreement 
(NAFTA) Implementation Act and the Uruguay Round Agreements 
Act (URAA) may restore copyright in certain works of foreign origin 
that were in the public domain in the United States. Under the copy- 
right law in effect prior to January 1, 1978, copyright could be lost in 
several situations. The most common were publication without the 
required notice of copyright, expiration of the first 28-year term 
without renewal, or final expiration of the second copyright term. 
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The Copyright Renewal Act of 1992 automatically renews first-term 
copyrights secured between January 1, 1964, and December 31, 1977. 


Scone of Exclusive Rights under Copyright 

The present law has changed and enlarged in some cases the scope 
of the copyright owner’s rights. The new rights apply to all uses of 
a work subject to protection by copyright after January 1, 1978, 
regardless of when the work was created. 


Duration of Copyright Protection 

Works Originally Copyrighted on or after January 1, 1978 

A work that is created and fixed in tangible form for the first time on 
or after January 1, 1978, is automatically protected from the moment 
of its creation and is ordinarily given a term enduring for the author’s 
life plus an additional 70 years after the author’s death. In the case of 
“a joint work prepared by two or more authors who did not work for 
hire,” the term lasts for 70 years after the last surviving author’s death. 
For works made for hire and for anonymous and pseudonymous 
works (unless the author’s identity is revealed in the Copyright Office 
records), the duration of copyright will be 95 years from publication 
or 120 years from creation, whichever is less. 

Works created before the 1976 law came into effect but neither 
published nor registered for copyright before January 1, 1978, have 
been automatically brought under the statute and are now given 
federal copyright protection. The duration of copyright in these works 
will generally be computed in the same way as for new works: the 
life-plus-70 or 95/120-year terms will apply. However, all works in 
this category are guaranteed at least 25 years of statutory protection. 


Works Copyrighted before January 1, 1978 

Under the law in effect before 1978, copyright was secured either on 
the date a work was published with notice of copyright or on the date 
of registration if the work was registered in unpublished form. In 
either case, copyright endured for a first term of 28 years from the 
date on which it was secured. During the last (28th) year of the 
first term, the copyright was eligible for renewal. The copyright 
law extends the renewal term from 28 to 67 years for copyrights in 
existence on January 1, 1978. 
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However, for works copyrighted prior to January 1, 1964, the 
copyright still must have been renewed in the 28th calendar year to 
receive the 67-year period of added protection. The amending legisla- 
tion enacted June 26, 1992, automatically extends this second term 
for works first copyrighted between January 1, 1964, and December 
31, 1977. For more detailed information on the copyright term, write 
or call the Copyright Office and request Circular 15a, “Duration of 
Copyright,” and Circular 15t, “Extension of Copyright Terms.” 


Works First Published before 1978: The Copyright Notice 

General Information about the Copyright Notice 

In investigating the copyright status of works first published before 
January 1, 1978, the most important thing to look for is the notice of 
copyright. As a general rule under the previous law, copyright protec- 
tion was lost permanently if the notice was omitted from the first 
authorized published edition of a work or if it appeared in the wrong 
form or position. The form and position of the copyright notice for 
various types of works were specified in the copyright statute. Some 
courts were liberal in overlooking relatively minor departures from 
the statutory requirements, but a basic failure to comply with the 
notice provisions forfeited copyright protection and put the work into 
the public domain in this country. 


Absence of Copyright Notice 

For works first published before 1978, the complete absence of a 
copyright notice from a published copy generally indicates that the 
work is not protected by copyright. For works first published before 
March 1, 1989, the copyright notice is mandatory, but omission could 
have been cured by registration before or within 5 years of publication 
and by adding the notice to copies published in the United States after 
discovery of the omission. Some works may contain a notice, others 
may not. The absence of a notice in works published on or after 
March 1, 1989, does not necessarily indicate that the work is in the 
public domain. 


Unpublished Works 
No notice of copyright was required on the copies of any unpublished 
work. The concept of “publication” is very technical, and it was 
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possible for a number of copies lacking a copyright notice to be 
reproduced and distributed without affecting copyright protection. 


Foreign Editions 

In the case of works seeking ad interim copyright, copies of a copy- 
righted work were exempted from the notice requirements if they 
were first published outside the United States. (“Ad interim copy- 
right” refers to a special short term of copyright available to certain 
pre-1978 books and periodicals.) For further information on 
ad interim copyright (see page 65). Some copies of these foreign 
editions could find their way into the United States without impairing 
the copyright. 


Accidental Omission 
The 1909 statute preserved copyright protection if the notice was 
omitted by accident or mistake from a “particular copy or copies.” 


Unauthorized Publication 

A valid copyright was not secured if someone deleted the 
notice and/or published the work without authorization from the 
copyright owner. 


Sound Recordings 

Reproductions of sound recordings usually contain two different types 
of creative works: the underlying musical, dramatic, or literary work 
that is being performed or read and the fixation of the actual sounds 
embodying the performance or reading. For protection of the under- 
lying musical or literary work embodied in a recording, it is not nec- 
essary that a copyright notice covering this material appear on the 
phonograph records or tapes on which the recording is reproduced. As 
noted above, a special notice is required for protection of the record- 
ing of a series of musical, spoken, or other sounds that were fixed on 
or after February 15, 1972. Sound recordings fixed before February 
15, 1972, are not eligible for federal copyright protection. The Sound 
Recording Act of 1971, the present copyright law, and the Berne 
Convention Implementation Act of 1988 cannot be applied or be 
construed to provide any retroactive protection for sound recordings 
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fixed before February 15, 1972. Such works, however, may be 
protected by various state laws or doctrines of common law. 


The Date in the Copyright Notice 
If you find a copyright notice, the date it contains may be important 
in determining the copyright status of the work. In general, the notice 
on works published before 1978 must include the year in which copy- 
right was secured by publication or, if the work was first registered for 
copyright in unpublished form, the year in which registration was 
made. There are two main exceptions to this rule. 

1 For pictorial, graphic, or sculptural works (Classes F through K 
under the 1909 law), the law permitted omission of the year date 
in the notice. 

2 For “new versions” of previously published or copyrighted 
works, the notice was not usually required to include more than 
the year of first publication of the new version itself. This is 
explained further under “Derivative Works” below. 

The year in the notice usually (though not always) indicated when 
the copyright began. It is, therefore, significant in determining 
whether a copyright is still in effect; or, if the copyright has not yet run 
its course, the year date will help in deciding when the copyright is 
scheduled to expire. For further information about the duration of 
copyright, request Circular 15a, “Duration of Copyright.” 

In evaluating the meaning of the date in a notice, you should keep 
the following points in mind: 

e Works Published and Copyrighted before January 1, 1978. 

A work published before January 1, 1978, and copyrighted 

within the past 75 years may still be protected by copyright in 

the United States if a valid renewal registration was made during 
the 28th year of the first term of the copyright. If renewed by 
registration or under the Copyright Renewal Act of 1992 and if 
still valid under the other provisions of the law, the copyright 
will expire 95 years from the end of the year in which it was 

first secured. 

Therefore, the U. S. copyright in any work published or 
copyrighted prior to January 1, 1923, has expired by operation 
of law, and the work has permanently fallen into the public 
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domain in the United States. For example, on January 1, 1997, 
copyrights in works first published or copyrighted before 
January 1, 1922, have expired; on January 1, 1998, copyrights 
in works first published or copyrighted before January 1, 1923, 
have expired. Unless the copyright law is changed again, no 
works under protection on January 1, 1999, will fall into the 
public domain in the United States until January 1, 2019. 
Works First Published or Copyrighted between January 1, 1923, 
and December 31, 1949, but Not Renewed. If a work was first 
published or copyrighted between January 1, 1923, and 
December 31, 1949, it is important to determine whether the 
copyright was renewed during the last (28th) year of the first 
term of the copyright. This can be done by searching the 
Copyright Office records or catalogs as explained previously. If 
no renewal registration was made, copyright protection expired 
permanently at the end of the 28th year of the year date it was 
first secured. 

Works First Published or Copyrighted between January 1, 1923, 
and December 31, 1949, and Registered for Renewal. When a 
valid renewal registration was made and copyright in the work 
was in its second term on December 31, 1977, the renewal 
copyright term was extended under the latest act to 67 years. 

In these cases, copyright will last for a total of 95 years from 
the end of the year in which copyright was originally secured. 
Example: Copyright in a work first published in 1925 and 
renewed in 1953 will expire on December 31, 2020. 

Works First Published or Copyrighted between January 1, 1950, 
and December 31, 1963. If a work was in its first 28-year term 
of copyright protection on January 1, 1978, it must have been 
renewed in a timely fashion to have secured the maximum term 
of copyright protection. If renewal registration was made during 
the 28th calendar year of its first term, copyright would endure 
for 95 years from the end of the year copyright was originally 
secured. If not renewed, the copyright expired at the end of its 
28th calendar year. 

Works First Published or Copyrighted between January 1, 1964, 
and December 31, 1977. If a work was in its first 28-year term 
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of copyright protection on June 26, 1992, renewal registration 
is now optional. The term of copyright for works published or 
copyrighted during this time period has been extended to 95 
years by the Copyright Renewal Act of 1992 and the Sonny 
Bono Term Extension Act of 1998. There is no need to make 
the renewal filing to extend the original 28-year copyright term 
to the full 95 years. 

However, there are several advantages to making a renewal 
registration during the 28th year of the original term of copy- 
right. If renewal registration is made during the 28th year of 
the original term of copyright, the renewal copyright vests in 
the name of the renewal claimant on the effective date of the 
renewal registration; the renewal certificate constitutes prima 
facie evidence as to the validity of the copyright during the 
renewed and extended term and of the facts stated in the 
certificate; and, the right to use the derivative work in the 
extended term may be affected. Request Circular 15. 


Unpublished, Unregistered Works 

Before 1978, if a work had been neither “published” in the legal sense 
nor registered in the Copyright Office, it was subject to perpetual 
protection under the common law. On January 1, 1978, all works of 
this kind, subject to protection by copyright, were automatically 
brought under the federal copyright statute. The duration of copyright 
for these works can vary, but none of them will expire before 
December 31, 2002. 


Derivative Works 

In examining a copy (or a record, disk, or tape) for copyright 
information, it is important to determine whether that particular 
version of the work is an original edition of the work or a “new 
version.” New versions include musical arrangements, adaptations, 
revised or newly edited editions, translations, dramatizations, 
abridgments, compilations, and works republished with new matter 
added. The law provides that derivative works, published or unpub- 
lished, are independently copyrightable and that the copyright in such 
a work does not affect or extend the protection, if any, in the 
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underlying work. Under the 1909 law, courts have also held that the 
notice of copyright on a derivative work ordinarily need not include 
the dates or other information pertaining to the earlier works 
incorporated in it. This principle is specifically preserved in the 
present copyright law. Thus, if the copy (or the record, disk, or tape) 
constitutes a derivative version of the work, these points should be 
kept in mind: 

e The date in the copyright notice is not necessarily an indication 
of when copyright in all the material in the work will expire. 
Some of the material may already be in the public domain, and 
some parts of the work may expire sooner than others. 

e Even if some of the material in the derivative work is in the 
public domain and free for use, this does not mean that the 
“new” material added to it can be used without permission 
from the owner of copyright in the derivative work. It may be 
necessary to compare editions to determine what is free to use 
and what is not. 

e Ownership of rights in the material included in a derivative work 
and in the preexisting work upon which it may be based may 
differ, and permission obtained from the owners of certain parts 
of the work may not authorize the use of other parts. 


The Name in the Copyright Notice 

Under the copyright statute in effect before 1978, the notice was 
required to include “the name of the copyright proprietor.” The 
present act requires that the notice include “the name of the owner 
of copyright in the work, or an abbreviation by which the name can 
be recognized, or a generally known alternative designation of the 
owner.” The name in the notice (sometimes in combination with the 
other statements on the copy, records, disk, tape, container, or label) 
often gives persons wishing to use the work the information needed to 
identify the owner from whom licenses or permission can be sought. 
In other cases, the name provides a starting point for a search in the 
Copyright Office records or catalogs, as explained at the beginning of 
this circular. 


Determining Copyright Status 


In the case of works published before 1978, copyright registration 
is made in the name of the individual person or the entity identified as 
the copyright owner in the notice. For works published on or after 
January 1, 1978, registration is made in the name of the person or 
entity owning all the rights on the date the registration is made. This 
may or may not be the name appearing in the notice. In addition to its 
records of copyright registration, the Copyright Office maintains 
extensive records of assignments, exclusive licenses, and other docu- 
ments dealing with copyright ownership. 


Ad Interim 
Ad interim copyright was a special short-term copyright that applied 
to certain books and periodicals in the English language that were first 
manufactured and published outside the United States. It was a partial 
exception to the manufacturing requirements of the previous U. S. 
copyright law. Its purpose was to secure temporary U. S. protection 
for a work, pending the manufacture of an edition in the United 
States. The ad interim requirements changed several times over the 
years and were subject to a number of exceptions and qualifications. 
The manufacturing provisions of the copyright act expired on 
July 1, 1986, and are no longer a part of the copyright law. The 
transitional and supplementary provisions of the act provide that for 
any work in which ad interim copyright was subsisting or capable of 
being secured on December 31, 1977, copyright protection would be 
extended for a term compatible with the other works in which copy- 
right was subsisting on the effective date of the new act. Consequently, 
if the work was first published on or after July 1, 1977, and was 
eligible for ad interim copyright protection, the provisions of the pres- 
ent copyright act will be applicable to the protection of these works. 
Anyone investigating the copyright status of an English-language 
book or periodical first published outside the United States before July 
1, 1977, should check carefully to determine: 
e Whether the manufacturing requirements were applicable to the 
work; and 
e If so, whether the ad interim requirements were met. 
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For Further Information 

Information via the Internet 

Frequently requested circulars, announcements, regulations, other 
related materials, and all copyright application forms are available via 
the Internet. You may access these via the Copyright Office Web site 
at www.copyright.gov. 


Information by Fax 
Circulars and other information (but not application forms) are 
available by Fax-on-Demand at (202) 707-2600. 


Information by Telephone 

For general information about copyright, call the Copyright Public 
Information Office at (202) 707-3000. The TTY number is (202) 
707-6737. Information specialists are on duty from 8:30 A.M. to 5:00 
P.M., EST, Monday through Friday, except federal holidays. Recorded 
information is available 24 hours a day. Or, if you know which 
application forms and circulars you want, request them from the 
Forms and Publications Hotline at (202) 707-9100 24 hours a day. 
Leave a recorded message. 


Information by Regular Mail 
Write to: Library of Congress, Copyright Office, Publications Section, 
LM-455,101 Independence Avenue S.E., Washington, D.C. 20559-6000. 


Chapter 5 
Copyright Registration 


Y. probably don’t need a lawyer to help you 
register your copyright properly, but you do need to educate yourself 
about registration in order to avoid mistakes. 


The Copyright Office 

The Copyright Office in Washington, D.C. is the federal agency that 
has the responsibility for administering the registration of copyrights 
and performing other government functions relating to copyrights, 
such as maintaining records of copyright registrations and creating 
and disseminating regulations interpreting sections of the copyright 
statute. The Copyright Office is a division of the Library of Congress; 
copies of works registered for copyright may end up in the collections 
of the Library, depending on the work and the needs and collections 
policies of the Library. 

There is no such thing as a state copyright law. That means that 
there is no state agency anywhere in the United States that grants 
copyright registrations or otherwise has anything to do with copy- 
rights. All U.S. copyright registrations are granted by the Copyright 
Office; whether it is a child’s poem or a hit song or the screenplay for 
a blockbuster movie, if it is registered for copyright in the United 
States, it is registered in the Copyright Office in Washington. 
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“Poor Man’s Copyright” 

A short digression concerning a persistent piece of folklore called 
“poor man’s copyright” is in order. “Poor man’s copyright” is a home- 
made and virtually worthless would-be substitute for copyright regis- 
tration. It supposedly works like this: you finish your novel (or song 
or computer program), seal the manuscript (or cassette recording or 
computer diskette) in an envelope, and mail it to yourself. You then 
preserve the postmarked envelope, unopened, until the day that you 
dramatically rip it open in court, where you use the dated, sealed enve- 
lope to demonstrate that your work existed in a certain form on a cer- 
tain date, thereby proving either that any similarities between your 
work and the work of the person who has sued you for infringement 
are coincidental, since your work existed before the plaintiff’s work, 
or that the similarities between your work and the work of the person 
you have sued for infringement are not coincidental, since your work 
existed before the defendant’s work. It doesn’t really work this way in 
real life. In real life, there is no legal substitute for copyright registra- 
tion, which is the only event that courts recognize as sufficient to 
accomplish what copyright registration accomplishes. 

Other similar repositories for unpublished creative works, such 
as that operated by the Writers Guild of America (a screenwriters’ 
union) and other organizations for creative people working in a 
particular medium, are no more worthwhile as substitutes for copy- 
right registration, whatever else they may accomplish. (For example, 
to protect themselves from accusations that they have stolen material 
from scripts that they have not bought, many studios and producers 
will not read a script unless it is registered with the Writers Guild.) 
Spend your money and time to register your copyright with the 
Copyright Office. It won’t hurt to mail a copy of your work to 
yourself or place it in some registry in addition to registering your 
copyright, but nothing can substitute legally for copyright registra- 
tion. Depositing a copy of your work with a reliable registry can be 
a pretty good cheap substitute for the full-term retention of a copy 
of your work by the Copyright Office (discussed below), even though 
it is probable that, periodically, you will need to renew your deposit 
contract with any such registry. 
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Copyright Registration Forms 
The Copyright Office prescribes a specific form for the registration of 
copyright in each particular variety of work. It is important to use the 
right type of copyright registration form to register your work. The 
Copyright Office has recently made changes in the varieties of regis- 
tration forms. The current basic types of registration forms are PA, SE, 
SR, TX, VA, and CA; they register the sorts of works described below. 

Form PA is used for works of the performing arts, including 
published and unpublished works prepared for the purpose of being 
performed directly before an audience or indirectly by means of any 
device or process. Make sure your work is a performing arts work. 
Performing arts works are intended to be “performed” directly before 
an audience or indirectly “by means of any device or process.” Some 
examples of works in this category are: musical works (including any 
accompanying words); dramatic works (including any accompanying 
music); pantomimes and choreographic works; and motion pictures 
and other audiovisual works. 

Form SE is used for serials; that is, all works issued or intended to 
be issued in successive parts bearing numerical or chronological 
designations and intended to be continued indefinitely, such as 
periodicals, newspapers, magazines, newsletters, annuals, journals. 

Form SR is used for sound recordings; that is, works that result 
from the fixation of a series of musical, spoken, or other sounds. 
Common examples of sound recordings include recordings of music, 
drama, or lectures. Form SR should be used to register the claim to 
copyright in the sound recording itself. However, Form SR may also 
be used to register both the sound recording and the musical, dramatic, 
or literary work fixed in the phonograph record (or tape, CD, or 
cassette) as long as the same person or organization owns the copy- 
right in both the sound recording and in the work which was 
recorded. Make sure your work is a sound recording; sound record- 
ings are defined as “works that result from the fixation of a series of 
musical, spoken, or other sounds, but not including the sounds accom- 
panying a motion picture or other audiovisual work.” 

Form TX is used for nondramatic literary works, including all 
types of published and unpublished works, with or without illustra- 
tions, written in words or other verbal or numerical symbols, except 
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for dramatic works such as plays, dramas, and screenplays and 
certain kinds of audiovisual works. Computer programs and 
databases also are considered literary works. You will need this form 
to register a work that is a fiction or nonfiction book, a story, an 
article, a poem or collection of poems, a directory, a catalog, a print 
advertisement, a computer program, a database, or another sort of 
nondramatic literary work. 

Form VA is used for published and unpublished pictorial, graphic, 
and sculptural works, including two-dimensional and three- 
dimensional works of fine, graphic, and applied art, as well as “works 
of artistic craftsmanship.” (Use Form VA if your work consists mainly 
of pictorial and graphic material; use Form TX if it consists mainly of 
text.) Examples of visual arts works include advertisements, commer- 
cial prints, and labels; artificial flowers and plants; artwork applied to 
clothing or to other useful articles; bumper stickers, decals, and 
stickers; cartographic works, such as maps, globes, and relief models; 
cartoons and comic strips; collages; dolls and toys; drawings, paint- 
ings, and murals; enamel works; fabric, floor, and wallcovering 
designs; games and puzzles; greeting cards, postcards and stationery; 
holograms, computer and laser artwork; jewelry designs; models; 
mosaics; needlework and craft kits; original prints, such as engravings, 
etchings, serigraphs, silk screen prints, and woodblock prints; patterns 
for sewing, knitting, crochet, and needlework; photographs and 
photomontages; posters; record jacket artwork or photography; relief 
and intaglio prints; reproductions, such as lithographs, collotypes; 
sculpture, such as carvings, ceramics, figurines, maquettes, molds, and 
relief sculptures; stained glass designs; stencils and cutouts; technical 
drawings, architectural drawings or plans, blueprints, diagrams, and 
mechanical drawings; and weaving designs, lace designs, and tapestries. 

The best and easiest way to get copyright registration forms is to 
visit the Copyright Office homepage (www.copyright.gov) and click 
on “Forms” under the “Publications” heading. This will take you to 
a page that will allow you to print out all the basic registration forms, 
instructions for filling them out, and short versions (which are 
appropriate for use in registration in many cases) of the basic forms. 
You can also get copies of several registration forms that are less 
commonly used, such as forms for correcting or expanding on the 
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information given in a previously filed application form and forms for 
registering the copyrights in more unusual sorts of works, such as 
computer mask works. Remember to follow the directions given for 
producing these blank application forms; your final copyright regis- 
tration certificate will be a copy of the application you submit, so a 
poorly printed application will result in a poor-quality registration 
certificate. You can even complete a fill-in version of your registration 
certificate online and then print it. Copyright registration forms are 
also available by mail; you may request supplies of the forms you need 
online by clicking on “Forms by Mail” on the “Forms” page of the 
Copyright Office Web site. You can also call the Copyright Office’s 
Forms and Publications Hotline, twenty-four hours a day, and leave a 
message to request that the publications and registration forms you 
need be mailed to you; that number is (202) 707-9100. You can also 
write the Copyright Office to request copyright registration forms 
and publications; the mailing address for the Copyright Office is: 
Library of Congress, Copyright Office, Publications Section LM-455, 
101 Independence Avenue S.E., Washington, D.C. 20559-6000. 


Short Copyright Registration Forms 
Short versions of some copyright registration forms are available to 
make registering a copyright claim easier. The available short registra- 
tion forms are: Short Form PA, Short Form TX, and Short Form VA. 
These short forms are used to register the same sorts of works as the 
longer forms, but they request minimal information and the instruc- 
tions for filling them out are brief. They are, however, just as effective 
for registering claims to copyright as the longer registration forms. 
Note, however, that the short copyright registration forms may be 
used only if all the following circumstances apply: 
1 The owner of the copyright in the work is a living author who 
is the only author of his or her work if that author is the sole 
owner of the copyright in the work. (If there is more than one 
author of the work or if a business organization is the copyright 
claimant, the longer, standard registration form must be used.) 
2 The work is completely new in the sense that it does not contain 
material that has been previously published or registered or that 
is in the public domain. 
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3 The work is not a work made for hire. A “work made for hire” 
is defined as a work prepared by an employee within the scope 
of his or her employment; or a work specially ordered or com- 
missioned for certain uses, if the parties expressly state in a writ- 
ten agreement signed by them that the work shall be considered 
a work made for hire. 

4 The work is not an anonymous work. An “anonymous work” 
is defined as a work created by an author who does not use 
his or her real name on the work and does not want to reveal 
his or her identity on the registration application. 

If all the above conditions are not met, use the standard application 

form to register your copyright. 

The registration fee required remains the same whether the 
standard form or the short form is used. 


Registration Fees 

Copyright registration is usually routinely granted by the Copyright 
Office and, in most cases, you can register your copyright yourself. At 
this writing, registration costs $30 per basic registration. If you have 
a registration or recordation that may be more involved than a 
straightforward basic registration, check the required fee before you 
send your packet to the Copyright Office to avoid rejection of your 
application because you sent the wrong fee. You can get the informa- 
tion you need by clicking on “Current Fees” on the Copyright Office 
homepage. If you are still unsure what your registration or recording 
of some other document will cost, you can call the Copyright Public 
Information Office at (202) 707-3000, 8:30 A.M. to 5:00 P.M. EST, 
Monday through Friday, except federal holidays. The TTY number is 
(202) 707-6737. 

To avoid paying multiple registration fees, you may register the 
copyright in a collection of unpublished works for one fee, if: 
e all the works in the collection were created by the same person 

or if one person is an author of all the works; 
e all the works in the collection are owned by the same person; 
e the works are bound together or otherwise assembled in an 

orderly form; and 
e the collection of works is given a single title. 
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Many people use this method of registration to diminish copyright 
registration fees while gaining the advantages of copyright registration. 
Because a collection of works that are registered as a group is indexed 
under the title of the collection rather than under the individual titles 
of the collection, once each work in the collection is published, you 
should register it again, this time alone under its own title. Simply 
indicate on the new registration application in the appropriate blank 
that the single work was part of a previously registered collection of 
unpublished works. 


Meeting Registration Requirements 

The best way to figure out the deposit and other registration require- 
ments for any particular copyright registration is to download and 
print the free Copyright Office publication “Copyright Basics” along 
with the publication that corresponds to the sort of work you want to 
register. This is easy to do by visiting the Copyright Office homepage 
and clicking on “Circulars and Brochures” under the “Publications” 
heading. This will take you to a page that will allow you to select and 
print out any of the useful pamphlets the Copyright Office offers. The 
Copyright Office doesn’t publish a circular explaining registration 
procedures for every sort of work, but the varieties of works that are 
most likely to give rise to questions about registration are discussed in 
helpful pamphlets such as “Copyright Registration for Works of the 
Visual Arts,” “Copyright Registration for Sound Recordings,” 
“Copyright Registration for Multimedia Works,” and others. 


Deposit Copies 
In order to register the copyright in your work, and in addition to a 
filled-in application form of the correct variety and your registration 
fee, you must send the Copyright Office, in the same envelope with the 
registration fee, a nonreturnable “deposit” (one or two copies of the 
work as specified by the Copyright Office according to the type of 
the work and when or whether it has been published). Sending the 
right deposit copies of your work is important. The best way to make 
sure you do this correctly is to consult one of the categories listed 
under “How to Register a Work” on the Copyright Office homepage. 
They are “Literary Works,” “Visual Arts,” “Performing Arts,” 
“Sound Recordings,” and “Serials/Periodicals.” Clicking on one of 
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these categories will give you a checklist for making sure your 
registration application is sufficient to meet the requirements of the 
Copyright Office; clicking on “Read details on deposit requirements” 
on the checklist page will give you a pop-up window that details the 
specimens of your work that are required under the circumstances 
surrounding it. If you read these guidelines and follow the instruction 
sheet that comes attached to your registration form, you should 
be able to fill out the form correctly and submit the deposit copies nec- 
essary to register your copyright properly. 

If you still have questions after reading the pamphlets, the 
instruction sheet, and the applicable guidelines for deposits, you can 
call a Copyright Information Specialist at (202) 707-3000 for help. 
Information on the Copyright Office publications mentioned above, 
as well as others, is given in Appendix A of this book. 


Benefits of Registration 
Copyright registration is not required. The copyright statute automat- 
ically grants copyright protection to every work created on or after 
January 1, 1978, without requiring any action at all from the creator 
of the work before copyright protection begins. However, it is a very 
good idea to register the copyright in any work that you believe to be 
of more than passing significance, for several reasons. 

Although it is not required for protection, copyright registration 
enhances the protection the statute grants automatically. Copyright 
registration is a prerequisite to filing a copyright infringement suit and 
“timely registration” makes it possible for the plaintiff in such a law- 
suit to receive an award of statutory damages up to $150,000 and to 
recover his or her attorney fees and court costs. Both these possibilities 
make it much more feasible for a plaintiff to sue; in fact, many 
plaintiffs’ claims of copyright infringement, though valid, may be all 
but unenforceable because the cost of bringing an infringement suit 
and financing it through the duration of the litigation—especially if 
the plaintiff must prove “actual damages” in court—is prohibitive. 
Statutory damages are a range of money damages specified in the 
copyright statute that judges are allowed to award a plaintiff in 
a copyright infringement suit in lieu of “actual damages,” which are 
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the money actually lost by the plaintiff as a result of the defendant’s 
infringing actions plus the actual amount by which the infringer 
profited from the use of the plaintiffs work. Awards of statutory 
damages are often desirable, for two reasons: because actual damages 
can be difficult, time-consuming, expensive, or impossible to prove 
during infringement lawsuits and because infringers often do not 
profit from their infringements enough to fund an adequate award to 
a prevailing plaintiff. 

Timely copyright registration is registration before the infringe- 
ment occurs or, for published works, within three months of the date 
of publication (the date copies are offered without restriction to the 
public by sale or otherwise). Registration also gives notice to the 
world that the owner of the copyright claims ownership of the work 
that is registered and constitutes prima facie evidence in an infringe- 
ment suit that the person who claims to own the copyright in the work 
is, in fact, the legitimate copyright owner. 

Equally important is the protection that registration provides if 
you are accused of having infringed someone else’s copyright. 
Registration of your copyright establishes a public record that your 
copyrighted work existed in a certain form at least as early as the date 
of registration. This is all the proof necessary to prove that you are not 
guilty of infringement if the copyright you are accused of infringing 
was created later than yours—if your work is still on deposit with the 
Copyright Office at the time of the lawsuit. Otherwise, if the two 
works are similar, proving your innocence can be difficult. 

The flaw in this system is that, because of lack of storage space 
sufficient to warehouse for the full term of copyright copies of every 
work published in the United States, under ordinary circumstances, 
the Copyright Office will retain your deposit material for only five 
years. Because copyright infringement lawsuits must be filed within 
three years of the commission of the infringing act (or, in the case of a 
continuing infringement, three years from the date of the last infring- 
ing act), the ordinary retention period is sufficient in most cases to 
protect authors unjustly accused of infringement. You may request 
that the Copyright Office retain your deposit copies for the full term 
of copyright, but you must make written application for this service 
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and must pay for the security it provides. If your work is very valuable 
or you expect that it may be the subject of litigation after the standard 
five-year retention period, it may be desirable to pay for full-term 
retention of a copy of your work. For specific information on how to 
arrange for full-term retention of your work, call a Copyright 
Information Specialist at (202) 707-3000. 

Although it is best to register a copyright promptly, it’s never too 
late to apply for registration. And if you make a mistake in filling out 
your registration form, the worst that will happen is that the 
Copyright Office will send it back to you with a letter specifying its 
inadequacy and requesting clarification. You will be given plenty of 
time to respond. Then, when the application is granted, you will be 
sent a certificate that gives for the effective date of your registration 
the date your application was first received by the Copyright Office. 
The vast majority of applications for copyright registration are granted, 
but if yours is denied for any reason, you will be sent a letter stating 
the basis for denial. 


Mandatory Deposit for Published Works 

Even if you do not register your copyright, the law requires you to 
“deposit” with the Copyright Office works published in the United 
States with notice of copyright. In general, the copyright owner or the 
owner of the exclusive right to publish the copyrighted work has a 
legal obligation to deposit, within three months of publication in the 
United States, two copies of the work for the use of the Library of 
Congress. Failure to do so does not invalidate copyright protection for 
the work but the law does prescribe fines and other penalties for fail- 
ure to make this mandatory deposit. 

The good news is that the deposit of copies you made with your 
copyright registration application completely satisfies the mandatory 
deposit requirements of the copyright statute. More good news is that 
Copyright Office regulations exempt certain categories of works 
entirely from the mandatory deposit requirements and reduce the 
requirements for other categories, such as certain works of the visual 
arts. The best way to make sense of this requirement with regard to 
any work that you publish but do not, for whatever reason, register, 
is to request from the Copyright Office the free publication 
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“Mandatory Deposit of Copies or Phonorecords for the Library 
of Congress.” This pamphlet is one of those listed in Appendix A of 
this book that are available free from the Copyright Office online 
or by mail. 
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Copyright Infringement 


T. only thing worse than having to sue someone 
for copyright infringement is being sued yourself. If you create any 
sort of work—and especially if you license or assign your work to 
someone else or prepare it for an employer—you must know not only 
how to protect your own rights but also how to avoid trampling those 
of others. To determine whether your rights have been infringed or 
your work infringes someone else’s work, you must first have a good 
understanding of what rights copyright gives to copyright owners. 
Only the person who created the copyrighted work (or someone to 
whom he or she has given permission to use the work) is legally 
permitted to reproduce, perform or display it, distribute copies of it, 
or create variations of it. 


Defining Infringement 

The federal copyright statute defines copyright infringement with a 
simple statement: “Anyone who violates any of the exclusive rights of 
[a] copyright owner . . . is an infringer of . . . copyright.” Because it is 
a violation of rights granted under federal law, copyright infringement 
is actionable in federal court; that is, any infringement lawsuit must 
be filed in one of the federal district courts distributed throughout 
the country. 

The question of just what actions are sufficient to violate the 


rights of a copyright owner is left for courts to answer as they evalu- 
ate the circumstances in each case of claimed infringement. The body 
of law made up of court decisions in copyright infringement cases is 
called copyright “case law.” Copyright case law is the source for the 
test for copyright infringement and the standard for applying the test 
to the facts in particular copyright infringement cases. 

Although any of the exclusive rights of copyright may be 
infringed, as a practical matter copyright infringement suits usually 
claim that the defendant copied the plaintiffs work without 
permission. Sometimes an infringer has intentionally copied the 
copyright owner’s song or book or painting in an effort to steal the 
successful features of that work and profit from them. However, many 
copyright infringement lawsuits are brought because the plaintiff 
wrongly believes that someone who has created a somewhat similar 
work has infringed the plaintiff’s copyright by copying. Understanding 
copyright infringement means understanding the standard courts use 
in evaluating whether accusations of copyright infringement are true. 


The Infringement Test 
Assuming that the copyright in the work that is said to have been 
infringed is valid and that the work was created before the work 
accused of infringing it, and in the absence of any admission by the 
defendant author that he or she did copy the plaintiff’s work, courts 
ordinarily judge copyright infringement by a circumstantial evidence 
test. The circumstantial evidence test for copyright infringement has 
three parts: 
1 Did the accused infringer have access to the work that is said to 
have been infringed, so that copying was possible? 
2 Is the defendant actually guilty of copying part of the plaintiff’s 
protectable expression from the plaintiff’s work? and 
3 Is the accused work substantially similar to the work the plaintiff 
says was copied? 
If you can remember and understand these three parts of the test for 
copyright infringement—“access,” “copying,” and “substantial 
similarity’—you should always be able to decide correctly for 
yourself whether a work of yours infringes someone else’s work or 
whether someone else has infringed your copyright. 
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Access to the “Infringed” Work 

“Access” simply means what it says. Did the accused infringer have 
access to the “infringed” work before creating the “infringing” work? 
It’s very important to remember that the action for which the copy- 
right statute prescribes penalties is copying, not the mere coincidental 
creation of a work that is similar or even nearly identical to a 
preexisting work. In most cases, access is not presumed but must 
be proved before the questions of copying and substantial similarity 
even enter the equation. 

This means that if you write a piece for a local alternative 
newspaper on the continuing economic fallout from the failure of so 
many startup dot.com companies in your city in recent years and some 
other journalist writes an article on the same subject for an issue of a 
regional magazine that hits the newsstands only days after your piece 
is published, each of you owns a valid copyright in your own article, 
even if the magazine article addresses all the same issues as your news- 
paper piece does and comes to the exact same conclusions. 

This is easier to understand if you remember that our copyright 
statute rewards the act of creation. You own the copyright in a prod- 
uct of your own imagination so long as your imagination—and not 
that of another author—really is the source of your work. This is true 
regardless of what anybody else in the world comes up with before, at 
the same time as, or after you create your work. 

If you are a freelancer, the obvious implication of the access 
requirement in proving copyright infringement is that good documen- 
tation of your attempts to sell your novel or song or screenplay to 
those who are in a position to exploit it can be critically important in 
the event someone decides your work is good enough to steal. If you 
know where your manuscript or demo tape or script has been, you 
may be able to prove that an infringer had “reasonable opportunity” 
(which is usually sufficient proof of access) to copy your work. 


Copying of Protectable Expression 
The circumstantial evidence test for copyright infringement is like a 
three-legged stool. All three legs of the test are necessary to support 
a claim of copyright infringement, and the absence of proof of one of 
the three parts of the test means an infringement suit will fail. Proving 
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the second element of copyright infringement, copying of protected 
subject matter, is just as important as proving access and substantial 
similarity, but would-be plaintiffs often gloss over this requirement in 
the mistaken assumption that amy copying is sufficient to support an 
infringement suit. 

To understand what constitutes copying of protected expression, 
you must consider what elements of your work are not protected. The 
copyright statute specifically excludes from protection “any idea, pro- 
cedure, process, system, method of operation, concept, principle, or 
discovery.” And, as we discussed in chapter 1, there are several cate- 
gories of elements of copyrightable works, some of them important to 
the overall quality of a work, that are not protected by copyright. 

If you review the list of exceptions to the general rule that copy- 
right protects what you create, you can better apply the second part 
of the test for copyright infringement. It is: Does the material suspected 
to have been copied from the “infringed” work include protectable 
expression? If your answer is “yes” and it can be proved that the 
accused infringer had access to the work that is said to have been 
infringed, you must then evaluate whether the theft was substantial. 


Substantial Similarity 

The third part of the test for copyright infringement is determining 
whether the “infringing” work is “substantially similar” to the 
“infringed” work. Substantial similarity is hard to define. Even the 
courts have never been able to come up with a hard-and-fast test for 
determining substantial similarity. This may be because no such test is 
possible—each copyright infringement case must be decided entirely 
on the facts of that case, and what happened in a similar suit has no 
real bearing on the question whether this defendant did create a work 
that is substantially similar to that of this plaintiff. The test for copy- 
right infringement is like the system one Supreme Court justice once 
said he used for determining whether a work was obscene: “I can’t 
define it,” he said, “but I know it if I see it.” 

Although it’s not possible to pinpoint the border between 
infringing and noninfringing similarity, a map of the danger zone 
between the two exists in the form of copyright case law. Courts do 
not require plaintiffs to demonstrate that their defendants’ works are 
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nearly identical to their own works to prove substantial similarity. 
However, courts will not interpret even several small, unimportant 
similarities between the works in question as substantial similarity. 
In short, “substantial similarity” is just that: substantial. The sort of 
similarity between two works is just as important as the degree of 
similarity—the judgment of substantial similarity is both qualitative 
and quantitative. 

Further, although plaintiffs in copyright infringement suits 
routinely hire expert witnesses—usually people who are very familiar 
with the sort of work that is the subject of litigation—to testify as to 
what similarities exist between the works at issue, courts judge 
whether those similarities are substantial by the “ordinary observer” 
test, which is a sort of “man on the street” view of the effect of those 
similarities. Courts try to decide whether an ordinary observer, read- 
ing or hearing or seeing two similar works for the first time, would 
believe that the “infringing” work and “infringed” work are the same. 
If so, substantial similarity exists. This means that you probably have 
the equipment you need—your own eyes and ears—to decide for your- 
self whether someone’s work infringes yours. 


Examples of Substantial Similarity 
Some examples of actions that will always result in infringement if 
the work copied is not a public domain work will help you grasp the 
difficult concept of substantial similarity. 

Outright duplication of significant portions of a work obviously 
results in substantial similarity; this sort of substantial similarity has 
been characterized as taking the fundamental substance of another’s 
work and is the sort of copying that is often called simply “plagiarism.” 

Another sort of substantial similarity has been called “compre- 
hensive literal similarity.” This occurs when, as a whole, the accused 
work tracks the pattern of expression of the work said to have been 
infringed and uses the same theme or format. Close paraphrasing of 
an entire protected work or significant portions of it would produce 
this variety of substantial similarity. 

A third variety of substantial similarity is the taking of portions 
of a work that are important to the impact and character of the 
work from which they are taken but which do not amount to a large 
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portion of the infringing work. This sort of infringing substantial 
similarity points up the fact that what is important is the quantity and 
importance of the material taken from the infringed work rather than 
simply the portion of the infringing work that the stolen material 
constitutes. In other words, an infringer cannot escape responsibility 
for his or her infringing actions by pointing out how much of the 
infringing work was not stolen. 


Striking Similarity 

There is one situation in which one part of the three-part test for 
copyright infringement need not be proved. That is the situation in 
which there is “striking similarity” between two works. Essentially, 
this is just a specialized application of the three-part infringement test. 
In cases where the similarity between the two works at issue is so 
striking that there’s no explanation for such overwhelming similarity 
other than that one work was copied from the other, courts say 
that access may be assumed and the circumstances that made the 
infringement possible need not be reconstructed by the plaintiff. The 
“striking similarity” approach to proving infringement is rarely 
allowed by courts, which prefer to see plaintiffs prove every element 
of their cases. 


Creator Beware 

Copyright infringement is an area of real danger for creative people. 
Consequently, anyone who aspires to earn a living by exploiting the 
products of his or her imagination needs to know enough about 
copyright infringement to stay out of danger. People often think that 
writing plays or songs or advertising copy is a nice, safe job that can’t 
get anyone in trouble. In reality, what you do with your typewriter or 
guitar or pad and pencil in your own little workspace can land you in 
federal court, where you will be asked to explain just what you did 
and why and when you did it. 


Is It Infringement? 
1 You want to use Grant Wood’s famous painting American 
Gothic in a magazine ad for your travel agency (“Bored at 
Home?”), so you shoot a copy of it from an Art Institute of 
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Chicago guidebook, blow it up a little, add copy, and run the ad 
in the travel section of the Sunday paper. Is it infringement? 

Yes. You are in double trouble with this ad. Grant Wood 
painted American Gothic in 1930. Although he died in 1942, 
the copyright in the painting, which will endure through the end 
of 2025 if it was renewed after the first twenty-eight-year term 
of copyright protection, is owned by his estate. Not only did you 
not have the right to use Wood’s painting without permission, 
you also did not have the right to copy the photograph of the 
painting. The Art Institute of Chicago owns the copyright in that 
photograph, and your copying the photo without permission 
constitutes a second infringement of copyright. (See chapter 3 
for a more detailed discussion of the duration of copyright in 
older works.) 

Your boss put you in charge of writing the sales training manual 
that will be sent out to all the branch offices of your company. 
You are a fan of Mark McCormack’s book What They Don’t 
Teach You at Harvard Business School and decide to paraphrase 
two chapters of this best-seller as sections of your training manual. 
You proudly present the finished manual to your boss, who 
takes it home to read over the weekend. You are chagrined and 
surprised when he demands to see you first thing Monday morn- 
ing. It seems that your boss is also a fan of Mr. McCormack and 
has recognized the source material for the two paraphrased sec- 
tions of the manual. He says that you and your company could 
be sued by McCormack’s estate and by his publisher. You are 
almost sure that paraphrasing McCormack’s material is all it 
takes to eliminate the threat of any lawsuit. Is it infringement? 

Yes, of the most blatant sort. While it is permissible to quote 
authorities in any field (“McCormack believes that .. .”) or 
even to cite their theories without attribution (“Many business 
theorists hold that . . .”), use of whole chunks of their writings 
is a violation of their rights and the rights of their publishers, 
to whom they have assigned the exclusive right to reproduce 
and disseminate their works. When you paraphrased Mr. 
McCormack’s chapters, you followed them line by line and 
simply changed the way his ideas were expressed. While no one’s 
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ideas are protected by copyright, their expressions are protected. 
Your paraphrasing was a bodily theft of Mr. McCormack’s 
expressions of his ideas. The fact that you changed Mr. 
McCormack’s words makes little difference since the sections of 
your training manual based on his chapters are simply reworded 
duplications of his statements. That’s copying of protected 
expression. And substantial similarity. Your boss is also right 
that both you and your employer can be sued for copyright 
infringement. As a full-time employee, you are an agent of 
your company. Any action that you take during the course of 
performing your duties as an employee is attributable to your 
company. Your boss is one smart guy. Maybe that’s why he’s the 
boss. Next time, if you can’t come up with your own material, 
either hire someone on a work-for-hire basis to write your 
manual or copy The Prince by Niccolo Machiavelli, written in 85 
1513, or The Art of War by Sun Tzu, written more than 2,500 
years ago. But stay strictly away from the work of anyone who 
ever saw an electric lightbulb. 

3 You reprint the entire text of Martin Luther King, Jr.’s famous 
“I Have a Dream” speech on “parchment” paper in a form suit- 
able for framing for your alma mater, a small and struggling but 
well-regarded liberal arts college, which sells the printed speeches 
for $10 each to raise money for a new library. Is it infringement? 

Almost certainly. Any use of the full text for Dr. King’s 1963 

speech without the permission of his estate constitutes infringe- 
ment, especially if that use is made for commercial gain, as in 
this situation. It is possible that you could successfully argue that 
your otherwise infringing use of the speech is actually a “fair 
use” because it was made on behalf of and for the benefit of 
a nonprofit educational institution, but it is more likely that a 
court would, at the very least, require your college to pay a 
royalty on each copy of the King speech sold. The King estate 
could also ask the court to stop the sale of the speech, to compel 
the destruction of all unsold copies of it, and to make your 
alma mater pay it the profits from all sales made. Even national 
heroes have copyright rights. 

4 On the cover of your corporation’s annual report, you use a 
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photo of a small segment of a Wall Street Journal article that 
contains a twenty-five-word quotation naming your corporation 
as an innovator in its field. Is it infringement? 

No. Your use of the Wall Street Journal quotation is a fair 
use of that publication’s copyrighted story in two ways; it is 
a properly attributed short quote used in a First Amendment 
context, since the annual report is the corporation’s way of 
informing its stockholders about the corporation, and you 
used only a small portion of the Journal story, not enough to 
constitute “substantial similarity” between the text of the 
annual report and the Journal story. Reprinting the whole story 
without permission for distribution to stockholders would be 
a different matter. 
You own an auto dealership and advertise yourself as 
“The Super-Dealer.” In your newest ads, which you dreamed up 
yourself, you use a photo of yourself dressed in blue long johns, 
a red cape, and a wide gold belt, standing shoulder-to-shoulder 
with those other superheroes, Batman and Superman, who 
appear as their original cartoon-figure, comic-book selves. 
Is it infringement? 

Yes, of two kinds. You infringed the copyright rights of 
the publishers from whose comic books you copied the cartoon 
figures you used, and you infringed their trademark rights by 
using the well-known superheroes to attract attention to your 
ads. You are in more trouble for your trademark transgression 
than for your copyright infringement. Duck into a phone booth 
and disguise yourself as a smarter person. 
Armed with a brand-new diploma in hotel-restaurant manage- 
ment, you go to work for your Uncle Vito, helping him run his 
restaurant, Vito’s. Driving to the restaurant on your second day 
of work, you hear on your favorite oldies station the Billy Joel 
standard “My Italian Restaurant.” You get the great idea to use 
the song as the background for the new radio and television 
spots you talked your uncle into the day before. You buy a copy 
of the Billy Joel album that includes “My Italian Restaurant,” 
get your uncle to narrate the spots, and rush to get them on the 
air. Your uncle loves the spots and you begin to think about 
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asking for a raise. Then one morning your uncle receives by 
certified mail a “cease-and-desist letter” from a New York law 
firm representing Billy Joel’s record company and music publish- 
ing company. The letter informs your uncle that his use of the 
Billy Joel recording of the song “My Italian Restaurant” in ads 
for Vito’s is an infringement of the copyright rights of both the 
record company, which owns the copyright in the recording of 
the song, and the music publishing company, which owns the 
copyright in the song itself. Your uncle calls you and wakes you 
up to ask Is it infringement? 

Yes. The New York lawyers are right. They demand that 
your Uncle Vito immediately “cease” use of the recording or 
song and “desist” from any additional use of either and offer 
to forego filing suit if your uncle pays a settlement of $20,000 
within thirty days, in lieu of the licensing fees they would 
have charged had he contacted them before using the song 
and recording. 

The lawyer you and your uncle consult brushes 
aside your arguments that, since no more than sixty seconds 
of the recording were used in any spot, your use of the song 
and recording does not constitute infringement and that, in 
any event, your uncle shouldn’t be sued, since neither you nor 
he intended to trespass on anyone’s rights. He says that any 
broadcast of any recording of a copyrighted song in a 
commercial context is infringement if it is made without the 
permission of the owners of the copyrights in the recording 
and in the song because it is a violation of the copyright owners’ 
exclusive right to control performances of their copyrighted 
recording and song. 

He says that using sixty seconds or thirty seconds or even 
ten seconds of a three-minute recording is more than sufficient 
to eliminate any argument that Vito’s use of “My Italian 
Restaurant” was merely an incidental, “fair” use of the song 
and recording. He tells you that it is immaterial that you did 
not realize that your actions amounted to infringement, since 
copyright infringement is judged by evaluating the quantity, 
quality, and context of the use of the copyrighted work, not by 
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gauging the wrongful intent of the accused infringer. When you 
make your brilliant argument that you know for a fact (because 
you once had a summer job as a deejay) that radio stations do 
not call up record companies and music publishing companies 
to ask permission before playing each recording they broadcast, 
your lawyer reminds you that radio stations (and other users 

of copyrighted recordings) pay license fees each year to the 
performing rights organizations that collect such fees on behalf 
of songwriters and publishers. Uncle Vito settles. You are out 
of bright ideas. And out of a job. 


Chapter 7 
Other People’s Copyrights 


A. in any civil or criminal litigation, the defen- 
dant in a copyright infringement suit may offer various arguments to 
demonstrate either that his or her actions did not infringe the plain- 
tiff’s work or, if they did, that there are good reasons why the court 
should not punish him or her. These arguments that a defendant 
makes in self-defense are called “defenses.” Many defenses to charges 
of copyright infringement are technical in nature. Others are rarely 
used. By far, the most important and the most commonly used of such 
defenses is the defense of “fair use.” There are situations in which you 
may use parts of another person’s copyrighted work without that per- 
son’s permission and without infringing that person’s copyright; this 
sort of use is called “fair use.” The fair use defense can render other- 
wise infringing actions noninfringing. 


Fair Use 

Fair use is a kind of public policy exception to the usual standard for 
determining copyright infringement; that is, there is an infringing use 
of a copyrighted work but because of a countervailing public interest, 
that use is permitted and is not called infringement. Any use that is 
deemed by the law to be “fair” typically creates some social, cultural, 
or political benefit which outweighs any resulting harm to the copy- 
right owner. 
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Courts consider a long list of factors in determining whether a use 
is “fair.” The copyright statute identifies six purposes that will qualify 
a use as a possible fair use; they are uses made for the purpose of “crit- 
icism, comment, news reporting, teaching (including multiple copies 
for classroom use), scholarship, or research.” Once any use of a copy- 
righted work has met this threshold test, that is, has been proved to 
have been made for one of these six purposes permitted in the statute, 
the use must be examined to determine whether it is indeed fair. 

The copyright statute lists four factors that courts must weigh 
in determining fair use. They are: 

1 The purpose and character of the use, including whether 

such use is of a commercial nature or is for nonprofit 

educational purposes;' 

2 The nature of the copyrighted work; 

3 The amount and substantiality of the portion used in 

relation to the copyrighted work as a whole;? and 

4 The effect of the use upon the potential market for or value 

of the copyrighted work.* 

The House Report that accompanied the 1976 Copyright Act is 
informative because it illustrates the scope of the fair use section of 
the statute with several examples of fair use: 

Quotation of excerpts in a review or criticism for purposes of 

illustration or comment; quotation of short passages in a 

scholarly or technical work, for illustration or clarification of 


1 Educational, research, criticism, and news reporting uses are almost always fair; commercial uses, such as 
uses in advertising, are seldom fair uses. 
2 The permissible uses that may be made of informational works are considerably broader than permissible 
uses of creative works. However, courts have yet to permit the fair use defense to infringement in a case 
involving an unpublished work, where the private nature of the work is ordinarily protected. 
3 This is the “substantial similarity” question again. It is quantitative and qualitative; that is, did you quote the 
twelve-page climactic scene of a mystery novel, thereby disclosing the identity of the killer, or did you quote 
only a three-paragraph section that describes the city where the detective works? 
4 This evaluation is often determinative in a court's decision whether the use constitutes infringement. It is 
undoubtedly the most important of the four factors to be weighed in determining fair use. If the market for the 
copyrighted work is significantly diminished because of the purported fair use, then it is not a fair use. Fewer 
readers will want to buy a book if its most sensational and newsworthy sections have been previously 
excerpted in a magazine. A related factor that is considered is the effect of the purported fair use on any of 
the rights in the copyright of the work said to be infringed. If, without permission, one person writes and sells 
a screenplay based on another person's copyrighted novel, the right to prepare and sell a screen adaptation 
of the novel may have been lost to the author of that novel. 
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the author’s observations; use in a parody of some of the 
content of the work parodied; summary of an address or 
article, with brief quotations, in a news report; reproduction 
by a library of a portion of a work to replace part of a 
damaged copy; reproduction by a teacher or student of a small 
part of a work to illustrate a lesson; reproduction of a work in 
legislative or judicial proceedings or reports; incidental and 
fortuitous reproduction, in a newsreel or broadcast, of a work 
located in the scene of an event being reported. 


Avoiding Claims of Infringement 


Whenever you encounter or consider using someone else’s work, take 

care that any use of another person’s copyrighted work falls into one 

of the fair use exceptions to infringement and take action to protect 
yourself from false claims of infringement. Creators and business yr 
people who deal in creative works can greatly diminish the likelihood 

of being sued for copyright infringement by using the simple 
techniques outlined below. 


1 


Keep your notes and the progressive drafts or sketches of your 
creative work to prove that you created your work yourself. 
Date each such document when you create it in the same pen or 
pencil used to write or draw the draft of your work. If you do 
not own the books or other materials to which you referred in 
the process of creating your work, make sure you keep a list of 
any such works you used for reference to show where you got 
your information. 

Parody of copyrighted works is not a permissible fair use unless 
the parody uses only so much of the parodied work as is neces- 
sary to “call to mind” the parodied work; this is dangerous to 
attempt without very careful attention to the question of 
infringement. Anyone who must use more than a small segment 
or feature of a copyrighted work to make a parody of that work 
effective should consider approaching the owner of the copyright 
in the work for permission to use whatever portion of the work 
is necessary. 

If you are an editor or publisher, movie producer or director, 
music publisher, writer, artist, songwriter, screenwriter, 
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copywriter, or are in any position or profession that involves 

the exploitation or creation of copyrighted works, be careful 
what you are exposed to. Promptly return manuscripts, scripts, 
songs, and other materials submitted to you for possible use if 
you cannot use them. Keep a record of what and when and to 
whom such materials are returned. Consider refusing to examine 
any such material at all until it is registered for copyright, 
especially if it is unpublished, or without a release of liability 
from the creator. If you are a creator of copyrights, and 
especially if you are successful in your field, protect yourself 
from people who want to show you their newest work, especially 
if they are unknown to you. Disappointed and envious creators 
have been known to sue those who enjoy more success in the 
mistaken belief that part of that success originated with them. 
Direct quotations should always be attributed. Quotations of 
short passages of copyrighted works, such as the sort of quoting 
found in book reviews or news stories, is generally safe in any 
context where the First Amendment protection of free speech can 
be reasonably invoked, even if the piece in which the quotation 
is used has a partially commercial purpose. You should also 
attribute closely paraphrased statements. It is very important to 
understand, however, that you cannot escape responsibility for 
copyright infringement simply by attributing the lifted portion of 
any work to its author; if the “borrowed” segment amounts to 

a substantial portion of the copyrighted work, attribution does 
not eradicate your sin. As indicated earlier, you should also 
avoid any use of even two- or three-paragraph direct quotations 
or close paraphrases if they embody the “meat” of the work 
from which they were taken or if use of them would diminish 
the salability of that work. And if you do paraphrase another 
writer’s work, attribute the ideas you use to the other writer. 

Do your homework; use as many sources as are available 

for your work. Remember the old saw that “stealing from 

one source is plagiarism, but stealing from several sources 

is research.” 

Working journalists and people affiliated with nonprofit institu- 
tions such as schools and churches have more latitude in using 
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other people’s copyrighted works than the average painter or 
writer or composer. A professor who duplicates a poem to use 
as a handout in an English class is probably not going to run 
afoul of the copyright owner of the poem. However, Kinko’s 
encountered big trouble, in the form of a lawsuit for copyright 
infringement, when it disregarded this principle of the law of fair 
use. Without permission from the copyright holders, Kinko’s 
was assembling from many sources “anthologies” consisting of 
writings taught in university courses and selling them to students. 
These makeshift anthologies hurt the market for the books that 
legitimately contained the copied writings. Kinko’s lost the suit; 
it has been remarkably attentive to the interests of copyright 
holders since. 

Obtain permission to use any photo, letter, passage, illustration, 
or other work that is either unpublished or, if previously pub- 
lished, is possibly still protected by copyright. Save the permis- 
sions you obtain in a file. Never exceed the permission granted, 
and never use any material for which permission to use has been 
denied. (See chapter 8 for a discussion of how to get the permis- 
sion you need; a form permission letter also appears in Appendix 
B of this book.) And remember that using unpublished works 
without permission is especially dangerous, even if the use is 
minimal. A tension exists between the owners of such materials 
and biographers, historians, and other scholars who may want 
to quote from them. It is understandable that anyone who needs 
to reproduce in a biography or journal article long passages 
from the unpublished letters or manuscripts of his or her subject 
would dislike this restriction. However, the law protects the 
privacy of those who do not wish to make their writings public 
and does not require the owners of those copyrights to pay any 
attention at all to even the most valid requests for permission 

to reproduce and publish such works. Presently, only the 

most narrow uses may be made of unpublished works without 
the consent of the owner of copyright in them and disregarding 
restrictions placed on the use of unpublished materials is 
dangerous. Even close paraphrasing of such materials may 

be actionable. 
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Plaintiff versus Defendant 

The only thing worse than being a plaintiff in a lawsuit is being 
a defendant. A plaintiff at least has the choice of filing the suit or not 
and can choose, to some extent, when and where the suit is filed and 
what issues are involved. A defendant has none of these choices. 
In a suit brought on meritorious grounds, a plaintiff has some 
justifiable hope of winning the suit, collecting an award of damages 
and, possibly, an award of the attorney fees and costs he or she 
has incurred in pursuing the suit. 

If someone sues you for copyright infringement, the best that you 
can hope for is to have the court rule in your favor, in which case you 
can pay your own (probably) enormous legal fees and go home 
(although since 1994, courts may in their discretion award attorney 
fees and costs to a prevailing defendant in copyright infringement 
suits). And even if the case is settled before it goes to trial, you still 
may have to pay a cash settlement to the plaintiff, as well as your 
lawyer’s fees for handling the case to the point of settlement. If the 
court finds that an infringement took place, the court may award 
the plaintiff an injunction to halt further sales, distribution, or 
dissemination of the infringing work, and you could be forced to pay 
a substantial judgment, including any profits you have made from the 
infringement and, possibly, the plaintiff’s attorney fees and costs. 
The lawyer fees you will incur in defending a copyright infringement 
suit through trial can be, in themselves, enormous, even if the 
judgment against you isn’t. Finding yourself on the receiving end of 
these remedies for infringement will make you regret that you 
were ever so foolish as to trifle with the copyright of the plaintiff. 
Sometimes plaintiffs come out ahead in lawsuits; defendants almost 
never do, even if the judgment is in their favor. 

In determining whether your work infringes someone else’s copy- 
right, let your conscience be your guide; if you think that you have 
taken more than inspiration from another, copyrighted work, you 
could very well have stepped over the meandering boundary between 
permissible use of another’s work and “substantial similarity.” 


Theory versus Practice 
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Our judicial system is, in theory, one of the best ever invented. In 
practice, it often leaves a great deal to be desired. Some disputes 
cannot be settled out of court and must be litigated to avoid injustice, 
but too often litigation is commenced because someone is trying to 
prove a point or holds a grudge or gets greedy. Copyright infringement 
suits in particular can make even the lawyers involved tired. This is 
because the issues involved in any copyright infringement suit are 
usually highly technical and because the egos of the parties to the suit 
may be more involved in the litigation than in, say, a suit where one 
insurance company is suing another. 

In evaluating any potential lawsuit, remember that, while it is 
important to be right, what you really want is to be right out of court. 
That means careful choices in your business relationships, careful 
attention to the rights of others, and a careful lawyer who counsels 
you on ways to avoid disputes before they ripen into lawsuits. 


Is It Infringement? 

1 You are a rookie middle school teacher who has volunteered 
to teach an art appreciation course as part of an extra-credit 
program at your school. You minored in art history in college, 
so you search your old textbooks and the many art books you 
have collected since graduation, searching for material. You have 
only a small budget for your class, and you spend that on a set 
of “Sister Wendy” videos that you use to introduce your students 
to some of the more famous paintings in Western art. In order 
to show your students other examples of the various schools of 
painting, you haul a stack of your art books down to the local 
copy shop and make color photocopies of a bunch of significant 
paintings. Then you mount the color photocopies on poster 
board and carefully write the names of the painting and of the 
painter under each photocopy. You plan to pass the photocopied 
paintings around the room and to make a famous paintings 
“art exhibit” on a bulletin board in your classroom that changes 
weekly. One afternoon, as you are arranging some color photo- 
copies of Impressionist paintings on your big bulletin board, the 
teacher from down the hall stops in. She asks where you got 
the copies of the paintings; you tell her. Then she launches into 
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a long tirade about how you are probably guilty of copyright 
infringement and that the school board could be held liable for 
your infringing actions because it employs you and that you had 
better destroy all the nice color photocopies of Cezanne and 
Matisse, van Gogh and Monet, Degas, Morisot, and Cassatt that 
you were tacking to your bulletin board before the principal sees 
them. Even though you think she’s just jealous because you were 
voted “Coolest Teacher” last year and none of the students like 
her, you thank her for her advice and tell her you’ll look into it. 
You don’t even mention the photocopies of the other paintings 
that you have stored in the closet. That night, you put in a call 
to your old college roommate, who is now a lawyer for a big 
firm in Chicago. What you want to ask her is Is it infringement? 

The first thing your roommate says, after listening closely 
to your tale of the photocopied masterpieces and asking a few 
questions is, “Fair use. It’s fair use and nobody is going to sue 
you.” You ask her why, since you want to be able to quote her 
accurately the next time somebody tries to make you feel like 
a criminal for doing your job. She tells you that many of the 
paintings you copied are in the public domain, since they were 
created before the twentieth century; those paintings can be 
copied by anyone at any time. You are relieved. However, she 
adds, some more recent paintings are still protected by copyright, 
as are the photographs of those paintings in the art books you 
used to make your photocopies. You get nervous again. But the 
real trump card in the whole chain of analysis, she says, is that 
you are a teacher. You ask her why that is important; it never 
stopped you from getting a parking ticket—surely it can’t keep 
you from being sued for copyright infringement. Then your old 
roommate says that’s exactly what it means: you can’t be sued 
for copyright infringement—at least probably not successfully— 
because all your activities with regard to the paintings you 
copied amount only to something called “fair use.” 

Because you prepared the photocopies of the paintings—and 
only one copy of each painting—for use in the classroom and 
because you do not plan to use the photocopied paintings for 
any commercial purposes, and because there will be zero effect 
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on the market for the art books from which you copied the 
paintings and for the paintings themselves (all of which are in 
museums, of course), your behavior is not infringement but is, 
rather, a permitted use of the paintings, even those that are still 
protected by copyright. As you absorb this, you ask her if the 
school board can be sued. She tells you that your employer can 
be sued for anything you do as part of your job that violates 
anyone’s rights of any sort but that, since you have not violated 
anyone’s rights, you and the school board are safe from suit. 
Then she tells you that you should find a copy of something 
called the CONTU guidelines. You ask her to spell this name; 
she tells you it is C-O-N-T-U for “National Commission on New 
Technological Uses of Copyright Works.” You run a Google 
search for “CONTU” and come up with several sites with copy- 
right information, including several with copies of the CONTU 97 
guidelines. You read them all until your eyes hurt, especially the 
ones that address fair use of copyrighted works in the classroom. 
You realize that there could be a lot more liability involved in 
teaching than you thought and are glad you bookmarked some 
of the sites you found because you know that you’ll need to 
check them in the future to figure out whether your classroom 
plans will infringe anyone’s copyright. Then you continue as you 
had planned with your art appreciation course. You are again 
voted “Coolest Teacher,” which makes a certain fellow teacher 
envious, but you are able to bear the pressure because you know 
it’s always lonely at the top. 

2 You area reporter for the morning newspaper in Springfield, 
Illinois, where you live. Because you are a fan of live theatre and 
because you can stay free overnight with your sister in Chicago, 
your editor chooses you for a plum assignment there—you are 
to cover the opening night of a play written by your city’s only 
famous playwright, your former high school English teacher, 

Mr. Montmorency. Mr. Montmorency hasn’t been home in years, 
but he used to teach English at your high school, and you hope 
he’ll remember you and give you a personal interview. You write 
him a note and call your sister to let her know to expect you. 
You interview Mr. Montmorency briefly after the play; he seems 
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to have become much more grand since he became a successful 
playwright, but he is courteous to you and doesn’t even mention 
that he gave you a very bad grade once for a lame term paper. 
Because you are grateful not to have been reminded of your 
adolescent ineptitude, you decide that you won’t even mention 
that Mr. Montmorency appears to have acquired an English 
accent since he left Springfield. However, you feel that your 
credibility as a journalist is at stake when you write your review 
of Montmorency’s play, The Yearning Heart, and you decide 
that you must call it as you see it—that is, you must give your 
honest opinion of the play, which stinks. You write and rewrite 
your review, trying to be objective and honest. To illustrate that 
Mr. Montmorency’s dialogue has become stilted and florid and 
pompous since he wrote his first play, the one that allowed him 
to leave teaching and Springfield for the bright lights of New 
York and Chicago, you quote several short sections of dialogue 
from the notes you took the night of the play. Your editor reads 
the review and tells you that it takes a brave man to criticize a 
favorite son in print in his own hometown but that being able to 
occasionally say that the emperor has no clothes is a prerequisite 
to good journalism and that he is proud of you. You are feeling 
pretty good about your first effort as a theatre critic until about 
two weeks after your review is published, when your editor calls 
you into his office to tell you that the newspaper has been sued 
by Mr. Montmorency for copyright infringement. You listen to 
your editor as he tells you that you probably don’t have anything 
to worry about. Then he asks you if you still have the notes you 
used to write your review—it seems that he wants to give them, 
your story, and a copy of the play to the lawyer for the newspaper. 
He tells you that you and he have an appointment with that 
lawyer the next day. You smile bravely, dig out your notes and 
the copy of your story that you had laminated to give to your 
mom, and go back to work. But you can’t concentrate on your 
piece about last night’s city council meeting because you keep 
asking yourself Is it infringement? 

You have always admired the man who is the lawyer for 
your newspaper, but after you hear what he has to say, you like 
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him even better. As you and your editor sit in his office, he tells 
you that the only reason that he can come up with to explain 
Mr. Montmorency’s lawsuit is that Mr. Montmorency was so 
angry that his hometown paper panned his play that he shopped 
around until he found a lawyer incompetent or greedy enough 
to file a copyright infringement suit that is without any real 
foundation in the law. Your lawyer explains that he has reviewed 
the short portions of dialogue from Montmorency’s play that 
you quoted in your story, has compared them with the whole 
text of the play, has reviewed the case law regarding fair use 
and copyright infringement, and has been unable to find any 
legitimate basis for Montmorency’s accusation of infringement. 
After you stop grinning, you ask him just how much of the dia- 
logue from the play you would have had to quote in your review 
before your actions amounted to infringement. Your lawyer says 
that he can’t answer that question with any precision, but that 

it would have to be far more than you quoted. He also tells you 
that, as a drama critic, you should know that the law presumes 
that any reasonable amount of quoting of the text of a play in 

a review is a “fair” use—that is, that such quoting is a permissible 
use of the copyrighted play because of society’s interest in 
knowing about new works of art and what informed persons 
have to say about them. You are feeling far more important 
when you leave the lawyer’s office than when you walked in. 
Within a month or two, your lawyer does what he said he would 
be able to do—he is able to get the judge of the federal court 
where the lawsuit was filed to rule in favor of your newspaper 
even before there is a trial. He calls it a “summary judgment” 
and tells you that such judgments are only awarded where there 
is really no basis for a suit in the first place. And you really 

feel vindicated when you read in a Chicago newspaper that 

The Yearning Heart has closed after only a brief run due to 
poor ticket sales. But you are very, very careful from that point 
on about what and how much you quote in any story you write 
because you don’t like the feeling of being a defendant, even for 
a little while. 
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0. of the realities of copyright that is often very 
difficult for would-be copyright users to understand is that copyright 
owners control almost absolutely both how and whether their works 
are used by others. There are only a few exceptions to this rule; the most 
important such exceptions in the United States. are called compulsory 
licenses. For instance, if your song has been recorded previously with 
your permission and the recording was distributed in the form of 
phonorecords to the public within the United States, anyone can issue 
another recording of the song, subject only to the obligations imposed 
by law to notify you in advance of releasing the new phonorecord, to 
pay you royalties at a prescribed rate, and to furnish you with monthly 
royalty statements. This provision of the copyright statute is referred 
to as the “compulsory [mechanical] license” provision. (There are 
three other, less important and more obscure, uses specified in the U.S. 
copyright statute for which compulsory licensing is prescribed.) 

Other exceptions to the rule of absolute control by the copyright 
owner are those uses that are “fair” uses of the copyrighted work. 
We already know the name for any use that is made without specific 
permission and that is neither governed by the compulsory license 
provisions of the copyright statute nor a legitimate fair use of the 
copyrighted work—any such use is called copyright infringement. In 
fact, it’s safe to say that many infringements result from a would-be 


user’s inability to understand the word “No”—or the reluctance, for 
whatever reason, to ask for permission to use the copyrighted work in 
the first place. The ability to ask correctly for permission to use a 
copyrighted work is an art—in some situations it may approach diplo- 
macy. That’s because the more you need to obtain permission to use a 
work, the more you may need to call on everything you know about 
copyright and everything you know about diplomacy in order to make 
your request properly and enhance your chances of getting the per- 
mission you need. 

It’s important to understand that, other than in a very few 
instances involving musical compositions, there are no fixed fees 
prescribed by the copyright statute or the Copyright Office or other- 
wise for the right to use copyrighted works. This lack of universal 
standards for what is charged for permissions means that each request 
for a permission leads to a negotiation with almost no parameters— 
in some cases, the only standard for what a copyright owner can 
charge for a copyright license is what the traffic will bear. 

It is also important to understand before seeking permission to use 
a copyrighted work that a copyright owner’s agenda may not include 
accommodating yours. If you request the right to use a copyrighted 
work in the same format as that the copyright owner markets, you are 
likely to be denied permission to use the work. And even if the work 
is not presently being used in the form in which you want to use it, the 
copyright owner may have plans for a similar use or a more profitable 
license may have been offered by someone else. These are reasons not 
to assume that you will be given the right to use the work in the way 
you request—but the only way to find out what you will be permitted 
to do is to ask. 


The Copyright Clock 
The first determination you must make in seeking permission to use a 
copyrighted work is whether the work is still protected by copyright. 
This seems too obvious to mention, but skipping an examination of 
the copyright status of the work you want to use can end up costing 
you whatever time you spend seeking a permission you don’t need. 
Always devote your first efforts to figuring out whether the work 
is protected by copyright or has fallen into the public domain. This 
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exercise can do more than keep you from spending time requesting 
permission to use a public domain work. It may be that you will be 
able to trump a copyright owner who is reluctant to grant permission 
to use a work by simply biding your time—if you find that copyright 
protection for the work is running out and will expire soon, perhaps 
you can simply wait until copyright protection expires and save 
yourself the effort of asking for permission to use the work. Consult 
chapter 3 for information on determining the copyright status of 
a work. 


What Do You Need? 

The second determination you must make in seeking permission to use 
a copyrighted work is exactly what rights you need. Do you want to 
reprint the entire scientific paper or would being able to reproduce the 
chart on page 11 suffice? Do you want to be able to use the photo- 
graph as the cover of your book, or is it better as an illustration in one 
of the chapters? Do you plan to mount a full production of the play 
and charge admission to those who see it, or are you planning only 
to recite one of the monologues in a one-night free-admission talent 
contest? Attention to this question can even eliminate the need for a 
permission altogether—perhaps the portion of the copyrighted work 
that you really need to use is so small as to qualify your proposed use 
as a fair use of the work. For example, maybe you need to quote only 
two sentences from the New York Times review that praises your first 
documentary in the prospectus that you’re writing to raise money for 
the second one—using the entire review would be superfluous and 
would require that you obtain the right to reprint it, but you don’t 
need permission to quote only a very brief section of the review. 

Narrowing your request to obtain only the rights you actually 
need can also save you money; using an entire musical composition as 
the soundtrack for your short animated film will cost you more than 
using only a few bars as incidental music in one scene. It may even be 
useful to come up with two possible approaches to using a work— 
what is the minimum you need and what is the maximum you could 
use? If the copyright owner agrees to grant permission for the minimal 
use of his or her work, ask what it would cost to make the maximum 
use of it. Or, conversely, if permission to make maximum use of the 
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work is too expensive or is denied, find out whether it’s possible to get 
permission to use the work minimally. 


Whom Do You Ask? 

Your skill as a researcher can be an important factor in whether 
getting permission to use a copyrighted work is a relatively straight- 
forward task or a months-long wild goose chase, because before you 
can ask for permission you must find where and to whom to send your 
request. It may be all but impossible to trace the copyright owner for 
an unpublished work, but a published work will almost certainly bear 
some information about the publisher and/or the copyright owner. 
Somewhere on the physical object that embodies a published work, 
there will be publication information that can lead you to the owner 
of copyright or the owner of the exclusive right to publish the copy- 
righted work, which are different statuses from the viewpoint of the 
copyright owner but are functionally the same from the viewpoint of 
a would-be user of the work, like you. 

With a poem or play or book or any other published literary work, 
write the “Permissions Department” of the publisher of the work to 
request permission to use it. If the publisher isn’t the owner of copy- 
right in the work, it will certainly have been licensed to publish it and, 
depending upon the nature of the use for which you request permis- 
sion, will grant or deny your request or forward your letter to the 
author of the work for his or her consideration. 

Copyrights in popular songs and other contemporary musical com- 
positions are usually owned by music publishers. If you call one of the 
performing rights societies that collect royalties for broadcast uses of 
musical compositions (BMI, ASCAP, and SESAC) with the title of the 
composition and the name of the songwriter or composer you can 
determine the publisher of the composition, from whom you should 
request permission to use it. (Contact information for BMI, ASCAP, 
and SESAC are given at the University of Texas at Austin’s “Getting 
Permissions” Web site, the address for which is given on page 104.) 
Record companies own the recordings of songs that are released on 
CDs and cassettes; write the record company if you want permission 
to use the recording of the song (as opposed to the song itself), in 
addition to the publisher, who can grant permission to use the song. 
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For works of the visual arts such as paintings or sculptures you 
should contact the artist directly or, in the case of a deceased artist, the 
artist’s estate. Galleries and museums may be good sources for such 
address information. However, don’t assume that because a painting 
is owned by a museum or an individual collector the copyright in the 
painting or sculpture is also owned by the museum or collector. 
Although the owner of a painting or sculpture is, of course, allowed 
to display it, ownership of a work of art does not automatically 
bestow on the owner of the work the right to exercise any of the other 
exclusive rights of copyright. Requests to use photos should be 
addressed to the photographer or his or her licensing agency. 

Finding the owners of copyrights in other sorts of works may be 
more difficult. If you can’t find the information you need about the 
owner of a copyright, you may be able to get it online. If you know 
the title of the work or the name of the author, start with the 
Copyright Office. Go to www.copyright.gov/records/ to search the 
registration and ownership records for books, music, films, sound 
recordings, maps, software, photos, art, multimedia works, periodi- 
cals, magazines, journals, and newspapers recorded since 1978. The 
Copyright Office allows members of the public to search its records, 
but this requires that you go to Washington or hire someone to search 
for you. A better method of determining the ownership of a copyright 
may be to hire the Copyright Office to search its records for you; at 
$75 an hour, having the Copyright Office search for you is not cheap, 
but the results of such a search may be more reliable than a do-it- 
yourself effort. The Copyright Office publication “How to 
Investigate the Copyright Status of a Work,” reprinted in its entirety 
in chapter 4, and Circular 23, “Copyright Card Catalog and the 
Online Files,” available online or mailed to you without charge from 
the Copyright Office, will give you more information about searching 
the records of the Copyright Office. 

Another excellent source of information is the “Getting 
Permission” source list maintained by the University of Texas at 
Austin at www.utsystem.edu/ogc/intellectualproperty/permissn.htm. 
This site offers links to an assortment of organizations that can grant 
permission to use all sorts of copyrighted works or, if they can’t grant 
permission, can give you the information you need to find the right 
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person or company to ask for permission. There are many online sites 
that give information about copyright clearance; like the UT-Austin 
site, many of them are operated by universities, perhaps because 
universities are concerned, justly, about the liability inherent in the 
unauthorized use of copyrights by their faculty, staff, and students. 

The age of the work can be important in determining whom to ask 
for permission to use it because the owner of an older work may be 
hard to find, even if you have a name and address for the owner. 
Lots of things can happen during the term of copyright in a work— 
publishers may be bought by other publishers, authors may sell copy- 
rights or die and leave them to their heirs, contracts that give someone 
the right to use a work may expire, and so on. If you have a copy of 
the work you want to use that indicates a publisher or copyright 
owner, you may be in a better position than someone who has no 
leads as to where to start in a search for the owner of a copyright, but 
neither can you assume that the copyright owner or publisher named 
on the copy of an older work still controls the copyright in it. View 
such information as a starting place and in any situation where there 
may be a later edition or version of a published work, try to find the 
later edition so your information about the copyright owner will be as 
recent as possible. 

The prominence or obscurity of the owner of copyright in a work 
can determine how difficult it will be for you to get permission to use 
the work. You won’t have the same trouble locating a copyright owner 
who is a big company or prominent person. But that same prominence 
may make it harder to get permission to use the copyrighted work— 
a work that has been exploited by and is owned by a successful 
publisher or a well-known author may be more valuable than a more 
obscure work and less likely to be licensed for use by someone else. 


Content of Permissions 
Permissions, also called licenses, do not have to take any particular 
form. In fact, nonexclusive licenses, which is what most permissions 
are, don’t even have to be in writing to be effective. However, it is 
a bad idea to depend on anyone’s ability to recall the terms of a 
verbal license. 
This means that you should request any permission in writing. 
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Fortunately, permissions are simple enough documents that you may 
be able to secure any permission you need yourself. The simplest form 
for requesting a permission is a letter that includes a space for the 
countersignature of the person who is in a position to grant your 
request to use the copyrighted work. (A signature at the bottom of a 
letter to indicate someone’s assent to the contents of the letter is called 
a “countersignature.”) If all the terms of the proposed permission are 
stated unambiguously in the body of the letter, the signature of the 
person to whom the letter is addressed will transform the letter into a 
binding agreement. (Chapter 10 discusses written agreements in more 
depth and Appendix B includes a simple permission letter that may be 
used as a model.) 

Nothing compels anyone to grant your request for permission 
to use a work. Some materials such as unpublished letters and 
manuscripts may contain confidential or embarrassing information or 
comments, at least in the view of the person who wrote them or whose 
relative wrote them. This means that permission request letters should 
be polite and deferential. Further, although many such requests are 
granted without payment, it may be that offering even a small amount 
in return for the requested permission will decrease your chances 
of being turned down. After all, if the material you want to use is 
important to your project, it is probably valuable enough to pay for. 


Permissions Letters 

Even if you are able to reach the owner of the copyright you want to 
use by phone or e-mail, it is necessary to follow up this initial contact 
with a letter. You may be able to write this letter yourself, without the 
help of a lawyer; you can certainly gather all the information you need 
and negotiate the terms of your license. Whether you write the letter 
or hire a lawyer to do it, your request letter should include a clear 
statement of the details of the license you wish to acquire. The impor- 
tant points to cover in any request of this sort are listed below. 
1 Describe the work you want to use. Give enough information 

that the work and the portion of it you want to use can 

be identified with certainty. This will entail descriptions of 

the following: 

e The full, correct title of the work (The Florence King Reader; 

The Billie Holliday Collection: The Golden Greats; Pilgrim at 
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Tinker’s Creek; The Way of Zen; W. H. Auden’s Selected Poems, 
New Edition; The Wives of Henry VIII; The Dead and the 
Living; The Effect of Prenatal Maternal Nutrition on a Select 
Population of Newborns; the 1991 French film Baxter; etc.). 

e The edition of the work (“the hardback edition”; “the third 
edition”; “the revised edition”; the paperback edition”). Do the 
best you can here; some works, such as Web sites or unpublished 
works, have no edition description. Substitute the best description 
available, such as “the collection of poems privately published by 
the author in 1976, a copy of which was deposited in the Special 
Collections of the University of North Carolina Library by the 
author’s estate”; “the unpublished diary of your grandmother, 

a photocopy of which was given to my professor, Dr. Clare 
Bratten, by your father in early 1999 when Dr. Bratten was 
researching her master’s thesis”; “currently posted on your 

Web site, at www.tennesseespelunkers.org,” and so on. 

e The publisher of the work (“published by St. Martin’s Press”; 
“published by the fraternity’s home office in Duluth”; “published 
by Xlibris at the expense of the author”; “unpublished, so 

far as I can tell by the manuscript copy of the play I found in 
my attic”; “unpublished except for the short excerpts published 
in the local newspaper soon after the letters were received by 
Mr. Boyd’s mother during the war”; “Backstreet Films”; etc.). 

e The date of copyright (“which shows a copyright date 

of 1995”; “which shows copyright dates of 1985, 1989, 

and 1994”; “which bears a copyright notice in the name of 

the author that does not include a year date”; “which is 
unpublished and therefore bears no copyright notice or year 

of first publication,” etc.). 

e The owner of copyright (“The book reflects that the owner 
of copyright is Florence King”; “the author of the collection and 
owner of copyright in the poems in it is the poet, Sharon Olds”; 
“the album insert indicates that the collection is copyrighted by 
Déja Vu and that the disc was manufactured in Austria by 

Koch DigitalDisc”; “Ms. Chapman’s album is copyrighted by 
Elektra/Asylum Records for the United States and by WEA 
International, Inc., for the world outside of the United States”; 


“the recording of Beethoven’s Fifth Symphony that I want to 
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use was recorded in 1998 by the London Symphony Orchestra; 
the copyright in that recording is owned by the Orchestra”). 

2 Describe how you want to use the work. Indicate the purpose 
of your proposed use of the copyrighted work in as much detail 
as possible. This will entail descriptions of the following: 

e The exact portion of the work that you want to use (“the 
entire essay titled ‘Big Daddy’ from Ms. King’s previous book 
Southern Ladies and Gentlemen.” In the case of another sort 
of work, use whatever identifiers are available to precisely 
indicate the portion of the work that you want permission to 
use, such as “the drawings on pages 11, 17, and 49 of the 
aforementioned book”; “the third cut on this album, the record- 
ing of ‘On the Sunny Side of the Street’”; “the entire poem 
‘In Memory of W.B. Yeats’”; “Chapter 6 of the book titled The 
108 King and His Lady from ‘Part Two: Anne Boleyn’”; “the final 
three minutes and thirty seconds of the film”; “the ‘Glossary of 
Looms’ and ‘Glossary of Weaving Terms’ from pages 179 and 
180”; etc.) Remember, if you are in doubt about including any 
information that could help identify the work you want to use 
precisely, include it—too much information is far preferable to 
too little. In cases where it is practical, attach to your letter 
a two-dimensional visual copy of the work—a photocopy of a 
drawing or photograph, an essay, a poem, a play, a letter, a diary 
entry, a paper, or a printout of a portion of a Web site, etc. 
e The method by which you want to reproduce the work you 
want to use, such as “to be printed in the forthcoming anthology 
of essays I am editing”; “to be used as illustrations for the 
association’s Web site listing historic Native American sites in 
this state”; “to be engraved on a memorial plaque that will be 
placed inside the library’s front entrance”; “to be used as part 
of the soundtrack for the short film I am producing”; “to be 
used as a clip in the instructional video I am producing”; “to be 
printed in a souvenir booklet that will be given, free of charge, 
to those who attend the awards dinner”; “to be used as an 
example of the free-verse form in the textbook on poetic forms 
that I am editing with another professor”; and so forth. 
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e The number of copies you expect to make using the licensed 
work, such as “I have a contract for the publication of my 
biography of Ulysses S. Grant with the University of Georgia 
Press; my editor tells me that the initial press run for my book 
will be 2,500 copies but that there may be more copies printed 
in future years”; “Since I am preparing my instructional video 
for use only in the annual night course I teach through the adult 
education program of the local school board, I expect to make 
no more than three or four copies of the video that would 
embody your photographs”; “I want to use the diary of your 
great-aunt as the basis for a chapter in my book on early women 
aviators, which will be published in hardcover by William 
Morrow, a division of HarperCollins; the initial press run will be 
100,000 copies”; “I anticipate making only seventy-five copies of 
your poem, one for each member of the association, and would 109 
not make any additional copies without your permission;” 

“I want to create a medley of mid-twentieth-century pop record- 
ings and would use the recording you own as part of this medley, 
which would serve as part of the musical accompaniment to my 
stage play, which will be performed by a local little-theatre group 
here for six nights only”; and so on. 

e Whether and how the copies of the licensed work will be 
distributed and/or sold, such as “My textbook on American 
literature will be sold for use in college-level classes and will be 
used primarily in the United States”; “I intend to enter my short 
film in several independent-film competitions, where it may be 
exhibited”; “The records of the plantation owned by your ances- 
tors would be used as the basis for one section of my Ph.D. 
dissertation, which I would like to publish as a book. However, 

I do not presently have a contract for any such publication and 

I am not sure that I will be able to obtain one, since there was 

a university press book on a similar topic published last year”; 
“The recording that I seek permission to use would become part 
of a promotional CD to be given without charge to the attendees 
of the 2004 American Bar Association convention to encourage 
them to attend my company’s sales presentation. While the 
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promotional CD would not be sold, it would be distributed as 
part of my company’s effort to boost sales of its online database 
product”; “Your photo would be printed on the front of 450 
T-shirts that would be sold to benefit the Davidson County 
Humane Association”; and so forth. 


All these details concerning the copyrighted work and how 
and for what purpose you want to use it should be specified at 
the beginning of your request letter, perhaps in one paragraph. 
These points need to be addressed first because the person who 
will or will not grant the permission you want needs to know at 
the beginning of your letter what you are asking to do—if you 
request the right to use a photograph to make five hundred 
posters to be sold for the benefit of a local animal shelter, the 
owner of the copyright in the photograph may be more inclined 
to grant your request than if you want to use the photo to pro- 
duce five hundred posters supporting a controversial political 
candidate. This may be so even if you don’t propose to pay to 
use the photo and even though the animal shelter poster would 
create income and the political poster would not. Tell the copy- 
right owner what you want to do before you begin discussing the 
terms of the permission to do it. 

The terms of the permission, or license, should follow this 
initial description of the copyrighted work and how and for 
what purpose you propose to use it. 

Request the type of license you want to acquire. Unless it is 
important to your project that no one else is allowed to use 

the copyrighted work, ask for a nonexclusive license to use it. 
A nonexclusive license will be more readily granted than an 
exclusive license, even an exclusive license for a short period. 
Further, while nonexclusive licenses are often granted free of 
charge (especially where the portion of the copyrighted work 
used is small or for nonprofit or charitable or educational 
purposes), exclusive licenses almost never are. If what you really 
need is to own the copyrighted work, you should use a transfer 
of copyright; see the form assignment of copyright in Appendix 
E of this book. 
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Specify the scope of the license. How do you want to use the 
copyrighted work? Do you want to reproduce it ina CD? On 

a Web site? In a book or an article in a magazine or as an 
encyclopedia article? On a poster or a T-shirt? As the soundtrack 
for a slideshow presentation? In a video? In an ad or on product 
packaging? Be as specific as possible in your statement of the 
proposed use of the work. If you want to be able to edit or adapt 
the copyrighted work for your project, say so because you will 
not have this right unless it is specifically granted by the copy- 
right owner in addition to the right to use the copyrighted work. 
If you plan to adapt or edit the copyrighted work or prepare 

a derivative work from it, will the copyright owner have any 
right to approve the resulting product? If so, say whether 

the license to use the copyrighted work is conditioned on the 
copyright owner’s approval of the final product. III 
Specify the territory of the license. Is the license granted for the 
world, the continental United States, France, Sweden, the state 
of California, the Orlando television market, the county where 
your political candidate is running for council member? Again, 
be specific. State the territory you want as narrowly as will allow 
you to do what you want with the copyrighted work, but beware 
of confining yourself with boundaries that aren’t really sufficient. 
Specify the term of the license. How long do you need to use 

the copyrighted work? Forever, as in the case of an essay to be 
included in a book that may be reprinted numerous times? 

Or for a briefer time, such as through the end of a particular 
advertising campaign? (Remember, in negotiating the term of 

the license you want, to take into account the number of years 
more that the copyrighted work will be protected by copyright.) 
And do you want the ability to renew the license? If so, you 
should include language that allows you to renew for an 
additional period of the same length as the initial term of the 
license upon your payment of a stated amount of money to 

the copyright owner. This amount may be the same fee you 

paid for the initial term of the license or it may be less or more. 
Specify the payment you propose or have agreed to make in 
return for the license. How much is the right to use the work 
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worth to you? Is your project built around it? Will it be only 
an incidental part of the finished project? Decide what you can 
afford before you make the first contact with the owner of the 
copyright and negotiate with that figure in mind. And don’t 
forget that many licenses to use copyrighted works are granted 
by the owners of the copyrights without any compensating 
payment. This is especially true for scholarly uses of works that 
have little or no commercial value and for uses that are made for 
nonprofit purposes, such as those made for charity or the good 
of society. It is almost never true for the use of a commercially 
successful work. 

Specify a payment schedule. This can be “one-half payment 
due on receipt of the countersigned permission letter and one- 
half due on completion of the project” or “the entire fee on 
receipt of the countersigned permission letter” or “five equal 
payments, due on the first day of each month after receipt of the 
countersigned permission letter,” and so on. It is usually more 
expensive to pay in a lump sum, whenever that lump sum is due, 
than to pay royalties, but paying royalties involves a lot more 
work tracking copies incorporating the copyrighted work, as 
well as sales and returns, and usually involves an obligation to 
render an accounting to anyone who is due royalty payments, 
as well as allowing access to financial records that concern sales. 
Specify the credits language that the copyright owner requires. 
Negotiate language to attribute the copyrighted work that you 
use to the creator and/or owner of the work. This language 
should be specified or at least approved by the copyright owner 
when you negotiate the license. Look at similar credit lines from 
similar uses of similar works to get an idea of what is customary. 
For example, a photo that was taken by Arnold Shutterbug but 
is licensed by Primo Photos may carry the following credit line: 
“Arnold Shutterbug/Primo Photos.” 

Specify that the person who will countersign your letter has the 
authority to grant the license you need. In spite of your research, 
you need a written guarantee that the copyright owner does own 
the copyright in the work and has the right to grant the permis- 
sion you want or that an agent of the owner has the authority to 
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grant that permission. Sometimes the authors of works assign 
the copyrights in them to others and no longer have the right to 
dispose of any rights in the copyrights in those works. Language 
similar to this should suffice: “I, Mary Sue Smith, general 
manager of Primo Photos, state that Primo Photos is the agent 
for Arnold Shutterbug and that I have the authority to grant the 
permission made herein to use the photo described herein.” 

Or use a blank space after or under the space for the signature 
of the person who will countersign the letter; this blank space 
should have a caption under it that says “Title.” Usually, asking 
someone to countersign a letter that asks for confirmation of his 
or her authority will eliminate people who really don’t have the 
right to do what you need them to do. Of course, a dishonest 
person could decide to “grant” you a permission that he or she 
had no right to give and pocket the payment you offer; the best 
protection against a situation like this is to thoroughly research 
the ownership history of the licensed copyright and to ask 
enough questions of the person who appears to own it or have 
the right to license it to eliminate any doubt. 

Specify the reasons why the license agreement may be terminated. 
Don’t include this paragraph (a termination provision) in your 
permission letter unless the copyright owner asks for one. 

The copyright owner will probably not ask for a termination 
provision unless you have agreed to pay royalties or to make 
payments for use of the copyrighted work over a significant 
period of time. If you must include a termination provision, state 
that the license to use the copyrighted work may be terminated 
by the copyright owner if you fail to make any required payment 
within sixty days of the date it is due. You should make any such 
payment much more promptly, but give yourself a little room in 
case you need it. 


Permissions Checklist 


Use the following checklist as a tool for composing your own 
permission letter. Refer to the sample answers above if you need help 
describing what you need and what you plan to do. Photocopy this 
checklist and use it as a worksheet for your own permission letters. 
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Just fill in the blanks and then hook the information together in a 
letter in the order you have written it. Or take this worksheet to your 
lawyer, if you think you need help drafting a letter or agreement. Here 
it is—a map for getting the permissions you need: 

1 Describe the work you want to use. Give enough information 
that the work and the portion of it you want to use can be 
identified with certainty. This will entail descriptions of the 
following: 


e THE FULL, CORRECT TITLE OF THE WORK: 


e THE EDITION OF THE WORK: 


e THE PUBLISHER OF THE WORK: 


. THE DATE OF COPYRIGHT: 


° THE OWNER OF COPYRIGHT: 


2 Describe how you want to use the work. Indicate the purpose of 


your proposed use of the copyrighted work in as much detail as 
possible. This will entail descriptions of the following: 
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s THE EXACT PORTION OF THE WORK THAT YOU WANT 
TO USE: 


e THE METHOD BY WHICH YOU WANT TO REPRODUCE 
THE WORK YOU WANT TO USE: 


s THE NUMBER OF COPIES YOU EXPECT TO MAKE USING 
THE LICENSED WORK: 


e WHETHER AND HOW THE COPIES OF THE LICENSED da 


WORK WILL BE DISTRIBUTED AND/OR SOLD: 


3 Request the type of license you want to acquire. 


4 Specify the scope of the license. 


5 Specify the territory of the license. 


6 Specify the term of the license. 


7 Specify the payment you propose or have agreed to make in 
return for the license 
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8 Specify the credits language that the copyright owner requires. 


9 Specify that the person who will countersign your letter has 
the authority to grant the license you need. 


10 Specify the reasons why the license agreement may be 
terminated. 


Final Steps 

Send two copies of your signed, finished letter—one to be signed and 
returned to you, one to be signed and kept by the copyright owner— 
along with a self-addressed, stamped envelope to the copyright owner. 
If possible, attach to both copies of the finished letter a photocopy of 
the portion of the copyrighted work that you want to use. Specify a 
date by which you want to receive the countersigned permission letter 
even if time isn’t an issue—people tend to neglect chores that have no 
deadline. But give the copyright owner at least two or three weeks to 
return the countersigned letter; the copyright owner may want to 
consult a lawyer or otherwise investigate the advisability of granting 
the permission you request. If you have agreed to pay for the license, 
send that payment immediately after you receive the countersigned 
permission letter so that you and the copyright owner will both know 
with certainty that you have an agreement. 


Caveats 
As with any agreement, unless you are absolutely confident that you 
understand what is going on with your permission letter, consult a 
lawyer. This doesn’t have to cost a fortune. You can save yourself 
hundreds of dollars in legal fees if you research the identity of the 
copyright owner yourself and negotiate with the owner regarding the 
terms of your license agreement. If you take your (detailed) notes to 
a lawyer skilled in copyright law and describe to him or her, maybe in 
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a memo, exactly what has happened so far in your quest for the 
permission you need, you should be able to emerge from your lawyer’s 
office with a short agreement that you can then send to the copyright 
owner for execution. Use your common sense in whether to prepare 
your license yourself—the more important your project, the more 
money involved, and the longer the term of the license, the more you 
need to get a lawyer to advise you, even if you maintain contact with 
the owner of the copyrighted work yourself. And if the copyright 
owner sends you an agreement to sign or refers you to a lawyer, call 
your own—even an honest, principled lawyer is looking out for his or 
her own client, not for you. 

It is worth noting that none of the information in this chapter will 
do you any good at all if you forget that you need a permission. It 
happens more than it should that, in the course of researching a 
project, someone fails to make good notes about the source of a photo 
or piece of music or poem. Sometimes that photo or music or poem 
ends up, without even attribution, in the finished project. Faulty 
record-keeping can hinder you even if you do remember you need per- 
mission to use a copyrighted work—knowing you need permission to 
use a work when you no longer have information about the source or 
owner of the work can result in your having to backtrack through all 
your research to find that information. 

You should also remember that even if you have gone to the 
trouble of obtaining permission to use a copyrighted work, it is still 
copyright infringement if you exceed the permission you have been 
granted. This means that you need to predict your use, in all its 
dimensions (term of the license, territory of the license, purpose of the 
use, etc.), as accurately as possible, and also that you should be 
vigilant that the use you actually make of the copyrighted work does 
not stray over the boundaries of the written permission you secured. 
Be sure to comply with any condition that requires you to return 
original copies of the work to their owner or to destroy any excess 
copies that you make of the owner’s work. 

Remember that obtaining permissions takes time. Don’t wait until 
the last minute to request the licenses you need for your project. In 
fact, writing permission letters should be the first or at least a very 
early step in any project that would use one or more copyrighted 
works. If you do your research and write your letters early, you will 
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have established contact with the people you need to convince to grant 
your requests or will learn that you can’t find those people or that they 
won’t grant the permissions you need. In any event, you will be better 
positioned to adjust your project to the realities of the situation, such 
as that permission to use a work is unequivocally denied or that the 
copyright in a work has been sold and you must write another person 
for permission to use it. Early attention to permissions will help you 
avoid ending up, at the eleventh hour, without permission to use 
a work that comprises a big part of your nearly finished project. 

One word of warning about requesting permissions: never decide 
to use a copyrighted work after you have been denied permission to 
do so. Your transgression will be no greater than it would have 
been if you had never requested such permission, but your action in 
defiance of the denial of permission to use the work is likely to anger 
the owner of the copyright in it. Anger is an important ingredient 
in lawsuits. Further, your earlier request for permission to use the 
work may be used against you in court as evidence that the claimed 
infringement was not an innocent blunder. 

A far better course if you are denied permission to use a work that 
is critical to your own project is to write again to the person who can 
grant that permission. In this second letter, if you think that doing 
so would help your case, recount your credentials as a scholar, 
journalist, artist, critic, or the like. Describe your project in detail and 
emphasize the value of the copyright you want to use to the project as 
a whole. Finally, acknowledge the reservations of the copyright owner, 
but politely ask him or her to reconsider your request. You may even 
ask your publisher, if you have one, or someone who is noted in your 
field to write a similar letter. This sort of second assault may not 
produce the permission you want, but it can’t hurt; the worst that can 
happen is that the copyright owner will say no again or won’t reply to 
your letter. All that means is that you’re still where you were. 
However, as mentioned above, it also means that you should restruc- 
ture your project, substituting another work for the one you wanted 
to use. Or, if your project is really dependent on the work you have 
been denied permission to use, you may have to abandon it. An 
unfinished project, no matter how brilliantly conceived, is preferable 
to a lawsuit for copyright infringement any day. 


Chapter 9 
lf You Want to Sue 


P.. who believe that their copyrights have 
been infringed often have no idea how complicated copyright infringe- 
ment lawsuits are, and they have exaggerated ideas about how much 
money they can recover if they bring suit against the suspected 
infringer. Unfortunately, the contemplation of the large amounts of 
money you feel certain you’ll be awarded is often the most satisfying 
stage of a copyright infringement suit. As with most civil litigation, 
copyright infringement suits are more fun for plaintiffs to think about 
than to participate in. For defendants, lawsuits are no fun at all. 


Litigants and Lawyers 

Every ancient mapmaker knew that his very own country was the cen- 
ter of the world, but most were confused as to what lay over the hori- 
zon. They prudently decided that what they didn’t know could hurt 
them and often marked these vast terra incognita areas with the warn- 
ing “Heere Bee Dragons” to warn explorers of the perils there. If you 
have never been involved in a civil lawsuit, this is a wise attitude to 
cultivate toward suing and being sued, because today in the United 
States the dragons are Litigants and Lawyers. 

This doesn’t mean that there are no issues worth going to court 
over—litigation is sometimes the only way to settle some disputes or 
to pursue that elusive goal, justice. However, and especially with 
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regard to business disputes of any sort, litigation should be viewed as 
a last resort. In civilized countries, if your neighbor offends you, you 
do not engage him and his clan in a feud; rather, you file your 
complaint in a court of law and let a judge decide the dispute. 
Unfortunately, the U.S. judicial system is so complex that a lawsuit 
can leave you as bloodied as a fistfight; even if you win you are 
bruised by the experience. 

Because the “statute of limitations” (the period within which you 
must file suit) for copyright infringement is only three years from the 
date the infringer commits the infringing acts, don’t wait too long 
before you take your suspicions of infringement to a lawyer. (In the 
case of a continuing infringement, such as printing a large number of 
copies of a pirated book over a period of time, the statute runs from 
the date of the defendant’s last infringing act.) After three years your 
infringement suit may be barred. That is, the court will throw it out 
because you did not file it within the prescribed three-year period. You 
snooze, you lose. 


Beginning a Lawsuit 

If you decide to sue someone for copyright infringement, the first thing 
you must do is find an experienced copyright litigator to represent 
you. In Great Britain, lawyers are classified as either “barristers,” i.e., 
lawyers who represent clients in court, or “solicitors,” lawyers who 
counsel clients concerning every sort of legal matter, including 
lawsuits, but who do not represent clients in court. In the United 
States, there is no such formal division among lawyers, but most 
lawyers consider themselves primarily either counselors or litigators. 
If you have an established relationship with a lawyer you trust, it is 
probably a good idea to ask that lawyer to refer you to a copyright 
lawyer for evaluation of the merits of your claim. 

Deciding whether you have a real case is not a determination you 
should try to make yourself, even after reading this book. If you think 
someone has infringed your copyright, see a lawyer who’s well versed 
in copyright law. Most lawyers will not charge you for an initial 
consultation about a possible copyright infringement lawsuit against 
someone else. You'll need the objective evaluation an experienced 
lawyer can give you, since creative people are notoriously poor judges 
of whether their works have actually been infringed. Your lawyer 
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should be willing to tell you whether there has been an infringement 
and, if so, whether you’re likely to prevail in court. A competent 
evaluation of whether to bring suit in a suspected case of copyright 
infringement involves a careful analysis of the question of whether the 
suspect actions actually do constitute copyright infringement. For this 
evaluation, only a lawyer who is well versed in copyright law can 
reliably advise you. 

Copyright lawyers tend to be few and far between in some areas 
of the country. If your own lawyer can’t refer you to a copyright 
lawyer he or she knows personally, try to find a volunteer arts lawyer 
to evaluate your problem. Call the bar association in the largest city 
near you and ask for names of lawyers who specialize in copyright 
law. (This is distinct from intellectual-property law; copyright law is a 
variety of intellectual-property law, but that term also includes patent 
law and trademark law.) Check your local phone directory for volun- 
teer lawyers for the arts organizations in your area. Even if you don’t 
live in the New York area, the New York Volunteer Lawyers for the 
Arts (VLA) may be able to help you. The VLA Art Law Line—(212) 
319-ARTS, extension 1, Monday through Friday between 10:00 A.M. 
and 4 P.M. EST—is a free legal hotline staffed by law students and vol- 
unteer attorneys who field calls from artists and arts professionals 
seeking help with art-related legal questions. 

Another very good way to find a lawyer capable of handling your 
copyright case is to consult a trade organization that promotes the 
interests of people in your creative profession. For example, the 
American Society of Media Photographers maintains a good list of 
lawyers around the country who are experienced in copyright 
litigation. Most other similar organizations collect similar information 
for member referrals. If you inquire and your organization does not 
maintain a formal list of lawyers for referral purposes, try to talk to 
the executive director of the organization. He or she almost certainly 
will be able to give you some names of lawyers experienced in lawsuits 
similar to yours and may even be willing to confidentially evaluate the 
relative merits of the lawyers recommended. 

Whomever you find to evaluate your copyright infringement 
problem, if you don’t agree with the first lawyer you consult, get a 
second evaluation from another lawyer. 

Responsible lawyers will not bring frivolous suits on your behalf; 
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a lawyer has an ethical duty to determine that any lawsuit he or she 
files for you is founded on a reasonable interpretation of the law and 
that your allegations against your defendant are based in fact and 
are not merely unfounded claims. However, no lawyer can guarantee 
the outcome of any suit. The best your lawyer can do is make a 
prediction of your chances of prevailing based on her or his interpre- 
tation of the copyright statute and the precedents set by court 
decisions in similar cases. 

Remember, your lawsuit is brought in your name, not your 
lawyer’s; your lawyer is only a skilled agent acting on your behalf. It 
is your testimony that will be required, and you who stand to gain 
from any judgment in your favor. And it is you who will be 
footing the bill for all the work your attorney must perform to 
represent you adequately. 


Lawyers’ Fees 

Lawyers’ fees run from a low of around $125 per hour to $500 per 
hour or more in some cities. What your lawsuit will cost, in attorneys’ 
fees and costs such as court filing fees, costs of court reporters for 
depositions, and expert witness fees, depends mostly on how 
complicated the issues in your case are, how many people are 
involved, how well financed they are, how vigorously they defend 
against your claims, and whether the suit must be brought in another 
city or can be filed where you live. 

However, even a relatively uncomplicated suit can cost you several 
thousand dollars to bring to the point of trial. Complicated lawsuits 
involving multiple plaintiffs and/or defendants are a litigator’s dream; 
even despite his or her best efforts to bring the suit to a quick resolu- 
tion, the legal work involved may produce fat fees for several years. 

And although most clients who have been through an expensive 
lawsuit would hesitate to admit it, there’s nothing unfair about a 
lawyer charging for his or her work. If anything is unfair about a law- 
suit, it is the fact that circumstances compel you to be involved in one 
in the first place. All your lawyer can do is use every tactic at his or 
her disposal to get you out of it as soon as possible. 

Sometimes lawyers will agree to represent clients in lawsuits on a 
“contingency fee” basis. This means that the lawyer will represent the 
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client without payment for her or his services during the course of the 
lawsuit for a large share, usually one-third, of any sum eventually 
awarded the client by the court. 

Before accepting any case on this basis, a lawyer will look at the 
amount of legal work involved, the probable amount of damages that 
could be awarded, and the likelihood that the plaintiff will win the 
suit. This is because a lawyer who accepts a case on this basis earns 
nothing in return for sometimes literally years of work if the court 
rules against her or his client. And bringing a suit even on a contin- 
gency fee basis can still be expensive for the client, since the client may 
have to pay all the expenses of the suit, which can be considerable. 

Persuading a good copyright lawyer to take your case on a 
contingency fee basis may depend on the size of the pot of gold at the 
end of the lawsuit rather than the merits of your claim. If you have 
difficulty getting a big-gun lawyer to take your case on a contingency 
fee basis, look for a younger lawyer who, although possibly less 
experienced, will be perhaps more eager to earn his or her spurs as a 
copyright litigator. 

Another important question that must be answered before your 
lawyer will begin chasing an infringer on your behalf is that of the 
terms of the agreement you and your lawyer make concerning fees. It 
is ordinary that a lawyer working on a contingency fee basis will 
expect to be paid one-third of any recovery that his or her client 
makes, whether that recovery results from a settlement fee or an 
award of damages by a court. However, it is important to inquire 
whether the expenses of the suit are to be subtracted from the total 
recovery amount before or after your lawyer’s fee is calculated. This is 
a bargaining chip. If you are fortunate enough to have caught a deep- 
pocket infringer red-handed, your lawyer will look more favorably on 
a proposal that his or her firm advance the costs of your suit, with the 
understanding that the firm will be repaid when you win the suit. 
Expect that your lawyer will ask you to sign a written fee agreement 
before beginning work, even if you must pay all the expenses 
connected with the suit. This is only good business. However, get 
another lawyer to review the terms of the fee agreement if you do not 
fully understand them, especially if you believe your suit could 
produce a large cash settlement or award of damages. 
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Client Misconceptions 

If more people had fewer assumptions about lawsuits and the judicial 
process, the public image of lawyers as a group would be better. 
Clients somehow believe in their hearts that their lawyers can control 
the outcome of lawsuits and very often become disenchanted with 
their own lawyers, not to mention the lawyers of their adversaries, if 
they lose their suits. Judges decide cases based on laws passed by 
legislators who were elected by you. Lawyers are like guides through 
what is today in the United States often a legal jungle; they are stuck 
with the laws and the judges they encounter and must do their best to 
guide you through the litigation process, but they cannot change the 
basic rules by which the litigation must be conducted. 

Nevertheless, clients think, on some level, that all a lawyer has 
to do is reach into the bottom drawer of his or her desk, fill out a 
form marked “Lawsuit,” file it at the courthouse and—voila!—the 
worthless human being who has just been labeled the “defendant” will 
be hauled to a cell under the courthouse that very afternoon by two 
or more burly federal marshals. 

Unfortunately, it doesn’t happen that way. You may know that 
your defendant is dead wrong and a sneaky, dishonest person besides, 
and the defendant may know it, too, but before the court knows it, 
you have to prove it, while simultaneously fighting the best efforts of 
the defendant to avoid admitting that he did anything wrong. That’s 
why your lawyer will plot your lawsuit like a chess game and view the 
trial as a battle. 


The Course of a Lawsuit 
Litigation is a long process, and in real life, most of it takes place 
before the trial. The first thing your lawyer will do after investigating 
the facts surrounding your grievance against your adversary and the 
law governing your claim is to draft what is called your “complaint.” 
A complaint is a carefully worded document that sets out the facts 
of your dispute, relates them to the law, tells how the defendant 
has transgressed your rights under the law, and asks for certain 
“relief,” from and on account of the defendant’s transgressions, 
such as an injunction (an order from the court directing the 
defendant to do or to stop doing something) or an award of 
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damages (money awarded to compensate you for your losses or 
punish the defendant). 

Plaintiffs should know that lawyers always ask for more than they 
have any hope of actually receiving; those “million dollar lawsuit” 
headlines you see may result, long after the newsprint has faded, in 
actual awards of only a few thousand dollars, which may be barely 
enough to cover the legal fees of the plaintiffs. 

The lawsuit officially begins when your complaint is filed with the 
court. After the defendant is formally notified of the suit, he or she has 
a specified period of time within which to file an “answer” with the 
court which responds to each allegation made in the complaint, giving 
the defendant’s side of the matter. 

In many suits, before and sometimes also after the answer is filed, 
the defendant will file various motions objecting to one or another 
important procedural aspect of the lawsuit in an effort to have the 
case dismissed, or, at least, to delay its progress. Your lawyer must file 
a response challenging any such motion and must support your 
position with a written “brief,” which is a concise statement of the 
law and facts relating to the issue raised in the defendant’s motion 
and which is meant to educate the judge and persuade him or her 
that the defendant’s motion should not be granted. These motions, 
each countered by well-researched and carefully written briefs, can 
continue for a frustratingly long time. 

Meanwhile, another interesting and, for the lawyers, often lucrative 
part of the lawsuit is going on; this is “discovery,” the minuet between 
the parties to the suit by which each litigant “discovers” from the 
other as many facts as possible related to the lawsuit. Discovery tools 
include interrogatories (written questions), requests for production 
of documents (written requests for pertinent paperwork), and 
depositions (oral testimony taken out of court, but under oath and 
recorded by a court reporter). Discovery can also take forever. 

Once the complaint and answer are filed, all the motions are 
made, answered, and ruled on by the court, and discovery is complete, 
the case can be set for trial. Both your lawyer and the defendant’s 
lawyer will pore over all the facts they’ve gathered, assess the strengths 
of their arguments, and map out their plans to present those facts and 
arguments in court before the judge (if the trial is to be a “bench trial)” 
or the jury. 
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Experts 

One of the people whom you may be hiring at exorbitant rates is 
someone called an “expert witness.” Expert witnesses in copyright 
infringement cases may testify to prove several issues, such as: the 
originality of the copyrighted work; whether the defendant copied 
from the copyrighted work; whether the copied material constitutes 
protectable expression; whether audiences will perceive substantial 
similarity between the plaintiff’s work and the defendant’s work; the 
effect of the defendant’s actions on the marketability of the plaintiff’s 
work; and the portion of the defendant’s profits from the infringement 
that is due the plaintiff. Such testimony can be especially important 
in cases involving computer programs, where similarity between 
the works at issue cannot be judged by ordinary people. For example, 
the opinion of an expert may be necessary to determine whether 
the defendant tried to conceal the fact that the defendant’s computer 
program was copied from the plaintiffs program by translating the 
plaintiff’s program into another computer language. 


Settlement 

Lots of lawsuits are settled just prior to trial, sometimes literally in the 
hallway outside the courtroom just before the proceedings are to 
begin. This is because no one, least of all lawyers, wants to go through 
a trial if a settlement is offered on any basis that is at all acceptable. 
Even more persuasive is the attitude of most judges, who actively 
encourage settlements to reduce their heavy workload, to save 
taxpayers’ money, and to clear perpetually clogged court dockets. 

A settlement agreement between the litigants also usually 
eliminates the possibility that the lawsuit isn’t over even after the fat 
lady sings. Many losing litigants can find reasons to appeal the 
judgments entered against them by their trial courts. Sometimes they 
appeal up the ladder of courts more than once, on one ground or 
another, until all the people involved in the original lawsuit feel 
that they have unwittingly wandered into Charles Dickens’ famous 
never-ending fictional lawsuit, Jarndyce v. Jarndyce. 


Judgments 
If you win your copyright infringement suit, the court may issue a 
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permanent injunction that prohibits any further use of the work 
that violates your copyright. It may order the seizure and destruction 
of any copies of the infringing work. It may award you “actual 
damages” (the profits the infringer made from the infringing work 
and the money you lost because of the infringement) or, alternately, 
“statutory damages” (a range of money damages the court is allowed 
to award you in lieu of actual damages), the expenses of the suit that 
you’ve had to pay, and attorneys’ fees. Statutory damages available 
under the copyright statute now permit awards up to $150,000. 


Is It Infringement? 

1 You want to become a professional nature photographer, so you 
spend your weekends in state and national parks taking shots 
of every beautiful spot you find. You are especially pleased with 
a photo of a population of white trillium in full bloom that you 
took on your last trip to the mountains. The photo editor of the 
calendar published each year by your state’s tourism department 
likes it, too, and pays you for the right to use your photo on 
the cover of next year’s calendar. Since this is your first sale, you 
are ecstatic, and spend the money on a new camera. You are 
less ecstatic, however, when you find a new issue of National 
Geographic on the newsstand; the cover story for the magazine 
is about the very park where you found the trilliums in bloom 
and the cover of the magazine itself is practically a duplicate of 
your photo. You are incensed and want to sue. You call a lawyer 
on a referral list maintained by the local chapter of the American 
Society of Media Photographers and set an appointment. You 
want to ask him Is it infringement? 

No. Your lawyer is going to tell you that although the 
National Geographic Society has enough money to make suing 
it profitable, no judge is going to award you any part of that 
money. A defendant’s “deep pockets” only come into play if 
the plaintiff can prove that the defendant has transgressed 
some right of the plaintiff; apparently, you’re going to have a 
hard time proving that the Society did anything at all to you. 
You point out to your lawyer that the photo on the cover of 
the magazine is all but identical to your photo—that the photo 
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credit inside the magazine proves that the Geographic’s cover 
shot was taken in the very same park as your photo, that the 
two photos both picture trilliums in full bloom and were 
obviously taken within a day or two of each other, and that the 
same fallen log appears in the background of each photo. And 
you point out that your photo is no longer slated as the cover 
shot for the tourism calendar and is now going to be used merely 
as an inside photo, for April. But you admit, when your lawyer 
asks you, that the photo on the cover of the magazine isn’t 
yours and that there is no possible way that your photo could 
have ended up on the cover of the Geographic without your 
knowledge or permission. Your lawyer says that in the absence 
of some action by the Geographic that is prohibited by law, 

no harm, economic or otherwise, would be sufficient to turn 
your gripe against the magazine into a meritorious copyright 
infringement claim. He says that what you are experiencing is 
the intersection of coincidence and free expression, that the 
only thing that has happened is that the Geographic photographer 
had the same good idea for a photo as you and found the same 
beautiful natural scene to photograph, that such “coincidental 
similarity” does not constitute copyright infringement, no 
matter how closely identical the two photographs, and that the 
Geographic photographer had as much right as you did to 
photograph wildflowers in a national park. He says he won’t 
file a suit for you because there has been no infringement. 

And then he tells you your free consultation is over and that he 
needs to move on to another client, one whose problems may 
be more profitable. 

You are the creative director for a company that markets 
motivational products to businesses, and you have an inspiration 
one weekend while staying at the old summer cottage that your 
family has owned for decades. While poking through the book- 
shelves there, trying to find something to read, you come across 
a 1930 poetry anthology. Among the poems you find in the 
anthology is the famous Rudyard Kipling poem “If.” 

(“If you can keep your head when all about you, / 

Are losing theirs and blaming it on you; / 
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If you can trust yourself when all men doubt you .. .”) 

It sends a shiver down your spine when you read it and you 
realize that this is just the sort of inspirational material 

you need for the new series of “Leadership Lessons” posters 
your company is marketing. You take the poetry anthology 

to the office on Monday, photocopy Kipling’s poem, and give 

it to your art director so that he can have it typeset and design 

a poster around it. Your boss loves the resulting poster and 

has a copy of it framed for his office. You like it yourself, and 
feel pretty smug about finding the poem until a couple of months 
later when you are reviewing the catalog of new products from 
your company’s chief competitor and find a nice photo of a very 
attractive new poster they offer their customers—it’s the same 
Kipling poem, rendered beautifully in calligraphy and turned 
into a poster in your competitor’s “Life Lessons” series! You are 129 
livid and remember that you saw a sales rep for the competitor 
company at the printer’s the day you went there to watch the 
first copy of your poster roll off the press. You consult your 
boss. He is also unhappy, and tells you to call the lawyer who 
handles your company’s legal affairs. You want to ask her Is 

it infringement? 

Your lawyer compliments you on your new poster. She also 
likes the one your competitor is marketing. But she tells you that 
you have no reason to sue your competitor, and that she won’t 
even write a nasty letter to them. When you tell her that you are 
sure that the competing company rushed out its poster version of 
the Kipling poem after a sales rep for the company saw your new 
poster, she tells you it doesn’t matter. You are flummoxed, and 
feel that the law has let you down. She explains that even if you 
had the idea to turn “If” into a poster before your competitor 
did, it doesn’t matter. Kipling published the poem in 1910, which 
means that “If” has been in the public domain for some years. 
Nothing you did or could have done could change that fact or 
give you any rights in the poem superior to those of anyone else. 
Further, she tells you that the only thing that your competitor 
stole from you, if indeed it was stolen by the sales rep, was the 
idea to turn “If” into a motivational poster and that, in that 
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case, there has been no crime because the copyright statute 
specifically does not protect ideas. Your competitor—and anyone 
else who happened to discover what you were doing—can mimic 
your poster with impunity. She also tells you that even though 
your competitor’s poster is very similar to yours, there is very 
little basis for a lawsuit, since you and your art director have 
added almost nothing in the way of original, copyrightable 
content to Kipling’s poem. The color scheme you used is not 
protectable. The typeface you chose is not protectable. The 
poster size and the fact that it is printed on high-quality archival 
paper are not protectable. And the poem itself, the only part of 
the poster that would in ordinary circumstances be eligible for 
copyright protection, has already enjoyed all the copyright 
protection the U.S. government (and other governments of the 
world) will give it and is now available for anyone to use for any 
purpose, without permission from Kipling’s heirs or anyone else. 
Your lawyer asks if she can keep your poster—she wants to put 
it on the wall of her office. You tell her to keep both posters and 
leave. Dejected, you try to remember what Kipling recommended 
in the part of his poem that says, “If you can meet with triumph 
and disaster . . .” Then, when you get back to your own office, 
you look at the old book of poetry again and start thinking 

of the possibilities for a 1914 poem by Edgar A. Guest called 
“{Somebody Said] It Couldn’t Be Done.” You also start buying 
up all the old poetry books you run across because you want 

to find more great inspirational public domain poems. 

You are a graduate student in women’s studies and are very 
excited when you receive a letter from a university press telling 
you that they want to publish your dissertation as a book. 

Your dissertation is a critical biography of the life and works 

of a now-forgotten blues singer who spent her last years with 
her niece, in your hometown. When she died, the singer donated 
several large boxes of letters, scrapbooks, and memorabilia 

to the library of the small college where you studied as an 
undergraduate. You ran across them one day when you were 
trying to avoid studying for a French exam and, later, began 

a serious study of them during one Christmas break when you 
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were visiting your parents. You see great academic success— 

a prestigious job, tenure, maybe even an endowed chair—in 
your future. Then, only a few months after your dissertation 

is accepted by your department, as you are revising it for 
publication, you see an announcement for a one-woman play 
based on the life of your blues singer. The playwright and 

only performer is your college nemesis, your old roommate Kay, 
who only knows about your blues singer because you told her. 
You are very upset because you feel sure that Kay’s silly little 
play will cheapen the life of your blues singer by focusing on her 
affairs with several prominent men of her day rather than on 
the songs she wrote and sang, and her struggles against racism. 
You consult a lawyer to find out Is it infringement? 

The first thing your lawyer asks is whether Kay has had 
access to a copy of your dissertation. You tell him no, that no 
one but several of your professors and one of your fellow Ph.D. 
candidates has seen your dissertation or any of the research 
materials you gathered. Then he tells you that Kay would have 
been guilty of copyright infringement if she had based her play 
on your dissertation because she would have been using your 
dissertation to prepare a “derivative work”—the play—from it 
without your permission. You tell him that Kay hardly ever 
darkened the door of your college library during the years you 
studied literature and she studied drama, and that you know for 
a fact that she would never have even known about “your” blues 
singer if she had not found out from you what an interesting 
life the singer had led. He tells you that this is immaterial, that 
before you can sue Kay for infringement of your dissertation you 
must be able to prove that she had access to your dissertation 
to make such an infringement possible. You tell him that you 
have heard from mutual friends who have seen rehearsals of 
Kay’s one-woman play that there are many similarities between 
her play and your dissertation. He tells you that any similarities 
between her play and your book must stem from the fact that 
they concern the life of the same woman—that any such similarities 
derive from the necessity of portraying the life of your blues 
singer factually. Then he asks you why she couldn’t have simply 
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researched the life of your blues singer using the same papers 
and other materials that you examined. You admit that you have 
heard that Kay has, since college graduation, found her way to 
your college library more than once to examine those materials. 
You voice your fears that her play will hurt sales of your book, 
when it is published, because people will have grown tired of 
hearing about your blues singer because of publicity for Kay’s 
play. Your lawyer says that any diminishment of public interest 
in your book that can be attributed to Kay’s play is simply a 
result of life in a society that values free enterprise and free 
speech, in art and scholarship as well as in business. You reject 
his ideas that you ask Kay to furnish you with a back-cover 
blurb for your book or that you use a picture of her onstage in 

a slinky satin gown on the book cover. Then he tells you, 
essentially, “that’s all she wrote”—that there is nothing left to 
discuss because there has been no infringement and you have 

no ground for a lawsuit. You leave. But then you remember that 
your uncle is the editor of your hometown newspaper. The 
following week you send him a flattering photograph of yourself 
wearing your new Ph.D. cap and gown, along with a press 
release about your forthcoming book. You ask your uncle to run 
a story about you. You consider also asking him to arrange for 
Kay’s play to receive a bad review, but then you don’t, since 
scholars such as you are above such petty jealousies. 

You work for days composing a ballad about the founding of the 
small city where you live. You call it “Oh, Town on the Prairie” 
and sing it at the annual Founders’ Day celebration. You accom- 
pany yourself on your guitar and, even if you do say so yourself, 
you sound pretty good. You receive many compliments on your 
composition and performance and hope that you will be asked to 
sing your song as a part of every Founders’ Day celebration. 
But, the following year, you are surprised to hear that another 
member of the Founders’ Day planning committee, a smug little 
blueblood named Harold, has recorded his own ballad about the 
founding of your town; his song is called “Sweet Home on the 
Prairie.” Further, when you buy a copy of the CD he is selling in 
local stores, you are astonished to find that the lyrics of his song 
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are very close to yours, as is the melody, which, like yours, is 
a version of the tune for the old Scottish ballad “Flow Gently, 
Sweet Afton.” You take your guitar and the CD down to your 
lawyer’s office that same afternoon. You want to ask your 
lawyer Is it infringement? 

Your lawyer listens patiently as you sit on the sofa in his 
office and play and sing your song. He is very interested in your 
story about the poaching of your song and agrees with you, 
when he plays the CD of “Sweet Home on the Prairie,” that the 
lyrics of that song are practically identical to those of your song. 
Then, he tells you that, because he is not a copyright specialist, 
he will have to consult with a law school buddy of his and 
get back to you on the question of whether there has been an 
infringement. He asks you to leave him a tape copy of your 
song for purposes of comparison. You offer instead to sing 
“Oh, Town on the Prairie” for him again and tell him that 
you've never recorded or written down the song in any form 
because your song is a pure product of your imagination that 
you composed in your head behind the counter at the hardware 
store where you work and that you know it so well that you 
have never felt the need to write it down. He declines a second 
performance and says he will call you the following day. You 
can hardly wait to hear from him, but, when you do, you are 
unhappy. Your lawyer tells you that, for several reasons, you 
have no reason for threatening to sue the guy who stole your 
song and that you’d better tear up the long letter about him 
that you had planned to send to the Founders’ Day planning 
committee and the editor of your local paper. You are astonished 
to hear him say this, but when you stop hyperventilating, you 
listen to what he has to say. He says that there are several 
factors that keep you from naming Harold in a federal copyright 
infringement lawsuit, and he enumerates them. The first is that 
the melody for your ballad is a public domain melody, written 
by one Alexander Hume in 1786 to turn a poem by the famous 
Scottish poet Robert Burns into a song; because you don’t and 
can’t own the public domain music, you can’t prevent anyone 
else from using it, for any purpose. But what, you ask your 
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lawyer, about Harold’s obvious ripoff of your lyrics. Your lawyer 
then tells you that because you have never reduced your lyrics 

to writing, those lyrics—the only portion of “Oh, Town on the 
Prairie” that is eligible for copyright protection—are not protected 
by copyright. You are astonished to hear this and tell him that 
his law school buddy must not be much of a copyright expert, 
because you read in a book in the library just that morning 

that any work is protected by copyright from the moment it is 
created. Then he corrects you, telling you that you should have 
read a little further, that, under U.S. law, a copyrightable work 
is automatically protected by copyright when it is reduced to 

a tangible form, not simply when someone like you creates it in 
his head. You say, “Oh.” You ask whether this means that your 
song belongs to Harold now. Your lawyer reassures you that you 
still own your song, but that Harold owns his song, too, despite 
the fact that he stole almost all of it from you and Alexander 
Hume. He then advises you that if you are going to write songs 
to get a boom box with a cassette recorder or even to call your 
voice mail and sing your song to yourself that way. You tell him 
you will do so and promise not to say anything defamatory 
about Harold. You also spend the afternoon gloating over the 
fact that although Harold is two years younger than you he has 
lost almost all his hair. And he has never had much of a chin. 
You feel only a little better. 


Chapter 10 
Licensing and Selling Copyrights 


I. market determines how much income you 
can create from a copyright. And it does work just in that way— 
you are the creator of both the copyrighted work and any income it 
produces. In order to get someone to reach for a checkbook, “name” 
writers, painters, and songwriters have only to call up the agent or 
publisher who made a lot of money off their last project and say, “It’s 
finished.” (J. K. Rowling could probably get six figures for her grocery 
list.) But very few creators are in this enviable position; most of us 
must actively sell and then promote what we create in order to turn it 
into income. 


Money in Your Mailbox 

A big obstacle to amassing a fat bank account is time. How can you 
write War and Peace if you can only work at night, after putting in 
a hard day at the office and getting the kids to bed. This is another 
question no one really knows the answer to—obviously some creators 
have figured out how to devote to their work the time necessary to 
create masterpieces (or, at least, fat bestsellers), but even they couldn’t 
really tell you how to juggle the competing responsibilities of life and 
a job with creative work. 

And if you manage to produce something that you think is 
saleable, how much is it worth? One of the hardest balances to strike 
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is that between having a healthy regard for the value of your work and 
having an inflated opinion of its worth. People take you seriously 
when you cost a lot; it’s illogical (Gandhi was a modest, self-effacing 
man, but we all know he and his work were very valuable) but true. 
It’s hard to achieve the “snob appeal” of becoming an overpriced 
artist or author when no one will give you even enough to pay for 
the canvases or printer cartridges you used to create the work that 
won’t sell. 

As a practical matter, no one really has a surefire formula for 
creating income from copyrights, despite the hundreds of books 
published every year about “How to Become a Hit Songwriter” 
and “How to Write a Bestseller.” This is because the tastes of the 
consuming public—the people who spend $25 for the newest Sue 
Grafton novel or nearly $20 for the latest Shania Twain CD or 
thousands for a Thomas Kinkade painting—are fickle. Today’s New 
York Times’ bestseller may clog the tables at garage sales in a year or 
so. That means trying to become a big enough part of popular culture 
to produce even a living wage is a gamble. 

But a lot of smart people take that gamble. Mick Jagger decided 
years ago that he was the best person to make decisions about the 
business of the Rolling Stones (his degree from the London School 
of Economics didn’t hurt). And there seems to be a steady stream 
of lawyers (John Grisham is the best example) willing to give up 
practicing their profession in order to write mystery novels. Some of 
the gamblers win; others never get to give up their day jobs. 

If you want to earn real money from what you create, you’ve 
got to have a working knowledge of how the products of your 
imagination can be turned into car payments. The best way to do this 
is to become an expert in the business of your area of commerce— 
book publishing, the art world, advertising, etc. If you are as obsessive 
about learning who bought what for how much and why as you are 
about working at your craft, you’ll be able to do the best job possible 
with whatever you create. Although making a living from your copy- 
rights is never a sure thing no matter how talented you are (van Gogh 
sold almost no paintings during his lifetime), educating yourself to 
the methods and customs of the arena of art you have chosen is 
an important step in getting serious about earning from your art, 
whatever variety of art you produce. 


Licensing and Selling Copyrights 


In addition, try to begin to view your copyrights as pies. A clever 
baker would offer pies cut into slices as well as whole pies. That’s 
what people whose copyrights earn income for them do—they figure 
out how to divide their infinitely divisible copyrights into pieces and 
sell or license them as wholes and in pieces, over and over again. 
Selling any tangible property more than once would be illegal and 
could land you in jail, but selling or licensing a copyright, in whole 
or in part, more than once is not only legal, it’s smart—so long as 
everybody involved understands what’s happening. 

Think of it this way: a copyright extends through time (it will 
endure until seventy years after your death, under ordinary 
circumstances) and through space (geographic space, but also 
cyberspace and the “area” covered by certain uses—e.g., “areas” of 
trade such as movies or books). In addition, copyrights are divisible— 
that is, the rights that copyright embodies may be divided and sold 
one at a time or in pairs or according to any division you can 
imagine. This means that you can sell your whole copyright to a book 
publisher for the full term of copyright and for the territory of the 
world. Or, you may sell only the right to publish a book you wrote 
during only the next five years and only in English, to be distributed 
only in English-speaking countries. 

Or you might turn a speech you wrote for a corporate client into 
an essay that is sold to both an American magazine and a British 
one and still use it later as the basis for a book on the same topic or a 
chapter in an anthology. Besides creating something others want, this 
is the secret to producing income from your work—that what you 
have created is not a pie so much as it is six or eight tasty desserts that 
can be sold to as many people. This is where a good understanding of 
licenses (both nonexclusive and exclusive licenses) is important—if 
you can sell a piece of your copyright for a while in a defined “area,” 
you can sell it again later for more money and no one will object. 

But don’t forget assignments of copyright. The outright sale of 
your copyright may be advantageous—if they want to buy the 
copyright in your painting or song and they offer enough money for 
you to sell it to them, you’ll go back to work and create another copy- 
right, right after you return from the bank. The question in the case of 
an assignment of copyright, as with exclusive licenses of copyright for 
all or most of the full term of copyright and for most or all of the 
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applicable territory, is whether the price offered is sufficient. Only you 
can answer this, and the answer you give will change as you become 
more expert at your craft and your reputation grows. The same is true 
of works-for-hire—if the money is right, it can overcome any other 
objections you have. 


Choice of Method 
Once you understand the differences between copyright licenses and 
assignments and work-for-hire agreements, you can gauge which is 
appropriate and fair in a given situation. It’s simply a matter of con- 
sidering the rights conveyed by each in light of the practical aspects of 
the situation. 

In the case of a specially-commissioned work, an assignment is 
like a sales contract by which a freelancer transfers all copyright rights 
in a creative work to a commissioning party; in the assignment, the 
freelancer can negotiate a “sales figure” that adequately compensates 
him or her for his or her services in creating the work and for the sale 
of the copyright for the period of time agreed upon. If the assignment 
transfers rights in an existing work, that is, a work not specially 
commissioned, the freelancer’s compensation may be less. 

With an exclusive license, the freelancer also negotiates both the 
duration of the license (which is like a lease period) and a fair price for 
giving up the rights of copyright for that time period, but further bases 
his or her price on the scope of the exclusive license; that is, he or she 
considers the rights retained as well as those bargained away. 
Copyright owners who grant nonexclusive licenses consider the same 
factors, but the prices they can command will probably be much 
smaller than for an exclusive license, since the copyright owner 
who grants a nonexclusive license doesn’t give up the right to 
again grant the same permission to use the work—to one or a hundred 
other people. 

It is to the advantage of an assignee or licensee to include 
language in an assignment or license agreement that allows the 
editing or other modification of the work to accommodate its intended 
use. It is to the author’s advantage that the assignment or license 
agreement include language that provides for a re-use fee whenever 
the work is used. 


Licensing and Selling Copyrights 


A work-for-hire agreement, which really should be used only in 
situations that fit the copyright statute’s requirements for works-for- 
hire, is the most exhaustive way of vesting rights in a commissioning 
party. This is because in a work-for-hire agreement a freelancer 
forfeits not only any ownership of the copyright in the work but also 
any right to further payment for any use of the work. He or she has 
no say as to how the work is used and cannot even demand credit if 
the work is displayed or published. Fair-minded business people will 
demand work-for-hire agreements only when they are really necessary 
and will be prepared to pay the freelancer enough to compensate him 
or her appropriately under all the circumstances of the situation. 

In any business situation involving intangible properties like 
copyrights, it’s smart for all parties to have a very good idea, in 
advance, of their respective rights and obligations. In the past, the law 
accommodated the assumption that any specially commissioned work 
was prepared as a work made for hire. This is not now the case, and 
anyone whose business involves the creation or use of copyrights must 
adjust to this new reality and leave less to unvoiced assumptions. 

This book’s appendixes include four form agreements for 
transferring interests in copyright: a nonexclusive license (Appendix 
C), an exclusive license (Appendix D), an assignment (Appendix E), 
and a work-for-hire agreement (Appendix F). The language of the 
agreements is essentially the same except for the paragraphs which 
specify what rights are conveyed. If you read these agreements you 
should understand better how copyrights operate in the marketplace. 
You may also want to copy one or more of them for your own use. 


Written Agreements 

A contract is a set of legal rights and responsibilities created by the 
mutual agreement of two or more people or business entities— 
the “rules,” so to speak, by which a particular business relationship is 
to be run. A contract is the agreement itself, not the paper document 
that memorializes the agreement. In fact, many contracts don’t even 
have to be in writing to be valid, although, as we shall see, written 
contracts are almost always a good idea. 

Except in old movies, written contracts do not depend for their 
effectiveness on complicated legal language. The goal of a good 
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contract lawyer is to “draft,” or write, a document that sets out in 
completely unambiguous language the agreement reached between 
the parties. This generally means that, the more clearly a contract is 
written, the more effective it is as a contract; but eliminating 
ambiguity may also require more detailed language than most people 
are accustomed to using and may result in a much longer written 
agreement than the contract lawyer’s client thinks is necessary. 
However, in a skillfully drafted agreement every provision is necessary. 
Even in the case of an apparently simple agreement, a good contract 
lawyer will write an agreement that not only specifies what happens 
when the agreement is working but also what happens when it 
stops working. 


The Structure of a Contract 
There is no particular “architecture” required to make a written 
document a contract. What determines whether a document is a 
binding agreement is the content of the language, not the form in 
which the language is arranged in the document. Yet there are 
certain standard sections into which formal written agreements are 
customarily divided. 

The introductory section of a formal written agreement gives the 
names, and sometimes the addresses, of the parties to the agreement, 
indicates their legal status (an individual doing business under a 
trade name, a partnership, or a corporation), gives the short terms by 
which the contracting parties will be referred to in the agreement 
(“Megan Clark Bowers, hereinafter referred to as the ‘Writer’. . .”), 
and specifies the date the agreement is made or is agreed to 
become effective. 

The “premises” section of a formal written agreement sets out, 
sometimes after the word “Whereas,” the set of circumstances upon 
which the agreement is founded, or “premised.” This section makes 
certain representations about the facts that have influenced the 
parties’ decision to enter the agreement and, although it may look like 
excess language to nonlawyers, in reality it sets out information that 
could be important if, in a lawsuit based on the agreement, a court 
had to “construe,” or interpret, the written agreement in order to rule 
on the intent of the parties when they entered the agreement. 


Licensing and Selling Copyrights 


In the body of the written agreement, most contracts enumerate 
the various points of agreement between the parties in a series of 
headlined paragraphs, each of which sets out one facet of the 
agreement and all of which probably use the word “shall” to indicate 
the mandatory nature of the action expected from each party. 

Besides all the major points of the agreement, a formal contract 
will also contain what are sometimes entitled “miscellaneous 
provisions” and what lawyers often call “boilerplate.” These 
provisions look unnecessary to most nonlawyers, since, among 
other things, they set out methods for handling various contingencies 
that may never occur, but they can be crucially important. For 
example, one standard miscellaneous provision provides that any 
lawsuit based on the agreement will be filed in the courts of a 
specified state or city and that any dispute will be decided according 
to the laws of a specified state. This sort of provision can determine 
whether you sue to enforce your agreement in your home state or, 
at increased expense, in a distant city. 


The Benefits of Written Agreements 

No lawyer can include any provision in any written agreement that 
will compel ethical conduct from a dishonest person. The best any 
lawyer can do is to include provisions in the written agreement that 
prescribe penalties for failure to abide by the terms of the contract, 
and even this will not ensure that a dishonest person does not act 
dishonestly. Your best protection against truly dishonest people is to 
avoid entering agreements with them, since a true renegade has little 
fear of lawsuits. In any event, having to go to court to obtain what, by 
rights, you were due under the terms of the agreement you made is an 
expensive, time-consuming, and frustrating experience. 

Many businesspeople, especially those who work in the creative 
fields, assume that written contracts between people who know 
and trust each other are unnecessary and that having lawyers prepare 
a written agreement in such a case is an avoidable expense. Neither of 
these assumptions is true. Even if you enter a business agreement with 
another ethical person, a written agreement is necessary, for precision 
and for documentation. 

Even honest and knowledgeable people sometimes fail to 


I4l 


142 


THE COPYRIGHT GUIDE 


communicate to each other all the terms of their agreement. Putting 
an agreement in writing lets both parties “see” their agreement and 
provides an opportunity for them to negotiate points of the agreement 
they have previously omitted from their discussions. Further, a written 
agreement serves to document the terms of the arrangement through- 
out the life of the business arrangement. Human memory is fallible; 
even honest people can forget the precise terms of their agreements 
if they are not written down. And a written agreement can be crucial 
to proving the existence of the agreement if one of the people who 
originally made the agreement leaves his or her job for another 
company or, in the case of an individual, dies. 

Generally, then, the more complex the terms of the agreement and 
the longer its duration, the more it should be documented in writing. 
Further, while it is desirable and good business practice to reduce 
almost any agreement to writing, some sorts of agreements are not 
valid or enforceable unless they are in writing. For example, the 
U. S. copyright statute requires assignments and exclusive licenses 
of copyrights to be in writing and provides that no creation of an 
independent contractor can be a work made for hire unless there is 
a written agreement to that effect. And contracts that may not 
be performed within a year are required, almost everywhere, to be 
in writing. 

All these are good reasons for consulting a lawyer when you 
enter an agreement of any importance. A good contract lawyer who is 
familiar with your business and your concerns can not only help you 
define and document your agreement, but can advise you concerning 
the law that governs your business relationship and suggest contract 
provisions that can help you reach your goals and avoid disputes. 


Negotiating Contracts 

Consulting a lawyer can be just as important, or even more important, 
when the written contract was drafted by lawyers for the other party. 
In any business agreement it is important to remember that there 
are actually two sorts of possible written contracts documenting the 
relationship—their version and your version. 

This is especially true when the contracting parties are not equal 
in power, such as when a freelancer is presented with an agreement 
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drafted by a publishing company. Having a lawyer on your side in 
a situation like this can help you feel less like David confronting 
Goliath. Your lawyer can explain complex contract provisions to you 
and, by negotiating on your behalf, turn the offered agreement into 
one that allows you more control, gets you paid more quickly, and is 
generally more favorable than the unnegotiated contract you were 
offered originally. 

However, your lawyer must know something about your business 
before he or she can do an effective job for you. If you take a 
work-for-hire agreement to your friend the real estate lawyer and 
he says, “Great! Pve always wondered what one of these things 
looked like!” it’s time to consult another lawyer. 

Nobody ever fights over an unsuccessful project. The more 
successful your book or song or film, the more important it is to have 
the agreements concerning it reduced to unambiguous writing. This 
is true in most areas of business, but it is especially true with regard 
to any sort of intellectual property. Copyrights are intangible, but they 
are valuable, and their ownership and the business arrangements 
surrounding them should be in writing, on paper, in contracts. 


143 


144 


Chapter 11 
Protecting Your Ideas 


B... copyright law does not protect ideas, 
methods, or systems, the best protection for valuable ideas is secrecy. 
Such ideas, methods, and systems are called “trade secrets” and are 
defined in the Uniform Trade Secrets Act (which is a reliable guide to 
trade secret law generally even though it has not been adopted by 
every state): 
Information, including a formula, pattern, compilation, 
program, device, method, technique, or process, that: 
(i) derives independent economic value, actual or potential, 
from not being generally known to, and not being readily 
ascertainable by proper means by, other persons who can 
obtain economic value from its disclosure or use, and (ii) is the 
subject of efforts that are reasonable under the circumstances 
to maintain its secrecy. 
There are, then, three requirements for trade secret protection: 

e the secret must be maintained in secrecy; 

e the secret must be novel (that is, not generally known in the per- 
tinent trade or industry); and 

e the secret must give its owner a competitive advantage over those 
who do not know or use it. 
In addition, the owner of the trade secret must show the existence 

of a contractual or confidential relationship between the owner of the 


secret and the person or company that could use or disclose it; this 
contract or relationship must prohibit the use or disclosure of the 
trade secret. 

Although copyright offers no protection for trade secrets, originators 
of such valuable ideas may create a legally enforceable contractual 
obligation by the careful use of a nondisclosure letter. (It’s confusing, 
but these letters are also sometimes called “disclosure letters,” as in, 
“I will disclose my trade secret to you but only on condition that you 
promise not to exploit it without me or tell anyone else about it.”) 
Nondisclosure letters are merely agreements, in the form of a letter, to 
preserve trade secrets. They may be used whenever the originator of 
an idea reveals the idea to someone who is in a position to exploit it. 
Examples of situations in which a nondisclosure letter would be 
useful to the originator of an idea, method, or system are: 

e the submission of the prototype for a poster or calendar to 

a publisher; 

e the submission of a business plan for using a 900 number in 

a novel way to a potential backer for the venture; 

e the submission of a proposal for an improved system 

for managing the use of expensive medical equipment to 

a healthcare facility; 

e the submission by an advertising agency of a proposed 
advertising campaign to a prospective client; and 
e the submission of the prototype for a stuffed toy to a 

toy manufacturer. 

Nondisclosure letters don’t have to be long or contain particularly 
stern legal language in order to be effective. The form nondisclosure 
letter reproduced later in this chapter will adequately protect you in 
most situations. Besides any legal effect of a nondisclosure letter, such 
a document also impresses upon the people to whom you submit your 
idea that you are claiming ownership of the idea and that you expect 
them to respect your rights in it. No written document can do much 
to impede the underhanded schemes of truly unethical people, and the 
enforceability of the agreements contained in nondisclosure letters 
varies from state to state, so it is wise not to rely entirely on your 
nondisclosure letter to protect your idea. Although secrecy is still the 
best defense against the possibility that someone will exploit your idea 
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without your participation, unless you own your own cannery, your 

method for preserving the vitamin content of canned vegetables will 

never earn you a penny unless you tell Hunt’s or Del Monte about it. 

The most practical approach to protecting your trade secret is secrecy 

in combination with the judicious use of a nondisclosure letter. 

Along these lines, there are several simple measures you can 
take to improve your chances of foiling anyone who may be inclined 
to appropriate your idea without your permission. 

1 Reduce it to writing. Never simply describe your idea verbally to 
anyone to whom you submit it. Reduce your idea to a proposal, 
complete with a full written description of how your idea would 
work and could be exploited and drawings or photos of any 
prototype. However, if it is possible to communicate your idea 
adequately without describing every facet of it, omit whatever 
you can from your proposal. This approach is the equivalent 
of removing the firing pin from a gun or neglecting to include 
the secret ingredient when you give your famous eggnog recipe 
to your neighbor. At the least, don’t include in your proposal 
actual working diagrams drawn to scale—use a representational 
drawing that is unsuited for use in manufacture or delete 
important specifications from a working diagram before 
reducing it in size. The more complete the information included 
in your proposal, the more likely that someone could get the 
idea to eliminate you from the manufacturing loop. 

2 Corral your proposal. Put every element of the proposal that 
explains your idea into a presentation folder and number the 
copies of your proposal. This allows you to bring the right 
number of proposals to meetings with potential exploiters of 
your idea. It may not hurt to let the people to whom you give 
copies of your proposal observe you writing the numbers of their 
copies of your proposal opposite their names on a list of those 
who receive your proposal for review. Keep track of proposals 
that remain in the hands of others while they consider your idea 
and get them back so they don’t float around in the file cabinets 
of some company looking for ideas or wind up in the hands of 
the unscrupulous brother-in-law or employee of someone who 
would never dream of using your idea without your permission. 
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3 Use copyright notice. Even though copyright notice is optional 
for works first published on or after March 1, 1989, and has 
never been required for unpublished works such as your proposal, 
using it on any copies of your proposal that leave your hands 
will indicate that you reserve your rights in that proposal. 
Copyright will not protect your basic idea, even if that idea is 
embodied in a written proposal, but it will protect your written 
and visual expressions of your idea. Copyright protection for 
your expressions of your idea offers no protection at all from the 
possibility that someone will read your proposal, comprehend 
your idea, and decide to execute it; use of a nondisclosure letter 
is designed to do this by documenting the promise of any person 
who signs it to refrain from exploiting your idea without permis- 
sion. However, if someone who sees your proposal notes that 
you have included your copyright notice on it and believes that 147 
executing or exploiting your idea would somehow violate copy- 
right law, that’s not your problem. Copyright law is a matter of 
public record; if someone’s misapprehensions about the law keep 
him or her from engaging in unethical behavior, so much the bet- 
ter. Use the following form of copyright notice for an unpub- 
lished work: Unpublished work © Robert W. Wilson. (Do not 
use a year date, since this denotes the year of first publication of 
the work.) Use this legend on the title page of your proposal and 
on each separate element of it, such as a drawing or photograph. 

4 Scare them. In addition to using copyright notice, you should 
include extra “no trespassing” language wherever your copyright 
notice appears. This extra language will have no actual legal 
effect but may have a certain in terrorem effect; that is, it may 
scare people. Your scary language should be formal but shouldn’t 
overstate the punishment an idea pirate will encounter. It should 
also include your name and address so that proposals that fall 
into the hands of anyone besides those you give them to can be 
returned. A good form for in terrorem language is: “All rights 
reserved. The design for a child’s plush toy in the form of a 
black-and-white-polka-dot brontosaurus and the associated 
information embodied and disclosed in this document are strictly 
confidential proprietary information. Any disclosure of any 
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feature of that design or any portion of that information may 
subject the person or entity making any such disclosure to legal 
action. To avoid liability, return this document promptly to Robert 
W. Wilson, 728 Williams Street, Murfreesboro, TN 37902.” 
Warn them and be ready to walk. Let everyone to whom you 
present your proposal know that you will be asking them to sign 
a copy of your nondisclosure letter before you present your idea 
to them. You may even consider sending the necessary copies of 
the nondisclosure letter in advance of your meeting in order that 
the people whom you expect to sign it may read and consider it. 
In any event, collect signed nondisclosure letters from everyone 
present when you meet with them to make your presentation. 
Make no exceptions; be prepared to call off the meeting if 
anyone refuses to sign. 

Don’t sign their paper. Never sign their nondisclosure letter— 
not without the advice of a lawyer, anyway. Companies that 
often evaluate ideas that originate outside the organization some- 
times offer people who have ideas to peddle form nondisclosure 
letters that are carefully drafted to give the companies the 
maximum latitude in using the ideas presented to them. It is 
unlikely that one of these nondisclosure letters will give you the 
protection you want; in fact, you may seriously diminish your 
bargaining power if you sign one. Many reputable companies 
will tell you up front that they will not look at your idea until 
you sign a nondisclosure letter. Ask for a copy of their form 
letter and take it to a lawyer for an explanation and possible 
negotiation of terms more favorable to you before signing it. 


FORM NONDISCLOSURE LETTER 


(For use in submitting ideas, methods, or systems to those who could 
exploit them for profit) 


Robert W. Wilson 
728 Williams Street 
Murfreesboro, Tennessee 37902 
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2 


November 20, 2003 


Jarvis Bigshot, Vice President 
The Cuddly Toy Company 
21784 Industrial Drive 
Madison, Wisconsin 20087 


Dear °Mr. Bigshot: 

I am today submitting to you for your consideration my idea 
and design® for ’a child’s plush toy in the form of a black-and- 
white-polka-dot brontosaurus named “Bronte” containing a 
microchip device that plays the melody for the song “Dem Bones” 
when the stomach area of the toy is depressed. 

I submit my prototype design and the documents that express, 
explain, and illustrate it to you at your request and with the 
purpose of allowing you to consider entering a formal, written 
agreement with me whereby I would grant *The Cuddly Toy 
Company the right to develop, manufacture, and market products 
based on my design. 

My disclosure to you of the information embodied in my 
prototype and in the documents submitted with it is made in 
confidence and in consideration of your promise that neither you 
individually nor your company will disclose or reveal any part or 
portion of the ideas or design embodied in that prototype or those 
documents, that you individually and in your capacity as an 
officer, employee, or agent of "The Cuddly Toy Company will 
exercise your best efforts to diligently guard against any disclosure 
to any other person or entity of any of the information or ideas 
embodied in the submitted materials or of the existence of my 
design or its description or the concept upon which it is based. 

You further promise that no use or exploitation of any sort 
whatsoever of my design or of any portion of the information 
embodied in the documents I submit to you, whether protected 
under patent or copyright laws or not, will be made by you or 
The Cuddly Toy Company until and unless a written document 
setting out fully the terms of any agreement that may be reached 
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between me and "The Cuddly Toy Company is executed by me 
and an authorized representative of your company. You agree that 
any use by you or The Cuddly Toy Company of any of the infor- 
mation, ideas, concepts, inventions, or other features embodied in 
the materials I submit to you today would cause me irreparable 
harm and entitle me to money damages and an injunction pre- 
venting your further such actions. 

You further agree to return to me all the materials I 
submit to you today upon my request or on or before a date ‘ten 
business days after our meeting, whichever occurs first. 

If you agree to the foregoing terms, please countersign 
this letter in the space provided below and return it to me. 
Sincerely, 


Robert Wilson 

Agreed and accepted: 

The Cuddly Toy Company 

By: 16 , an authorized signatory 
Signature 


Print Name Here 


Form Nondisclosure Letter: Notes 
Insert your name and address here, or use stationery preprinted 
with your name and address. 
Use the date of your meeting with the person or company to 
whom you are submitting your idea. 
Insert the name and title of each person with whom you arrange 
to meet. Take pains to use the correct name and title. Your aim 
is to document the names of the people who see your proposal 
and, if you are submitting your idea to a company, to reflect in 
the nondisclosure letter that those people are acting in their 
official capacity as agents for the company that employs them 
(i.e., that the actions of the individuals to whom you disclose 
your idea are attributable to their employer). 
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4 


10 


11 


12 


13 


In addition to preparing a copy of your nondisclosure letter for 
each person who you know will attend the meeting at which you 
present your idea, prepare several copies of the letter with only 
the name and address of the organization in the inside address 
location on the letter. This will allow you to pass out these 
generic copies of your letter to unexpected attendees who show 
up at your presentation meeting. 

Insert the name of the person to whom the letter is addressed. 
Use “method” instead of “idea and design,” and for a system 
use “system.” Adjust other language in this form letter according 
to your use of it, bearing in mind that specific, unambiguous 
language is essential if an agreement is to be easily interpreted 
by the parties or, potentially, by the judge in a later lawsuit. 

In this space, insert a description of the idea, method, or system 
you hope to protect by using a nondisclosure letter. The goal 151 
here is to describe your idea with enough specificity that anyone 
who later examines the nondisclosure letter can determine 

just what it was that the person who countersigns it agreed not 
to disclose. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Use common sense in determining how long to leave copies 

of your proposal with the company that sees it. No business 
executive is going to make a decision on the spot to develop 
and market your design; on the other hand, giving a company 

a set period of time within which to decide whether it wants 

to exploit your idea is smart. Ask the person with whom you 
arrange your presentation meeting how long it will take for his 
or her staff to evaluate your proposal and use that time period, 
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if it is reasonable, as the consideration period you specify in 
your nondisclosure letter. 

Type your name here, leaving space for your signature above 
your typed name. 

Insert the name of the company to which you are submitting 
your idea, method, or system. 

Leave this space blank for the signature of the person who 
countersigns the letter. 

Leave this space blank for the printed name of the person who 
countersigns the letter. 


Even with careful and consistent use of a nondisclosure letter, 


trade secret protection will be lost if: 


the owner of the trade secret fails to keep it secret; 

a third party independently discovers the secret; or 

a third party who is not under a contractual obligation to 
preserve the trade secret discovers the trade secret by careful 
analysis of the product that embodies the secret. 

One of the most common defenses raised by defendants in trade 


secret misappropriation suits is that the trade secret is no longer a 
secret. However, the requirement that the owner of a trade secret keep 
it secret is not absolute. The owner must merely take “reasonable 
measures” to preserve his or her secret. Some of the measures that 
courts have considered in determining the sufficiency of the efforts of 
trade secret owners to maintain secrecy are: 


the requirement by the trade secret owner that employees of the 
owner sign a nondisclosure agreement; 

the requirement by the trade secret owner that employees of the 
owner sign a noncompetition agreement; 

the degree of physical security of the trade secret owner’s 
facilities, such as office space, equipment, and computer systems, 
including whether the owner maintains records and other 
documents that explain the trade secret in a secure location 

and whether a log book is kept to record the location of each 
copy of such confidential information; 

the trade secret owner’s policy to reveal the trade secret only 

on a “need-to-know” basis; 
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e the efforts of the trade secret owner to educate employees 
of the owner as to what is secret and the proper uses of such 
secret information; 

e the use by the trade secret owner of proprietary legends on 
products that embody the trade secret; 

e the efforts of the trade secret owner to diminish the likelihood of 
disclosure of the trade secret by debriefing departing employees 
of the owner and reminding those employees of their continuing 
obligation to preserve the trade secret; and 

e the requirement by the trade secret owner that departing 
employees of the owner sign a termination agreement that 
acknowledges the employee’s understanding of his or her 
continuing obligation to preserve the trade secret. 

Because trade secret owners (at least those who turn up in reported 
court decisions) are more often companies than individuals, these 
factors may seem to have little applicability to an individual who has 
a valuable secret to protect. However, even a trade secret owner who 
operates his or her business out of a spare bedroom and has no 
regular employees may encounter situations in which an awareness of 
the importance of efforts to preserve secret information is necessary. 
For instance, a trade secret owner may hire a typist to help reduce to 
an organized, written form the documents that explain the secret; the 
typist should be asked to sign a nondisclosure letter, should be 
required to do the typing on the premises of the owner rather than 
taking confidential materials to another workplace, and should be 
warned not to talk about any of the information embodied in the 
material to be typed. 

It also must be noted that although affixing a copyright notice to 
materials that contain a trade secret does not result in loss of trade 
secret protection, copyright registration may do so if care is not used 
in the preparation of the deposit material that must accompany 
any registration application. Because the information contained in 
a copyright registration, including the content of the work being 
registered, is public record, trade secret owners must take measures to 
avoid disclosing confidential information. For example it is possible to 
deposit only a portion of the work when registering certain machine- 
readable works, such as computer programs, omitting from the 
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deposited portion any trade secret information. It is also possible to 
request from the Copyright Office special relief from registration 
deposit requirements so that an “identifying portion” of the work can 
be deposited rather than the entire work. Call a Copyright 
Information Specialist (202-707-9100) at the Copyright Office to 
discuss whether there is a way to register the copyright in material 
that embodies your trade secret without making your secret public. 
(See chapter 5 for more on copyright registration and the deposits 
required for registration.) 


Chapter 12 
Recapture of Copyrights 


l. 1976, the United States got a new copyright 
law, the first entirely new U.S. copyright law since 1909. Two provisions 
of the new copyright law, which became effective January 1, 1978, are 
of potentially great benefit to creative people, since they allow, under 
certain circumstances, the termination of previous transfers of copy- 
right. (A “transfer” of copyright is an assignment or sale of copyright 
to someone else.) These provisions allow a creator of a work to make 
a sale of the copyright in the work and later cancel, or terminate, that 
sale and regain, or “recapture,” ownership of the copyright. The 
termination-of-transfers provisions of the new law are somewhat 
complicated, but if you are an author you owe it to yourself and 
to your heirs to learn a little about the new provisions and how 
they work. 

There are two groups of copyrights that are affected by the new 
termination-of-transfers provisions. Section 203 of the copyright law 
provides that an assignment of copyright made on or after January 1, 
1978, by the author of a work may be terminated thirty-five to forty 
years after the assignment. Section 304(c) of the copyright statute 
provides that assignments of copyright made by an author or certain 
members of the author’s family before January 1, 1978, may be 
terminated after fifty-six years from the date copyright protection was 
first secured. The right to terminate an assignment is statutory; this 
means you can’t waive this right or bargain it away. 
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When you (or certain of your heirs) exercise the right to terminate 
an assignment, on the date that the termination is effective you 
(or they) regain ownership of all the rights of copyright (with some 
limitations in specific situations) that were originally sold or otherwise 
conveyed to someone else. You (or your family) then own those rights 
for the remainder of the term of copyright (until seventy years after 
your death or the death of your last surviving coauthor for works 
created on or after January 1, 1978, and for thirty-nine more years for 
works that have been protected by copyright for fifty-six years), or the 
copyright may be sold or licensed again. It’s important to remember, 
however, that only U.S. copyright rights may be regained; the U.S. 
copyright law is only effective within the United States and its 
termination-of-transfers provisions affect only U.S. copyrights. 
Further, the termination-of-transfers provisions do not apply to 
copyrights that were created as works-for-hire. 

The new copyright law sets out specific procedures that must be 
followed by anyone who seeks to terminate a transfer of copyright. 
Written notices of intent to terminate must be given, by and to the 
proper people, during specified periods in advance of termination. 
These notices will be ineffective to accomplish termination if they are 
given too soon or too late, or by or to the wrong people. 

The termination of copyright transfers is a complicated area of 
the law that confuses even lawyers. This means that the termination 
of a copyright assignment is not a do-it-yourself job. If a copyright is 
valuable enough, decades after its creation, to make its ownership 
desirable, it’s valuable enough to justify paying a copyright lawyer to 
help regain that ownership. However, before a lawyer can help you or 
your family regain ownership of a copyright, you or your heirs must 
first remember that such a procedure is possible and, second, you 
must be able to supply that lawyer with sufficient information about 
the original assignment of the copyright to enable him or her to carry 
out the termination. This means you should keep accurate records of 
every assignment of the copyright in any work you create. Keeping 
records concerning the assignments of your copyrights does not have 
to be time-consuming. The best way to keep the records you need 
is to set aside an evening once every year (the day before your 
birthday?) to compile records that could result in increased old-age 
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income for you or enhanced income for your spouse, children, and 
grandchildren after your death. 

A form for recording important information about the copyrights 
in the works you create and assign to someone else appears at the end 
of this chapter. Make a supply of clear photocopies of the form, called 
“Notice to My Heirs and Executors.” Fill out one of these forms for 
each assignment of copyright you make and attach to the filled-out 
form a copy of the work that was the subject of the assignment, a copy 
of the assignment document, and the copyright registration certificate, 
if you have one. 

Put the records concerning all transfers of copyright made during 
any given year in a folder marked “Copyright Tranfers—2003” (etc.). 
Keep these records with your other important personal papers; tell 
your spouse, your adult children, the executor of your will, and your 
lawyer you’re keeping such records and why. 

The termination-of-transfers provisions of the new copyright act 
were included in the statute because Congress wanted to give authors 
and their families the chance to regain ownership of copyrights that 
grow to be valuable after they are originally sold. In the case of 
terminations made after fifty-six years of copyright protection, 
Congress wanted to give authors the benefit of the nineteen-year 
extension period it tacked onto the end of the copyright terms in 
existence when the new law was passed. The passage of the Sonny 
Bono Copyright Term Extension Act in 1998 increased this extension 
further, to thirty-nine years. 

The copyright law is our government’s way of rewarding and 
encouraging creativity in our society; the termination-of-transfers 
provisions of the new copyright law can help you make sure that your 
successful works benefit you and your heirs as well as others who 
exploit them. 
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FORM NOTICE TO MY HEIRS AND EXECUTORS 


Follow the directions provided in this chapter for using this form to 
record information about assignments of copyrights so that those 
assignments of copyright may be later terminated, as provided in the 
U.S. copyright statute. 


Notice to My Heirs and Executors 

If the procedures specified in Sections 203 and 304(c) of the U.S. 
Copyright Act of 1976 are followed and certain requirements are met, 
the ownership of the copyright in the Work described below (referred 
to herein as “the Work”) may be regained, by me or by my spouse, 
children, or grandchildren, even though I have previously assigned all 
or some part of the copyright in the Work to another person or com- 
pany (referred to herein as “the Assignee”), as described below. 

If the date of assignment listed below is before January 1, 1978, it 
is possible that the assignment may be terminated fifty-six years after 
copyright protection was secured. 

If the date of assignment listed below is after January 1, 1978, it 
is possible that the assignment may be terminated between thirty-five 
and forty years after it was made. 

The copyright in the Work may be very valuable. If the termina- 
tion of the assignment of this copyright is not carried out correctly, the 
right to regain ownership of the copyright may be lost. This notice and 
any attachments’ should be taken to a copyright lawyer not more than 
ten years and not less than three years (a) before the fifty-sixth 
anniversary of an assignment made prior to January 1, 1978, or (b) 
before the thirty-fifth anniversary of an assignment made after 
January 1, 1978. 


A. DESCRIPTION OF WORK:7 
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B. AUTHOR(S) OF WORK (INDICATE OWNERSHIP SHARE 
OF THE COPYRIGHT FOR EACH AUTHOR):° 


C. DATE OF TRANSFER OF COPYRIGHT BY ME:* 


D. PERCENTAGE OF ENTIRE COPYRIGHT TRANSFERRED 
BY ME:° 159 


E. COPYRIGHT ASSIGNED TO: (INDICATE NAME OF THE 
ASSIGNEE, INCLUDING THE MOST CURRENT ADDRESS AND 
PHONE NUMBER AVAILABLE FOR THE ASSIGNEE)° 


Form Notice to My Heirs and Executors: Notes 

1 If it is possible to attach a copy of the Work that was the subject 
of the assignment, do so. This may be a photocopy of a work 
on paper, a photograph for a three-dimensional work, a disk for 
a computer program, or a videocassette for an audiovisual work. 
Insert the copy of the Work in a large manila envelope that is 


160 


THE COPYRIGHT GUIDE 


durably attached to this form; enclose a copy of the document 
in which the copyright assignment was made, if it is available, 
and the original copyright registration certificate, if the copyright 
in the Work has been registered. 
Start with an appropriate short description of the Work that 
was the subject of the assignment— e.g., “a photograph of 
three-year-old twin girls, each holding a black Labrador puppy,” 
“a poem titled ‘Midsummer’s Eve,’” “a musical composition 
titled ‘Wind Dance,” “a short story titled ‘High Hopes,” 
“a nonfiction book manuscript titled ‘Butterflies of the Eastern 
States,’” and so on. Follow with a description of the Work 
detailed enough to allow anyone who may have a role in 
terminating the previous assignment to determine just which 
particular work, out of all similar works, was the subject of 
the assignment. 

If it is practicable, attach a copy of the Work, similar to 
the sort of copies required for registration of copyright, to each 
original of the Assignment of Copyright document. If it is not 
practicable to do so, omit this language and use a much more 
detailed description of the Work or use photographs (for three- 
dimensional works such as sculptures) or other identifying 
material, such as the script for a film, and change the language 
describing the attached materials. 
Insert the names of all the authors here. For example, if you and 
a coauthor created the Work together, use language similar to 
the following: “Megan Bowers, fifty percent (50%) author of 
the Work and Natalie Wilson, fifty percent (50%) author of the 
Work.” If you created the Work alone, make that fact clear 
by using language similar to the following: “Aaron Bowers, sole 
author of the entire Work.” 
Insert the date of the assignment of copyright in the Work— 
i.e., the date of the publishing agreement or other document 
that transferred ownership of the copyright in the Work to 
someone else. 
In the usual circumstance, you will assign your entire interest in 
the copyright in the Work and will use language here similar to 
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the following: “one hundred percent (100%)” If you created the 
Work with a coauthor and assigned only your portion of the 
copyright, use language similar to the following: “fifty percent 
(50%) of the entire copyright in the Work.” Make sure you use 
language that jibes with the information you gave in Paragraph 
B. That is, if you originally owned one-half of the copyright in 
the Work and assigned to a publishing company only half of 
your one-half ownership share, you would use “twenty-five per- 
cent (25%) of the entire copyright in the Work,” since half of a 
one-half share of a whole is one-quarter, or twenty-five percent. 

6 Insert the name, address, and phone number of the Assignee 
named in the document that assigned ownership of the copyright 
in the Work to someone else. 
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Chapter 13 
Copyright and the Internet 


A. analysis of copyright would be incomplete 
without a discussion of perhaps the newest and largest area populated 
by copyrights, the Internet, and the increasingly intelligent robots that 
run it. Lots of people seem to think that copyright can’t survive in 
cyberspace. They think that the copyright laws that exist in most of 
the nations of the world don’t work in this new dimension and that 
inserting any work into the traffic on the information superhighway is 
tantamount to giving it away. Fortunately, these assumptions are 
untrue. However, it also seems obvious that copyright and copyright 
owners must adjust to the realities of cyberspace and the technologies 
that create and power it. 


The Old Laws Still Apply 
In this country, the copyright statute states that “copyright protection 
subsists . . . in original works of authorship fixed in any tangible 


medium of expression, now known or later developed, from which 
they can be perceived, reproduced, or otherwise communicated, either 
directly or with the aid of a machine or device.” This language allows 
copyright to stretch when it is necessary to extend protection to new 
forms of expression without language that names each new 
technology. Copyright has not been killed by the new methods of 
communications that are now possible via the Internet. In fact, it 


has expanded; the copyright umbrella has been enlarged by virtue of 
the new forms of expression to which it now applies. 

Secondly, copyright is not abandoned when a work is made 
accessible to millions via the Internet. Cyberspace belongs to all of us, 
in the same way that highways and the broadcast spectrum do. Use of 
transportation thoroughfares does not deprive you of your private 
property—your car still belongs to you, no matter how many public 
roads you use. This is not to say that there is no danger of having your 
property stolen by “highwaymen” on the information superhighway, 
but then, the risk of car theft exists on our roadways. 


Rebellion of the Netizens 
In recent years copyright has been increasingly under attack. During 
the 1990s, personal computers became affordable and common, and 
people in all walks of life became Internet users. By the turn of the 
millennium, the Internet was no longer a novelty, no longer a 
specialized tool for academics and scientists. Although people of every 
age are enthusiastic citizens of cyberspace, the most enthusiastic are the 
young. To them, the access to every area of commerce and culture that 
the Internet offers is not an innovation but is, rather, simply a reality 
of life. Unlike those of us who can remember a time when a long 
distance phone call was an event, the young have fewer adjustments 
to make to the possibilities that the new technology offers. They also 
have no fixed attitudes toward copyright that must be altered in light 
of the new uses of copyrighted works that are now possible. To them, 
instant communication and instant information are the norm; they 
have become accustomed to the instant gratification that the Internet 
offers. They feel that the Internet and everything the Internet can put 
on their computer screens are theirs, in a way older people never felt 
about the copyrights embodied in the phonograph records they 
bought and brought home or the magazines delivered by the postman 
or the books they borrowed from the library. Add to this proprietary 
attitude some of the rhetoric of early hackers (“Information wants to 
be free!”) and it is no surprise that, despite years of lobbying by soft- 
ware manufacturers, content providers, and entertainment-industry 
trade associations, many Internet users remain unconvinced that the 
copyright statute, which predates the widespread use of the Internet, 
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applies to them and their activities. An especially prevalent attitude 
seems to be the feeling that, regardless of the provisions of the 
copyright statute and how copyright lawyers parse it, making copies 
of a copyrighted work for private use is all right. This is perhaps the 
heart of most present-day disputes between copyright owners and 
copyright users. The indignation that lots of those users feel when told 
that they are breaking the law by downloading their favorite songs 
has created a lack of respect for copyright that scares copyright 
owners, who have traditionally sought to control every copy of their 
works and who are extremely suspicious of the technology that allows 
copying and the social climate that permits it. 

But there are other reasons for the disconnect between enforcement 
of copyright rights and the activities of Internet users. One of these is 
that the concepts of ownership inherent in copyright law may need to 
be revisioned to better accommodate the interests of copyright users 
and to restore respect for copyright law. Perhaps the solution is not 
controlling copies of copyrighted works but limiting access to those 
works by controlling relationships with those who want to use them. 
This can be achieved by arrangements analogous to subscriptions; 
only those who pay for access and thereby make themselves known 
to the owner of a copyright are permitted full access to it. Today 
many Web sites offer channels for obtaining permissions to make 
copies of materials posted there. Some content creators post notices 
that dispense with the need for Web site users to contact 
anyone for permission to copy material; such notices give advance 
permission to Web site visitors allowing them to make “up to ten” or 
“up to one hundred” copies of material posted there; sometimes 
conditions are imposed on those who would make such copies, such 
as that any copies made be used for personal purposes only. Other 
creators of copyrightable works announce that they do not claim 
copyright in their creations and that the works may be copied without 
restriction by anyone; some of these creators don’t believe in 
copyright, others act simply in an effort to benefit society by allowing 
free access to computer programs or other materials they have created. 

Another problem is jurisdiction—how can we and other countries 
figure out questions of traditional, geographic, legal jurisdiction for a 
“place”—cyberspace—that simultaneously exists everywhere and 
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nowhere; whose laws apply to what cyberspace activities? Is there a 
need for a new set of international laws that apply to cyberspace? If 
so, who can enforce those laws—who is the “government” in the 
intangible but gigantic territory of cyberspace? It seems evident that 
what has been named in the United States the National Information 
Infrastructure will have to be designed to both allow the regulation of 
cyberspace activities and avoid overburdening Internet activities by 
over-regulation. That’s going to be a hard problem to solve. For 
instance, originally no one collected sales tax on Internet sales. Now 
many Internet merchants pay taxes on sales to people who live in 
states where they maintain physical facilities. A national sales tax has 
been proposed, but nobody knows yet just how this would work. 


Three Problems 
A consideration of three of the problems that have vexed copyright 
owners since the advent of the Internet illustrate the tension between 
the freedom Internet users want and expect and the proprietary rights 
of copyright owners; they are caching, linking, and framing. 


Caching 
Caching is a term that refers to the process of making copies of files 
in order to make easy retrieval of those files possible. When you access 
a file through the Internet, copies of that file are stored both on your 
computer’s RAM memory and on the server of your Internet service 
provider (ISP). Caching is necessary for the operation of the Internet 
and improves Internet service for everyone because it facilitates 
access to Web sites and relieves congestion and reduces the amount of 
bandwidth used at every stage in the process of allowing a user to view 
a Web site. But copyright owners are suspicious of caching. It makes 
the copying of whole Web sites possible, which is arguably a violation 
of copyright. It can result in the dissemination of outdated documents 
through storage of stale versions of Web sites on servers, thereby 
causing Web site owners to lose control of the content of their Web 
sites. And it can disguise the number of visits to those Web sites, 
distorting Web site usage numbers and thereby reducing ad revenue. 
An argument can be made that caching is a variety of fair use of copy- 
right, but this is problematic because it can alter owners’ control of 
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content and reduce ad revenues. Since caching seems to be an 
inescapable technique for easy Internet access, the best solution to the 
objections of site owners is probably care in caching—if servers 
only facilitate access to a Web site and do not distort or interfere 
with the relationship between Web sites and those who visit 
them, Web site owners have fewer reasons to object to caching. 
The problems presented to copyright owners by caching may have 
been solved by provisions in the DMCA (see below) that address 
the concerns of copyright owners and give ISPs a way to escape 
any liability if they follow the DMCA’s rules for caching. The 
section of the DMCA that limits the liability of ISPs for caching if 
certain conditions are met is summarized below, from a Copyright 
Office summary of the new statute (for the entire summary, go to 
www.loc.gov/copyright/legislation/dmca.pdpf). 
Limitation for System Caching 
Section 512(b) [of the DMCA] limits the liability of service 
providers for the practice of retaining copies, for a limited 
time, of material that has been made available online by a 
person other than the provider, and then transmitted to a 
subscriber at his or her direction. The service provider retains 
the material so that subsequent requests for the same material 
can be fulfilled by transmitting the retained copy, rather 
than retrieving the material from the original source on 
the network. 

The benefit of this practice is that it reduces the service 
provider’s bandwidth requirements and reduces the waiting 
time on subsequent requests for the same information. On the 
other hand, it can result in the delivery of outdated informa- 
tion to subscribers and can deprive Web site operators of 
accurate “hit” information—information about the number 
of requests for particular material on a Web site—from which 
advertising revenue is frequently calculated. For this reason, 
the person making the material available online may establish 
rules about updating it, and may utilize technological means to 
track the number of “hits.” 

The limitation applies to acts of intermediate and 
temporary storage, when carried out through an automatic 
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technical process for the purpose of making the material 
available to subscribers who subsequently request it. It is 
subject to the following conditions: 

e The content of the retained material must not be modified. 

e The provider must comply with rules about “refreshing” 
material—replacing retained copies of material with material 
from the original location—when specified in accordance with a 
generally accepted industry standard data communication protocol. 
e The provider must not interfere with technology that returns 
“hit” information to the person who posted the material, where 
such technology meets certain requirements. 

e The provider must limit users’ access to the material in 
accordance with conditions on access (e.g., password protection) 
imposed by the person who posted the material. 

e Any material that was posted without the copyright owner’s 
authorization must be removed or blocked promptly once the 
service provider has been notified that it has been removed, blocked, 
or ordered to be removed or blocked, at the originating site. 


Linking 
Linking is a very popular practice. A link provides a sort of cross- 
reference from one Web site to related sites. It can greatly increase 
the efficiency of the time an Internet user spends searching for 
information or products; in a very real way, linking embodies the best 
aspirations of the Internet by offering everything on the Web to an 
Internet user with the minimum amount of searching. But some Web 
site owners have complained that linking, without their prior consent, 
is a violation of their rights. However, they’re not sure just what sort 
of rights linking violates. The argument that linking is a violation of 
the copyright of the linked site is probably not a valid one, so long as 
linking does not create any copy of the linked Web site or otherwise 
co-opt one of the rights of copyright. Further, the argument has been 
made—and may have become conventional wisdom because of the 
nearly ubiquitous use of links between Web sites—that creating an 
Internet Web site implies permission to link to the homepage of that 
Web site. It does seem that merely linking to a homepage in a way that 
does not distort or circumvent the purposes of the Web site owners or 
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imply some false association between the linked site and the linking 

site has become accepted and uncontroversial. 

More problematic is the practice of “deep linking,” which allows 
visitors to a Web site to bypass the Web site’s homepage and any 
advertisements or notices there and go directly to an internal page of 
the site. Most disputes involving deep linking have been settled out 
of court or have resulted in judicial decisions that are not reported, so 
it is hard to say what current law on the practice is. The evolving 
theory seems to be that deep linking may be a violation of unfair com- 
petition law and can constitute trademark infringement and false 
advertising, depending on how the linking is constructed and whether 
a Web site user may confuse the source of the material that appears 
onscreen when he or she types in the address of one Web site and ends 
up viewing the material posted on another. (For more information 
about trademarks, see The Trademark Guide, by Lee Wilson. For 
more information about false advertising and unfair competition law, 
see The Advertising Law Guide, by Lee Wilson. Both books are pub- 
lished by Allworth Press.) 

The DMCA addresses linking in a section that limits the liability 
of ISPs for using such techniques as links, online directories, search 
engines, and the like, which the DMCA calls “information location 
tools,” to link users to sites that contain material that infringes some- 
one’s copyright, if certain conditions are met; these conditions are: 

e The provider must not have the requisite level of knowledge 
that the material is infringing. The knowledge standard is the 
same as under the limitation for information residing on systems 
or networks. 

e If the provider has the right and ability to control the infringing 
activity, the provider must not receive a financial benefit directly 
attributable to the activity. 

e Upon receiving a notification of claimed infringement, the 
provider must expeditiously take down or block access to the 
material. 

These conditions are summarized in a section of the Copyright 
Office summary of the new statute (for the entire Copyright Office 
summary, go to www.loc.gov/copyright/legislation/dmca.pdf). 
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Framing 

Framing is another practice that upsets copyright owners, although it 
is not as common as linking. The sort of framing that is problematic 
is the framing, through a link, that “captures” pages from one 
person’s Web site within a frame or imposes on the Web pages the 
logos or ads of someone else. There is no copying of the framed 
site, but framing arguably alters the appearance of the content of 
the framed site and, because the uniform resource locator (URL) 
displayed is the address of the framing site, creates the impression that 
some voluntary relationship exists between the framed site and the 
framing site. Again, the real problem here seems to be the creation of 
an unauthorized association, perhaps an unwelcome one, between the 
framing site and the framed site. A court has ruled that reproducing 
one site’s pages within the frame of another site may constitute a 
derivative work under copyright law. However, even if this is so, the 
better course for halting framing may be to fight it through unfair 
competition law, which addresses problems of confusion of source 
identity and dilution of commercial identity. Typically, lawsuits based 
on the practice of framing have resulted in out-of-court settlements. 
Because such settlements typically are confidential, there is little 
written case law to guide those who are faced with framing problems. 
However, technical solutions may eliminate future problems with 
framing, as will the knowledge that when a smaller, more obscure 
Web site seeks to shine up its image by associating itself, without 
permission, with a Web site that belongs to a more famous and 
well-regarded company, the little guy will lose, in or out of court. 


New Millennium Outlaws 
Another of the new problems that the Internet and the new 
technologies present to copyright owners is an old problem: pirates. In 
every age, in every part of the world, there have been people who 
figured that the easiest way to acquire something they wanted was to 
steal it. The Internet offers anonymity with the opportunity to hide 
behind a computer screen, and no crime that a hacker or pirate can 
commit through the Internet requires a gun or otherwise involves 
physical danger. Devices that copy DVDs are sold openly on the 
Internet, and a very large proportion of new computers can burn CDs. 
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This means that a dishonest, cowardly person who would never dream 
of holding up a liquor store with a pistol can nevertheless steal copy- 
rights worth much more than the contents of a liquor store cash 
register—and maybe the owners of the copyrights will never even 
know that they have been robbed. Thankfully, this lawless attitude 
isn’t characteristic of all Internet users, but it does blur the distinction 
between what is yours and what is mine in the same way that 
pornography and violence in movies and on TV erode our standards 
of what is acceptable. In recent years, millions of middle-class 
teenagers and college students downloaded their favorite pop music 
and compiled their own musical anthologies through the various file- 
swapping services. They aren’t criminals, exactly, but neither are 
they scrupulous about observing the rights of the owners of the copy- 
righted recordings. Napster is dead, and other such file-swapping 
services are being stamped out as soon as the lawyers for associations 
of rich content providers can race to the courthouse. In a modern 
example of “The king is dead, long live the king!” such services are 
also being replaced by similar services authorized and sponsored by 
content providers. It is likely that wholesale theft of copyrighted 
material will become rarer as software manufacturers and content 
providers become more adept at foiling copying by use of new 
technologies developed for the purpose and at making their 
content available in forms that were once obtainable only by 
unauthorized copying. 

What are the remedies for the problems of unauthorized copying 
and dissemination of copyrighted works? Lots of content providers, 
software manufacturers, lawyers, and lawmakers are trying to figure 
out what solutions to such problems are fair and which will work. But 
they, as well as the people who say that copyright is an outmoded 
concept and believe that it stifles popular culture and hampers free 
speech, must either adjust their attitudes or remain for the foreseeable 
future locked in unproductive turf fights throughout cyberspace and 
inside millions of desktop and laptop computers across the country 
and around the world. The Internet practices and uses of technology 
that are problems in the eyes of copyright owners and merely 
innovative techniques to those who invent and employ them will 
probably continue to be “solved” by various means. Some present 
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and future problems will be solved by enforcement of existing law; 
some will disappear as problems because they will become accepted 
practices; and some will be all but eliminated because copyright 
owners will begin to use new technology created to protect them from 
other technology. 


The Digital Millennium Copyright Act 

In 1998 Congress passed copyright legislation designed to address 
some of the problems that have plagued copyright owners since the 
advent of widespread access to and use of the Internet. The law, called 
the Digital Millennium Copyright Act (DMCA) became effective in 
late October that year. The law addresses a wide variety of concerns 
and makes it possible, through new means, such as 
encryption technology, and older ones, such as lawsuits, for copyright 
owners to better protect themselves. Some of the more important 
provisions of the law are summarized below. (For a summary of the 
entire DMCA, written and posted by the Copyright Office, go to 
www.loc.gov/copyright/legislation/dmca.pdf). 

One major focus of the new law is the protection of what is called 
“copyright management information.” Copyright management 
information is identifying information that accompanies a copy or 
performance of a work, such as the copyright notice placed on a work; 
other information that identifies the work, the author, and/or the 
copyright owner of the work; the terms and conditions for uses of the 
work; and information identifying any writer, performer, or other 
contributor to the work. With the DMCA, it is now illegal to 
intentionally remove, alter, or falsify any copyright management 
information or knowingly distribute or perform works with false 
copyright management information. Civil and criminal penalties 
are provided for those who transgress these prohibitions, which apply 
to copyrighted works in the print and other media, not just those in 
digital form. 

Another major focus of the new statute is new prohibitions on the 
circumvention of technologies used by copyright owners to protect 
their works, generally referred to as “encryption devices.” For 
example, encryption software can be used to render the electronic 
version of a text unreadable on any but the specific e-book reader 
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for which it was purchased. The new law also prohibits the 
importation and sale of any sort of device designed to be used to 
defeat any encryption technology. 

The DMCA’s emphasis on stopping unauthorized uses of copy- 
righted works made Internet service providers nervous. They 
mounted a successful lobbying effort to protect themselves from 
the strictures of the law, provided they had no role in any such 
infringement but were, rather, innocent conduits for infringing 
transmissions. The provision of the DMCA that limits the 
copyright liability of ISPs if specified procedures are followed is 
summarized below. 

Limitation for Information Residing on Systems or Networks 

at the Direction of Users 

Section 512(c) limits the liability of service providers for 

infringing material on Web sites (or other information 

repositories) hosted on their systems. It applies to storage at 
the direction of a user. In order to be eligible for the limitation, 

the following conditions must be met: 

e The provider must not have the requisite level of knowledge 

of the infringing activity, as described below. 

e If the provider has the right and ability to control the 

infringing activity, it must not receive a financial benefit 

directly attributable to the infringing activity. 

e Upon receiving proper notification of claimed infringement, 

the provider must expeditiously take down or block access 

to the material. 

In addition, a service provider must have filed with the 

Copyright Office a designation of an agent to receive 

notifications of claimed infringement. The Office provides 

a suggested form for the purpose of designating an 

agent (www.loc.gov/copyright/onlinesp) and maintains a 

list of agents on the Copyright Office Web site 

(www.loc.gov/copyright/onlinesplist). 

Under the knowledge standard, a service provider is eligible 

for the limitation on liability only if it does not have actual 

knowledge of the infringement, is not aware of facts or 

circumstances from which infringing activity is apparent, 
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or upon gaining such knowledge or awareness, responds 
expeditiously to take the material down or block access to it. 

The statute also establishes procedures for proper 
notification, and rules as to its effect. (Section 512(c)(3)). 
Under the notice and takedown procedure, a copyright owner 
submits a notification under penalty of perjury, including a list 
of specified elements, to the service provider’s designated 
agent. Failure to comply substantially with the statutory 
requirements means that the notification will not be 
considered in determining the requisite level of knowledge by 
the service provider. If, upon receiving a proper notification, 
the service provider promptly removes or blocks access to 
the material identified in the notification, the provider is 
exempt from monetary liability. In addition, the provider is 
protected from any liability to any person for claims based on 173 
its having taken down the material. (Section 512(g)(1)). 
In order to protect against the possibility of erroneous or 
fraudulent notifications, certain safeguards are built into 
section 512. Subsection (g)(1) gives the subscriber the 
opportunity to respond to the notice and takedown by filing 
a counter notification. 

In order to qualify for the protection against liability for 
taking down material, the service provider must promptly 
notify the subscriber that it has removed or disabled access to 
the material. If the subscriber serves a counter notification 
complying with statutory requirements, including a statement 
under penalty of perjury that the material was removed or 
disabled through mistake or misidentification, then unless 
the copyright owner files an action seeking a court order 
against the subscriber, the service provider must put the 
material back up within 10-14 business days after receiving 
the counter notification. 

Penalties are provided for knowing material misrepresenta- 
tions in either a notice or a counter notice. Any person who 
knowingly materially misrepresents that material is infringing, 
or that it was removed or blocked through mistake or misiden- 
tification, is liable for any resulting damages (including costs 


174 


THE COPYRIGHT GUIDE 


and attorneys’ fees) incurred by the alleged infringer, 

the copyright owner or its licensee, or the service provider. 

For the entire Copyright Office summary of the DMCA, go to 
www.loc.gov/copyright/legislation/dmca.pdf. 

Various studies by the Copyright Office relating to the protection 
of copyright in the new media age are called for in the DMCA. This 
fact, coupled with the complexity of many of the law’s provisions, 
means that the full effect of the DMCA won’t be known for some 
time. Court decisions will interpret sections of the act and Congress or 
the Copyright Office may act to implement recommendations by the 
Copyright Office after the mandated studies are completed. At 
present, anyone who treats material available on the Internet with the 
same respect accorded to works available in more traditional formats 
will stay on the right side of the law. Think of it this way: it has been 
possible since Gutenberg to print multiple copies of books without the 
permission of their authors. If you wouldn’t dream of doing this, or of 
pirating and selling CDs or copies of a movie, neither should you 
consider duplicating and disseminating most of what you find on the 
Internet. Reasonable people don’t do whatever is possible just because 
the means are there. Think of the matches in your kitchen. The 
possibilities are endless for that box of matches, but most of the 
uses to which they can be put are unwise, self-defeating, or illegal. 
Newer technologies such as computers and the Internet should be used 
with similar prudence. 

Frontiers are exciting, but they are also scary. Those who thrive 
in unstructured environments revel in the freedom that a new, 
unregulated business arena provides. But those who have property to 
protect—copyright owners—are more comfortable when law is 
introduced into the previously lawless new frontier. We thought all the 
frontiers had been conquered, but we were wrong. Perhaps the biggest 
frontier ever, one that encompasses the whole globe, has been born in 
recent years. As it grows, there will be more regulation. The freedom 
of some will be curtailed, but the property of others will be protected. 
So far, the laws applied to and created for the Internet seem to take 
into account the rights of all netizens. Court decisions interpreting 
those laws will further balance the interests of software and content 
providers with those who use new technology and the Internet. There 
may also be some amendments to the DMCA that make a little more 
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room for some prevalent and not-too-harmful practices; advocates for 
various groups have been trying to persuade Congress to pass such 
amendments almost since the DMCA was passed. Every new term of 
Congress sees some bills of this sort introduced, as well as others that 
seek to regulate the Internet and the activities of Internet users in other 
important areas, such as privacy and pornography and fair trade. 
There are little tradition and little law and little precedent with regard 
to the new technologies, but such is always the case when there is 
a radical advance in technology. The cyberspace frontier won’t 
become a settled place instantly, and everyone who works or plays 
there will have to make some changes before it does, but the very 
bright people who populate it are too interested in its possibilities to 
let it remain a nearly lawless frontier for long. Revolutions don’t 
happen overnight; they take years. We survived the Industrial 
Revolution, and most people’s lives are better because of it. The same 
will be true of our exploration and colonization of cyberspace. 


Assessing Electronic Publication 

Before cyberspace becomes as settled as the formerly chaotic and 
dangerous Wild West, anyone who ventures into cyberspace— 
especially anyone with valuables—should take precautions. Despite 
the DMCA, any copyright owner should carefully consider the 
wisdom of making any work accessible via the Internet, especially 
without protection from pirates. As a practical matter, there is no 
guarantee that any work the habitués of the Internet can find and copy 
in cyberspace won’t be used and distributed in ways to which the 
owner of copyright in the work objects. Copyright notice and 
warnings forbidding unauthorized downloading and dissemination of 
a work are fine, but they stop only those scrupulous enough to refrain 
from infringing other people’s copyrights. Lots of other Internet users, 
who are often young, brash, and enchanted with the (mistaken) idea 
that there is no law on the cyberspace frontier to restrict their actions, 
are not so conscientious. And encryption codes and devices are a great 
idea, but somebody will know how to get around most such barriers 
to infringement. After all, hackers can break into the computer 
systems of the government and big corporations; defeating the average 
encryption code or device can’t be impossible. 

There are several characteristics of a copyrighted work that may 
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be determinative in any decision whether to launch the work into 
cyberspace. One is the popularity of the work and the desirability of 
disseminating it or owning a copy of it. You may post your fake- 
Hemingway short story on your Web site with perfect safety if it’s 
so bad that no one wants to read it, much less copy it or claim 
authorship of it or send it electronically to all his or her friends. 
However, if your science fiction story is good and is interesting to 
science fiction fans, you may have a problem. Think about how 
likely it is that what you put into cyberspace will be stolen or further 
disseminated. Unless you are willing, in effect, to surrender your 
copyright rights in your work, think twice about putting it into 
an “instant-infringement” form. 

Consider, too, the nature of your work—especially if it’s a fact- 
based work. Works that are primarily compilations of information 
and contain very little expression, such as directories, are granted 
much narrower copyright protection than creative works. This is the 
reason that large annual reference works that list, for instance, names 
and addresses of corporation executives or of all the franchise 
restaurant companies in the United States, are available only in the 
reference section of libraries or from their publishers at substantial 
cost. The publishers of such directories know that (a) the information 
in their directories is in demand; (b) their directories, because they are 
compilations of facts, are only narrowly protected by copyright law; 
and (c) they would be hard-pressed to stop infringers from lifting 
whole sections of the information they have gathered and published 
if their publications were accessible online, even if for a fee. Don’t 
make it easy for an infringer to steal your work, especially if you are 
doubtful about just how protectable it is. 

Electronic rights are a new area of law that is growing and 
changing. If you are offered any contract for the use of your work on 
the Internet, take it to a lawyer who is experienced in copyright 
law and get him or her to explain what you will be allowing by 
signing the agreement. The more important or potentially valuable 
your work, the more important it is that you look before you leap into 
an agreement that may give someone more rights in that work than 
you really want to give or allows it to be published in a form that 
would make unauthorized copying easy. The same is true of 
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publication of a work in a form that makes it easy to copy. Publishing 
a collection of photographs in a book may allow the photos to be 
scanned into a computer and stolen, but the chance of theft is greatly 
increased if those photos are published on a CD. Careful attention to 
the possibilities for copying that the form of publication creates may 
be as important as any encryption method or legal remedy—it’s a lot 
easier to build a fence high enough to keep your horse from escaping 
than to capture him after he’s out of your control. And remember that 
any electronic publisher of your work may not be obligated by your 
publishing agreement to go after infringers; in any event, it will make 
a determination as to whether any such lawsuit would be profitable 
and successful, and that depends on who stole your work and whether 
they have any money and whether they can be found to sue. And 
remember that, in most cases, what remedies are theoretically due you 
under the law are going to be much harder to obtain than you 
probably realize—what you really want is never to have to consider 
suing. This is possible only if you protect your work well enough from 
infringers that you are never faced with the decision whether to sue. 
Consider the worst scenario that could possibly result—What if a 
really unprincipled person, using the most sophisticated existing 
technology, decided to copy your work or claim it or sell it without 
your permission?—and then factor in the likelihood that someone will 
want to steal your work. Be expansive in your analysis—think like 
a thief. People do things to make a buck that would never occur to 
most of us, especially if they think they won’t get caught. In the end, 
especially if your work is very desirable, the most you may be able to 
do is diminish the thefts that occur rather than prevent them entirely. 
Movie studios and CD producers and software companies are 
familiar with this dilemma and live with it—it may be part of the price 
of publishing or posting a popular creation in a form that allows it to 
be stolen. 


Work in Progress 
No final statement can be made on any of the topics connected with 
copyrights in cyberspace because cyberspace copyright is a cake that 
isn’t baked yet. There are not yet enough reported court decisions to 
say exactly what the law is in every situation and, in any event, 
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it seems likely that the statutes governing copyright in cyberspace as 
well as the problems themselves will change—maybe more than 
once—in a sort of virtual evolution of this species of communications 
law. Until the cyberspace frontier has been settled, be cautious about 
what you park in its commercial district. And stay tuned. The saga 
will continue. 
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Appendix A 
Copyright Office Services and 
Publications 


Services 
The Copyright Office is the ultimate authority on any question about 
U.S. copyright that does not involve a dispute over ownership or 
infringement. And that information is available free to anyone who 
requests it. It’s like having a free copyright research department avail- 
able twenty-four hours a day. 


Questions 

If you have a question about copyright, you may be able to find 
the answer on the informative and easy-to-use Copyright Office 
Web site at www.copyright.gov. If you cannot find the answer you 
need by referring to the wealth of information posted on the 
Copyright Office’s Web site, you can ask your question online at 
www.copyright.gov/help. You will type your question into a form there 
and will generally receive an answer within two to three business days. 

If you still need answers, call one of the Copyright Office staff 
members called Copyright Information Specialists. You can speak to 
a Copyright Information Specialist for free at (202) 707-3000 between 
8:30 A.M. and 5:00 P.M. Monday through Friday (except federal 
holidays). Copyright Information Specialists are knowledgeable and 


helpful, but the Copyright Office does not give legal advice and 
will not advise you regarding copyright infringement, bringing an 
infringement suit, or disputes over copyright ownership. You need 
a copyright lawyer for this sort of advice. Recorded information is 
also available, twenty-four hours a day. Messages may be left on the 
Copyright Office’s TTY line twenty-four hours a day. The TTY num- 
ber is (202) 707-6737; calls are returned between 8:30 A.M. and 5:00 
P.M. EST, Monday through Friday, except federal holidays. 

You may also write the Copyright Office Information Section at: 
Information Section, LM-401, Copyright Office, Library of Congress, 
101 Independence Avenue, S.E., Washington, D.C. 20559-6000. 


Forms and Publications Hotline 

The Forms and Publications Hotline allows you to request the free 
forms and Copyright Office publications you need available twenty- 
four hours a day, seven days a week. The hotline number is (202) 707- 
9100. You can leave a recorded request on the hotline answering 
machine specifying the forms you need or the (free) publications you 
want; they’ll show up in your mail in about two weeks. If you are 
unsure which form or circular to order, consult the list of publications 
below or call the Public Information Office. 


Fax-on-Demand 
Call (202) 707-2600 from any touchtone phone to order up to three 
free Copyright Office publications via fax. Key in your fax number at 
the prompt and the document number of the items you want, which 
are included on the publications list below. The publications will be 
transmitted to your fax machine. Copyright registration forms are not 
available via fax. 


Mail to the Copyright Office 
The mailing address for the Copyright Office is: Copyright Office, 
Library of Congress, 101 Independence Avenue, S.E., Washington, 
D.C. 20559-6000. This is the address to which you will send 
completed copyright registration application packets. However, you 
should know that for security reasons, all U.S. Postal Service and 
private carrier mail is being screened off-site prior to arrival at 
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the Copyright Office. Please be aware that this screening process 
can add three to five days to the delivery time for all mail to the 
Copyright Office. 

In addition, as a result of a backlog of mail that was created when 
mail delivery to the Copyright Office was suspended due to concerns 
about terrorist mailings of anthrax spores, the processing of 
subsequent mail has been delayed. The Copyright Office is working 
to process this mail as quickly as possible, but copyright registrations 
are taking longer to be issued than formerly was the case. 


Forms and Publications Hotline 

The Copyright Office publishes a variety of excellent short pamphlets 
and circulars written in simple language on an assortment of 
copyright-related topics. A list of these publications, along with their 
corresponding publication numbers, follows. The circulars and 
factsheets listed below provide very reliable basic information about 
registration, fees, and other aspects of the copyright process. Request 
any of these publications or forms by contacting the Copyright Office 
in one of the ways mentioned above or print copies yourself from the 
Copyright Office Web site at www.copyright.gov. 


Circular No. Circular Title 


1 Copyright Basics 

1 Fundamentos Básicos Del Derecho De Autor 
(Spanish version of Circular 1) 

1a United States Copyright Office: A Brief History 


and Overview 


1h Limitations on Information Furnished by the 
Copyright Office 
1c Make Sure Your Application Will Be Acceptable 


Publications on Copyright 
Copyright Notice 


Copyright Office Services and Publications 


Circular No. Circular Title 


4 Copyright Fees 
How to Open and Maintain a Deposit Account in 
the U.S. Copyright Office 
Electronic Funds Transfer Now Available for 


Replenishment of Accounts 


6 Access to and Copies of Copyright Records 
and Deposit 

7h “Best Edition” of Published Copyrighted Works 
for the Collection of the Library of Congress 

7¢ Effects of Not Replying within 120 Days to 


Copyright Office Correspondence 
7d Mandatory Deposit of Copies or Phonorecords 
for the Library of Congress 
Supplementary Copyright Registration 
Work-Made-for-Hire under the 1976 Copyright Act 


10 Special Handling 

12 Recordations of Transfers and Other Documents 

14 Copyright Registration for Derivative Works 

15 Renewal of Copyright 

15a Duration of Copyright: Provisions of the Law 
Dealing with the Length of Copyright Protection 

15t Extension of Copyright Term 

21 Reproductions of Copyrighted Works by Educators 
and Librarians 

22 How to Investigate the Copyright Status of a Work 

23 Copyright Card Catalog and the Online File 


31 Ideas, Methods, or Systems 
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Circular No. ‘Circular Title 

32 Blank Forms and Other Works Not Protected by 
Copyright 

33 Computing and Measuring Devices 

34 Names, Titles, Short Phrases Not Copyrightable 

38a International Copyright Relations of the 
United States 

38h Highlights of Copyright Amendments Contained in 
the URAA 

40 Copyright Registration for Works of the Visual Arts 

40a Deposit Requirements in Visual Arts Material 

41 Copyright Claims in Architectural Works 

44 Cartoons and Comic Strips 

45 Motion Pictures Including Video Recordings 

50 Musical Compositions 

55 Copyright Registration for Multimedia Works 

56 Copyright for Sound Recordings 

56a Copyright Registration of Musical Compositions and 
Sound Recordings 

61 Copyright Registration for Computer Programs 

62 Copyright Registration for Serials on Form SE 

62a Group Registration of Newspapers and Newsletters 
on Form G/DN 

64 Copyright Registration for Secure Tests 

65 Copyright Registration for Automated Databases 

66 Copyright Registration for Online Works 

73 Compulsory License for Making and Distributing 


Phonorecords 


Copyright Office Services and Publications 


Circular No. Circular Title 


74 How to Make Compulsory License Royalty Payments 
via Electronic Transfer of Funds 

75 The Licensing Division of the Copyright Office 

96 Code of Federal Regulations 

100 Federal Statutory Protection for Mask Works 


Factsheet No. Factsheet Title 


SL 4 Current Fees 

SL 7 Short Forms Available 

SL9 Have a Question about Copyright Registration? 

SL 10 Get It Quick over the Net 

SL 15 New Terms for Copyright Protection 

FL100 International Copyright 

FL101 Pseudonyms 

FL102 Fair Use 

FL103 Useful Articles 

FL104 Contribution to Collective Work 

FL105 Music 

FL106 Poetry 

FL107 Photographs 

FL108 Games 

FL109 Books, Manuscripts, and Speeches 

FL115 Visual Arts 

FL119 Dramatic Works: Scripts, Pantomimes, and 
Choreography 

FL122 Recipes 


FL124 Group Registration of Published Photographs 


Appendix B 
Form Permission Request Letter 


A... copyright law does not require nonex- 
clusive licenses of copyright to be in writing (and most permissions to 
use copyrighted works fall into this category), a written permission is 
an excellent idea, if for no other reason than that the person request- 
ing the permission and the one granting it will have, in writing, docu- 
mentation of the scope of the permission. This form permission 
request letter allows the would-be user of a work to request and 
receive permission to use the work in one document. Use a version of 
this form letter to request permission to use any work that is not a 
public domain work. 


' Timothy Wilson St. Charles 
726 Edgemont Avenue 
Montclair, New Jersey 94202 


January 30, 2004 
Ms. Lulu Bluestocking 


630 Park Avenue 
New York, NY 10021 


Dear *Ms. Bluestocking: 

I am researching the life of your late friend Marshall 
Litterateur in preparation for writing a critical biography of 
Mr. Litterateur.* Bifocal Books, a noted publisher of scholarly 
nonfiction, has contracted to publish my book.’ 

In this connection, I am writing to request your permission to 
quote from your letters to Mr. Litterateur between the years 1949 
and 1951.° Your kind donation of these letters to the Harry 
Ransom Humanities Research Center at the University of Texas in 
Austin has made it possible for me to gain a more complete 
picture of Mr. Litterateur’s life and writings during those years.’ 

I have attached to this letter a list of the excerpts from your 
letters that I would like to quote in my manuscript.® You will note 
that in any instance where you mentioned a person who is still 
living, I have referred to that person in the excerpt I have made as 
“Miss A” or “Mr. B” in order to preserve her or his privacy, 
as well as yours.’ Similarly, you will note that I have not included 
in the excerpts I am requesting permission to publish any 
material that is not of legitimate interest to literary scholars; 
specifically, in three of the excerpts that appear on the third page 
of the attachment I have omitted several passages of a purely 
personal nature that could possibly embarrass your son or Mr. 
Litterateur’s grandchildren." 

I also enclose photocopies of several photographs, also from 
the collections of the Harry Ransom Center. I believe that the first 
four of these photographs were taken by you at your country 
house in Connecticut during the six years that Mr. Litterateur 
spent his summers with you there. I want to include these photos 
in my book. I need your permission to reproduce them.'! I also 
need your consent to the publication of the two photos of you 
with Mr. Litterateur, one in your parlor at Stonehaven and one on 
the front porch there, photocopies of which are also enclosed.” 
These photographs were taken by your and Mr. Litterateur’s 
mutual friend Paul Clifford, who, as owner of the copyrights 
in those photographs, has given me permission to publish them in 
my book." 
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I enclose a letter from my publisher confirming my book 
contract and attesting to my reliability and competence as a 
biographer. Perhaps you have seen my previous book, a biography 
titled Bon Mots: The Life and Works of Carolyn T. Wilson.'* 

If you will consent to my request to reprint from your letters 
to Mr. Litterateur the excerpts listed on the attachment to this 
letter and the publication of the photos described above and 
enclosed in the form of photocopies, please countersign this letter 
in the space below reserved for your signature and return one copy 
of the letter and excerpts list to me in the enclosed, self-addressed, 
stamped envelope." I am sending two copies of this letter and its 
attachment so that you may retain a copy for your files. "6 

Thank you for considering my request. 

Sincerely, 
188 
'7 Will St. Charles 


Agreed and accepted: 
Lulu Bluestocking 
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Copyright Owner 


Date of Signature 


Form Permission Request Letter: Notes 

1 Insert your name and address here, or use stationery preprinted 
with your name and address. 

2 Insert the name of the owner of the copyright in the work or 

works you want permission to use. This person may be the 

author of those works, as in this example, or may instead be 

the publisher or heir or executor of the estate of the author. 

Insert the name of the person to whom the letter is addressed. 

Briefly describe your project. 

5 If you have a book contract or some other commitment that 
will result in the distribution and dissemination of your finished 
project, describe it here. If you have no such commitment, state 
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Form Permission Request Letter 
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11 


your plans regarding your project, as “I intend to use excerpts 
from your letters in my dissertation; I am a Ph.D. candidate at 
the University of Wisconsin at Madison.” 

Describe as specifically as possible your source material. 
Further, if you can limit the scope of your request to include 
only material that you may actually use, permission to use the 
material may be more easily obtained. 

It’s not a bad idea to state where and how you gained access 

to the materials you want to use, especially in the case of 
unpublished materials, as in this example, access to which may 
be restricted as a condition of the donor’s gift of those materials 
to a library or other institution. However, if you have stumbled 
across useful material in a less conventional manner, such as 
discovering in a used-book store a cache of manuscripts with 
the author’s notations concerning revisions, state the fact 189 
forthrightly. Deception of any sort is likely to make the person 
to whom you address your request suspicious of you and 

your motives. 

Again, be as specific as possible about the material you want to 
use. The narrower the request, the more likely it is to be granted. 
If it is possible to obscure the identity of living people who are 
mentioned in previously unpublished materials such as the 
fictitious letters which are the subject of this permission letter, 

it may be desirable to do so. The owners of such materials 

may be reluctant to have their comments about identifiable 
living people published during their lifetime. 

Similarly, the owners of copyright in unpublished materials 

may wish to avoid causing pain or embarrassment to their own 
or others’ families by allowing the disclosure of their personal 
affairs; gaining permission to quote from unpublished materials 
may depend on your willingness and ability to shield the author 
of those materials and other concerned people. 

The owner of the copyright in a photograph, under ordinary 
circumstances, is the photographer. Permission from the 
copyright owner is required to publish even snapshots of friends 
and relatives such as these. If a photograph depicts someone 
who is a public figure, such as the man who is the subject 

of the biography proposed in this form permission letter, 
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it is not necessary to obtain permission from that person 

(or his or her heirs) for the use of that person’s image in any 
noncommercial context. 

However, in the situation portrayed in this form permission 
letter, the woman to whom the letter is addressed and who 
appears in two of the photos is a private individual who can 
and may object to the publication of photographs of herself. 
(For a more detailed discussion of the law of privacy and 
publicity, see the book by Lee Wilson, The Advertising Law 
Guide, from Allworth Press.) 

Again, it is necessary to obtain from the photographer 
permission to publish his or her photographs. 

A letter such as this is not a job interview, but it doesn’t hurt 
to briefly present your credentials to the person from whom 
you are requesting the permission; a track record and association 
with credible institutions can only bolster the chance that the 
requested permission will be granted. 

Since this portion of the letter recites your proposed course of 
action and asks for the consent to that course of action from the 
person to whom the letter is addressed, it is very important to 
make sure that the language you use states exactly what you 
want permission to do. Any vague language may cast doubt on 
what was agreed to. 

It is best to make it as easy as possible for the person from 
whom the permission is requested to say “yes” to your request. 
This means that you should not expect the person to whom you 
address your letter to have to photocopy it or type an envelope 
to return it to you. 

Your signature on the letter will serve to demonstrate your 
agreement to abide by whatever conditions on the use of the 
materials you want to use that you have proposed to abide by. 
Leave this space blank for the signature of the person who 
countersigns the letter. The signature of that person at the 
bottom of the letter transforms your proposal (to use and 
publish certain materials, on stated conditions) into an 
agreement between you. 


Appendix C 
Form Nonexclusive License of 
Copyright 


A... exclusive licenses of copyright must be 
in writing, it is not necessary that nonexclusive licenses of copyright 
be written. However, a written nonexclusive license is an excellent 
idea, if for no other reason than that the parties to the agreement will 
have, in a written license, documentation of the duration and scope of 
the license as well as of other important terms of their agreement. 
This form agreement allows the author of a work to license it to 
another person or company on a nonexclusive basis—that is, other 
users of the copyright may be granted the same rights by the owner of 
the copyright. 


Nonexclusive License of Copyright 

This agreement is made between 'Aaron Bowers (hereinafter referred 
to as “the Author”) and *Ace Publishing Company (hereinafter 
referred to as “the Licensee”), with reference to the following facts: 

That the Author, an independent contractor,’ is the creator of 
and owner of the copyright in a certain unpublished’ drawing® 
(hereinafter referred to as “the Work”), which may be more fully 
described as follows: 

7a three-by-five-inch pen-and-ink portrait of the poet Seamus 
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Heaney, a photocopy? of which is attached hereto and made 
a part of this agreement by this reference. 

The Author and the Licensee agree as follows: 
1. That the Author hereby grants to the Licensee the nonexclusive 
right to reproduce, publish, prepare derivative works of and 
from, combine with other materials, display publicly, and other- 
wise use, control the use of, and exploit the Work’ for a period 
of thirty-six (36)'° months from the date written below. 
2. That, during the term of this License of Copyright, the 
Licensee shall have the nonexclusive right to exercise the rights 
granted herein throughout the United States and Canada." 
3. That the Licensee shall have the right to crop, edit, alter, 
or otherwise modify the Work to the extent that the Licensee, 
in the sole discretion of the Licensee, deems necessary to suit it 
to such uses as the Licensee may choose to make of the Work.” 
4. That the Licensee will pay to the Author the sum of 
Five Hundred Dollars ($500), which amount it is agreed will 
constitute the Author’s only compensation for the grant of 
rights made herein.” 
5. That the Author warrants that he or she is the owner of 
copyright in the Work and possesses full right and authority to 
convey the rights herein conveyed. The Author further warrants 
that the Work does not infringe the copyright in any other work, 
and does not invade any privacy, publicity, trademark, or other 
rights of any other person.'* The Author further agrees to indemnify 
and hold the Licensee harmless in any litigation in which a third 
party challenges any of the warranties made by the Author in 
this paragraph if any such litigation results in a judgment adverse 
to the Author in a court of competent jurisdiction." 
6. That this agreement shall be governed by the laws of the 
State of Massachusetts'® applicable to contracts made and to 
be performed therein and shall be construed according to the 
Copyright Law of the United States, Title 17, Section 101, 
et seq., United States Code. 
7. That this agreement shall enure to the benefit of and bind 
the parties and their respective heirs, representatives, successors, 
and assigns.” 


Form Nonexclusive License of Copyright 
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23 


26 


In witness whereof, the Author and the Licensee have executed 
this document in two (2) counterpart originals'® as of” the fifth 
day of September 2004.”° 


22 


Author Licensee 
24 
Address Address 
25 
Social Security Number By: 
27 
Title 


Nonexclusive License of Copyright: Notes 
Insert the name of the author of the work. If two or more people 
created the work as coauthors, insert all their names here and 
add enough spaces for their signatures and so on at the end of 
the agreement. 
If you want to be more specific, use “Photographer,” “Writer,” 
“Songwriter,” “Composer,” “Illustrator,” or similar terms; use 
the same designation throughout the document everywhere the 
word “Author” appears here. If two or more people created 
the work as coauthors, use the following language: “(hereinafter 
jointly referred to as “the Author).” 
Insert the name of the person or company to whom the 
copyright in the work is being licensed. 
This form license agreement is inappropriate for use by anyone 
who is not an independent contractor. The works created by 
employees as part of their jobs are works-for-hire; no written 
agreement is necessary to document the work-for-hire situation 
in such a circumstance because the relationship of the employee 


193 


THE COPYRIGHT GUIDE 


and employer determines, as a matter of law, the ownership of 
the copyright in any work created on the job by the employee. 
However, even someone who works at a full-time job is an 
independent contractor with regard to any activity outside his 
or her job responsibilities. This language makes clear that the 
Author is not an employee of the Licensee. 

5 If the Work has been published, use language similar to the 
following to specify the year of first publication of the Work: 

“a certain drawing, first published in 2004.” One of the three 
elements of copyright notice is the year of first publication 

of the work. See chapter 1, on copyright protection for more 
information about copyright notice. 

6 Use an appropriate short designation for the type of work that is 
the subject of the assignment—e.g., “a photograph of three-year- 
old twin girls, each holding a black Labrador puppy,” “a poem 
titled ‘Midsummer’s Eve,” “a musical composition titled ‘Wind 
Dance,” “a short story titled ‘High Hopes,” “a nonfiction book 
manuscript titled ‘Butterflies of the Eastern States,’” and so on. 

7 Insert a detailed description of the Work sufficient to allow 
the parties to the license and everyone else to determine just 
which particular work, out of all similar works, is the subject 
of the license. 

8 If it is practicable, attach a copy of the Work, similar to the sort 
of copies required for registration of copyright, to each original 
of the Nonexclusive License of Copyright document. If it is not 
practicable to do so, omit this language and use a much more 
detailed description of the Work or use photographs (for three- 
dimensional works such as sculptures) or other identifying 
material, such as the script for a film, and change the language 
describing the attached materials. 

9 These are the exclusive rights of copyright given to copyright 
owners by the U.S. copyright statute and the copyright statutes 
of other countries. However, since this is a nonexclusive license, 
the Author may also grant the right to other parties to exercise 
these rights; further, the Author retains the right to exercise 
these rights simultaneously with any licensee. 

10 When they draft agreements, lawyers traditionally use both 


Form Nonexclusive License of Copyright 


11 


12 


13 


words and figures to specify important numbers and sums of 
money one party must pay the other. This is done to diminish 
the possibility that a typographical error will lead to a misunder- 
standing of some important provision of the agreement, such as 
its duration, or the underpayment of one party or overpayment 
by the other. This is a good practice to adopt in modifying this 
form agreement for your own use. The period of the license may 
be as short or as long (up to a maximum of the remainder of the 
term of copyright protection for the Work) as the parties wish. 
Use “for the full term of copyright protection” to license the copy- 
right for the remainder of the term of copyright protection; other- 
wise, specify the number of months or years the license will endure. 
Specify the territory to which the license applies. If the Author’s 
intent is to grant a nonexclusive license for the entire world, use 
this language: “That the Licensee shall have the nonexclusive right 
to exercise the rights granted herein throughout the world . . .” 
Unless permission to alter the work is given by the Author of the 
work, anyone who significantly modifies it may be legally liable 
to the Author for distorting his or her work. This paragraph 
may be omitted if the Author objects to any modification of the 
Work. Or, any such modification may be made dependent upon 
the prior written approval of the Author: “That the Licensee 
shall not have the right to crop, edit, alter, or otherwise modify 
the work without the prior written consent of the Author to any 
such modification.” 

If payment is to be made in installments, use language similar to 
the following: “That the Licensee will pay to the Author the sum 
of Ten Thousand Dollars ($10,000), which amount it is agreed 
will constitute the Author’s only compensation for the grant of 
rights made herein and which shall be paid according to the 
following schedule: Five Thousand Dollars ($5,000) shall be 
paid upon the execution of this agreement; Twenty-five Hundred 
Dollars ($2,500) shall be paid on a date not later than thirty 
days after the date of execution of this agreement; and Twenty- 
five Hundred Dollars ($2,500) shall be paid on a date not later 
than sixty days after the date of execution of this agreement.” 
The phrase “only compensation” refers to the fact that this 
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agreement does not provide for the periodic payment of royalties 
to the Author, as do many agreements in which authors 

license copyrights to others, such as book publishers or music 
publishers. This simple form Nonexclusive License of Copyright 
is inadequate to document a license of copyright made in return 
for the promise of the payment of royalties. 

This sort of provision is common in licenses of copyright to 
protect the person or company acquiring the license of copyright 
from lawsuits for infringement based on actions of the Author. 
This seems reasonable if you consider that licensees usually have 
no knowledge of the circumstances surrounding the creation of 
the work of others and need to make sure that they are buying 
only rights in copyrights, not lawsuits. 

This is called a “hold harmless” clause and is very common 

in book publishing, music publishing, and other agreements in 
which one party acquires rights in the copyright in a work 
created by an independent contractor. This is a fairly mild 
example of a “hold harmless” clause. Authors should expect 

to see provisions similar to those made in Paragraph 5 of this 
agreement in any document that licenses a copyright for any 
substantial period of time; no licensee should agree to acquire 

a license of copyright unless the author of the work will make, 
in writing, promises similar to these in the document that grants 
the license of copyright. 

Insert the name of the state where you live here. It is an advantage 
to a litigant to be able to file or defend a suit in his or her home 
state. However, it may be that each party to the agreement will 
want any suit concerning it to be filed in his or her home state. 
This is a point of negotiation but, as a practical matter, the 
more powerful of the two parties to the agreement will prevail. 
This allows the Author to assign any sums due under the 
agreement to a third party or the estate of an Author who dies 
to collect any such sums on his or her behalf. It also permits 

the Licensee to in turn assign its nonexclusive license to another 
person or company. However, under some circumstances, 
especially those where the license is granted in return for the 
periodic payment of royalties, the Author will not want the 


Form Nonexclusive License of Copyright 


18 


19 


20 


21 
22 
23 
24 
25 


26 


27- 


Licensee to assign its nonexclusive license to any other party; 
the usual reason for this objection is that the Author may not 
know and trust this secondary licensee and may have no 


confidence in the ability of any such secondary licensee to exploit 


the copyright in the Work. In such an event, add this language 


to limit the right of the Licensee to assign the license of copyright 


to another entity: “However, the Licensee shall not attempt to 
convey any of the rights granted herein to the Licensee by the 
Author to any third party without the prior written consent of 
the Author.” 

Specify how many original copies of the agreement (i.e., copies 
of the agreement, even if they are photocopies, that bear the 
original signatures of the parties). 

In agreements, “as of” means: “We are signing this agreement 
today, but we mean for it to take effect as of two weeks ago, 
or next month.” A date specified that is before or after the 
agreement is actually signed is referred to as the “effective date” 
of the agreement. 

If you want the agreement to become effective on the date it is 
signed, use that date here. If you want it to be effective as of 

a previous date, use that date. If you want to postpone the time 
when the agreement becomes operative until a later date, use 
that future date. 

Leave this space blank for the signature of the Author. 

Leave this space blank for the signature of the Licensee. 

Insert the Author’s address here. 

Insert the Licensee’s address here. 

Insert the name of a person who is acting on behalf of his or 
her company when that company is the Licensee. If the Licensee 
is an individual, this line may be omitted. 

It may be necessary for the Licensee to file a report of the 
Licensee’s payments to the Author with the Internal Revenue 
Service; if so, the Author’s social security number will be 
necessary for any such filings. 

Insert the title of a person who is acting on behalf of his or 
her company when that company is the Licensee. 

If the Licensee is an individual, this line may be omitted. 
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Form Exclusive License of Copyright 


I be legally effective, exclusive licenses of copy- 
right must be in writing and must be signed by at least the owner of 
the copyright licensed. This form agreement allows the author of a 
work to license it exclusively to another person or company. 


Exclusive License of Copyright 
This agreement is made between Natalie Wilson (hereinafter referred 
to as “the Author”) and “Ace Publishing Company (hereinafter 
referred to as “the Licensee”), with reference to the following facts: 
A. That the Author, an independent contractor,’ is the creator 
of and owner of the copyright in a certain unpublished? essay 
(hereinafter referred to as “the Work”), which may be more fully 
described as follows: 
7a three-thousand-word original essay titled “The Changing Face 
of the American Voter: From World War II to the Second Gulf 
War,” a photocopy? of which is attached hereto and made a part 
of this agreement by this reference. 
B. That the Work was completed during °2004. 
C. That the Author’s date of birth is July 7, 1976. 
The Author and the Licensee agree as follows: 
1. That the Author hereby grants to the Licensee the sole and 
exclusive right to reproduce, publish, prepare derivative works of 


and from, combine with other materials, display publicly, and oth- 
erwise use, control the use of, and exploit the Work" for a period 
of thirty-six (36) months from the date written below. 

2. That, during the term of this License of Copyright, the Licensee 
shall have the right to exercise the rights granted herein through- 
out the United States and Canada.» 

3. That the Licensee shall have the right to crop, edit, alter, or 
otherwise modify the Work to the extent that the Licensee, in the 
sole discretion of the Licensee, deems necessary to suit it to such 
uses as the Licensee may choose to make of the Work.” 

4. That the Licensee will pay to the Author the sum of Five 
Hundred Dollars ($500), which amount it is agreed will consti- 
tute the Author’s only compensation for the grant of rights 
made herein. 

5. That the Author warrants that he or she is the owner of 
copyright in the Work and possesses full right and authority to 
convey the rights herein conveyed. The Author further warrants 
that the Work does not infringe the copyright in any other work, 
and does not invade any privacy, publicity, trademark, or other 
rights of any other person. The Author further agrees to indem- 
nify and hold the Licensee harmless in any litigation in which a 
third party challenges any of the warranties made by the Author 
in this paragraph if any such litigation results in a judgment 
adverse to the Author in a court of competent jurisdiction. 

6. That this agreement shall be governed by the laws of the State 
of Massachusetts“ applicable to contracts made and to be per- 
formed therein and shall be construed according to the Copyright 
Law of the United States, Title 17, Section 101, et seq., United 
States Code. 

7. That this agreement shall enure to the benefit of and bind 
the parties and their respective heirs, representatives, successors, 
and assigns. 
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In witness whereof, the Author and the Licensee have execut- 
$ 4 oy 20 1 . 
ed this document in two (2) counterpart originals as of the fifth day 


of September 2004.” 


23 


Author 


25 


Address 


28 


Social Security Number 


24 


Licensee 


26 


Address 


27 


Title 


Exclusive License of Copyright: Notes 
1 Insert the name of the author of the work. If two or more people 
created the work as coauthors, insert all their names here and 
add enough spaces for their signatures, etc., at the end of the 


agreement. 


2 Ifyou want to be more specific, use “Photographer,” 
“Illustrator,” “Songwriter,” “Composer,” “Illustrator,” or similar 
terms; use the same designation throughout the document 
everywhere the word “Author” appears here. If two or more 
people created the work as coauthors, use the following 


language: “(hereinafter jointly referred to as “the Author) 


23 


3 Insert the name of the person or company to whom the copy- 
right in the work is being licensed. 

4 This form license agreement is inappropriate for use by anyone 
who is not an independent contractor. The works created by 
employees as a part of their jobs are works-for-hire; no written 


Form Exclusive License of Copyright 


agreement is necessary to document the work-for-hire situation 
in such a circumstance because the relationship of the employee 
and employer determines, as a matter of law, the ownership of 
the copyright in any work created on the job by the employee. 
However, even someone who works at a full-time job is an 
independent contractor with regard to any activity outside his 
or her job responsibilities. This language makes clear that the 
Author is not an employee of the Licensee. 

If the Work has been published, use language similar to the 
following to specify the year of first publication of the Work: 

“a certain drawing, first published in 2004.” One of the three 
elements of copyright notice is the year of first publication 

of the work. See chapter 1, on copyright protection, for more 
information about copyright notice. 

Use an appropriate short designation for the type of work that is 
the subject of the assignment—e.g., “a photograph of three-year- 
old twin girls, each holding a black Labrador puppy,” “a poem 
titled ‘Midsummer’s Eve,” “a musical composition titled ‘Wind 
Dance,” “a short story titled ‘High Hopes,” “a nonfiction book 
manuscript titled ‘Butterflies of the Eastern States,’” and so on. 
Insert a detailed description of the Work sufficient to allow 

the parties to the license and everyone else to determine just 
which particular work, out of all similar works, is the subject 
of the license. 

If it is practicable, attach a copy of the Work, similar to the sort 
of copies required for registration of copyright, to each original 
of the Exclusive License of Copyright document. If it is not 
practicable to do so, omit this language and use a much more 
detailed description of the Work or use photographs (for 
three-dimensional works such as sculptures) or other identifying 
material, such as the script for a film, and change the language 
describing the attached materials. 

Specify the year during which the Work was finished by the 
Author. (The Copyright Office permits exclusive licensees to 
register with the Copyright Office their interests in the copy- 
rights they license; the year the Work was completed is required 
on any application for copyright registration.) 
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Insert the correct date. (The author’s date of birth is also 
required in any application for copyright registration.) 

These are the exclusive rights of copyright given to copyright 
owners by the U.S. copyright statute and the copyright statutes 
of other countries. 

When they draft agreements, lawyers traditionally use both 
words and figures to specify important numbers and sums of 
money one party must pay the other. This is done to diminish 
the possibility that a typographical error will lead to a misunder- 
standing of some important provision of the agreement, such as 
its duration, or the underpayment of one party or overpayment 
by the other. This is a good practice to adopt in modifying this 
form agreement for your own use. The period of the license may 
be as short or as long (up to a maximum of the remainder of the 
term of copyright protection for the Work) as the parties wish. 
Use “for the full term of copyright protection” to license the 
copyright for the remainder of the term of copyright protection; 
otherwise, specify the number of months or years the license 

will endure. 

Since a copyright owner may grant simultaneous exclusive 
licenses to a copyright in different geographic areas, specify the 
territory to which the license applies. If the Author’s intent is to 
grant an exclusive license for the entire world, use this language: 
“That the Licensee shall have the right to exercise the rights 
granted herein throughout the world. . .” 

Unless permission to alter the work is given by the Author of the 
work, anyone who significantly modifies it may be legally liable 
to the Author for distorting his or her work. This paragraph may 
be omitted if the Author objects to any modification of the 
Work. Or, any such modification may be made dependent upon 
the prior written approval of the Author: “That the Licensee 
shall not have the right to crop, edit, alter, or otherwise modify 
the work without the prior written consent of the Author to any 
such modification.” 

If payment is to be made in installments, use language similar to 
the following: “That the Licensee will pay to the Author the sum 
of Ten Thousand Dollars ($10,000), which amount it is agreed 


Form Exclusive License of Copyright 


16 


17 


will constitute the Author’s only compensation for the grant of 
rights made herein and which shall be paid according to the 
following schedule: Five Thousand Dollars ($5,000) shall be 
paid upon the execution of this agreement; Twenty-five Hundred 
Dollars ($2,500) shall be paid on a date not later than thirty 
days after the date of execution of this agreement; and Twenty- 
five Hundred Dollars ($2,500) shall be paid on a date not later 
than sixty days after the date of execution of this agreement.” 
The phrase “only compensation” refers to the fact that this 
agreement does not provide for the periodic payment of royalties 
to the Author, as do many agreements in which authors license 
copyrights to others, such as book publishers or music publish- 
ers. This simple form Exclusive License of Copyright is inade- 
quate to document a license of copyright made in return for the 
promise of the payment of royalties; while the license provisions 
of this agreement are adequate for such an arrangement, agree- 
ments that provide for the payment of royalties universally make 
many other provisions, such as a provision specifying the right 
of the author to occasionally examine the books of the Licensee. 
This sort of provision is common in licenses of copyright to 
protect the person or company acquiring the license of copyright 
from lawsuits for infringement based on actions of the Author. 
This seems reasonable if you consider that licensees usually have 
no knowledge of the circumstances surrounding the creation of 
the work of others and need to make sure that they are buying 
only rights in copyrights, not lawsuits. 

This is called a “hold harmless” clause and is very common 

in book publishing, music publishing, and other agreements in 
which one party acquires rights in the copyright in a work 
created by an independent contractor. This is a fairly mild 
example of a “hold harmless” clause. Authors should expect to 
see provisions similar to those made in Paragraph 5 of this 
agreement in any document that exclusively licenses a copyright 
for any substantial period of time; no licensee should agree to 
acquire an exclusive license of copyright unless the author of 

the work will make, in writing, promises similar to these in the 
document that grants the license of copyright. 
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Insert the name of the state where you live here. It is an 
advantage to a litigant to be able to file or defend a suit in his 
or her home state. However, it may be that each party to the 
agreement will want any suit concerning it to be filed in his or 
her home state. This is a point of negotiation, but, as a practical 
matter, the more powerful of the two parties to the agreement 
will prevail. 

This allows the Author to assign any sums due under the 
agreement to a third party or the estate of an Author who dies 
to collect any such sums on his or her behalf. It also permits the 
Licensee to in turn assign its exclusive license to another person 
or company. However, under some circumstances, especially 
those where the license is granted in return for the periodic 
payment of royalties, the Author will not want the Licensee to 
assign its exclusive license to any other party; the usual reason 
for this objection is that the Author may not know and trust this 
secondary licensee and may have no confidence in the ability of 
any such secondary licensee to exploit the copyright in the Work. 
In such an event, add this language to limit the right of the 
Licensee to assign the license of copyright to another entity: 
“However, the Licensee shall not attempt to convey any of the 
rights granted herein to the Licensee by the Author to any third 
party without the prior written consent of the Author.” 

Specify how many original copies of the agreement (i.e., copies 
of the agreement, even if they are photocopies, that bear the 
original signatures of the parties). 

In agreements, “as of” means: “We are signing this agreement 
today, but we mean for it to take effect as of two weeks ago, 

or next month.” A date specified that is before or after the 
agreement is actually signed is referred to as the “effective date” 
of the agreement. 

If you want the agreement to become effective on the date it 

is signed, use that date here. If you want it to be effective as of 
a previous date, use that date. If you want to postpone the time 
when the agreement becomes operative until a later date, use 
that future date. 

Leave this space blank for the signature of the Author. 


Form Exclusive License of Copyright 


24 
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26 
27 


28 


29 


Leave this space blank for the signature of the Licensee. 
Insert the Author’s address here. 

Insert the Licensee’s address here. 

Insert the name of a person who is acting on behalf of his or 
her company when that company is the Licensee. If the Licensee 
is an individual, this line may be omitted. 

It may be necessary for the Licensee to file a report of the 
Licensee’s payments to the Author with the Internal Revenue 
Service; if so, the Author’s social security number will be 
necessary for any such filings. 

Insert the title of a person who is acting on behalf of his 

or her company when that company is the Licensee. If the 
Licensee is an individual, this line may be omitted. 
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Form Assignment of Copyright 


T be legally effective, assignments of copyright 
must be in writing and must be signed by at least the owner of the 
copyright transferred. This form agreement is for use in transferring 
ownership of a copyright from the author of the work to another 
person or company. 


Assignment of Copyright 
This agreement is made between ‘Megan Bowers (hereinafter referred 
to as “the Author”*) and *Ace Publishing Company (hereinafter 
referred to as “the Assignee”), with reference to the following facts: 
A. That the Author, an independent contractor,’ is the creator 
of and owner of the copyright in a certain unpublished’ essay® 
(hereinafter referred to as “the Work”), which may be more fully 
described as follows: 
7a three-thousand-word original essay titled “The Changing Face 
of the American Voter: From World War II to the Second Gulf 
War,” a photocopy? of which is attached hereto and made a part 
of this agreement by this reference. 
B. That the Work was completed during °2004. 
C. That the Author’s date of birth is YJuly 7, 1976. 
The Author and the Assignee agree as follows: 


1. That the Author hereby assigns, transfers, and conveys to 
the Assignee all"! right, title, and interest in and to the Work 
described above” together with the copyright therein and the 
right to secure copyright registration therefor, in accordance with 
Sections 101, 204, and 205 of Title 17 of the United States 
Code, the Copyright Law of the United States. The above assign- 
ment, transfer, and conveyance includes, without limitation, any 
and all features, sections, and components of the Work, any and 
all works derived therefrom, the United States and worldwide 
copyrights therein, and any renewals or extensions thereof, and 
any and all other rights that the Author now has or to which he 
or she may become entitled under existing or subsequently enact- 
ed federal, state, or foreign laws, including, but not limited to, 
the following rights: to reproduce, publish, and display the Work 
publicly, to prepare derivative works of and from the Work, to 
combine the Work with other materials, and to otherwise exploit 
and control the use of the Work." The above assignment further 
includes any and all causes of action for infringement of the 
Work, past, present, and future, and any and all proceeds from 
such causes accrued and unpaid and hereafter accruing. 

2. That the Assignee shall have the right to crop, edit, alter, or 
otherwise modify the Work to the extent that the Assignee, in 
the sole discretion of the Assignee, deems necessary to suit it to 
such uses as the Assignee may choose to make of the Work." 

3. That the Assignee will pay to the Author the sum of Five 
Hundred Dollars ($500), which amount it is agreed will 
constitute the Author’s only compensation for the grant of rights 
made herein.'° 

4. That the Author warrants that he or she is the owner of 
copyright in the Work and possesses full right and authority to 
convey the rights herein conveyed. The Author further warrants 
that the Work does not infringe the copyright in any other work, 
and does not invade any privacy, publicity, trademark, or other 
rights of any other person.” The Author further agrees to indem- 
nify and hold the Assignee harmless in any litigation in which a 
third party challenges any of the warranties made by the Author 
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in this paragraph if any such litigation results in a judgment 
adverse to the Author in a court of competent jurisdiction.’ 

5. That this agreement shall be governed by the laws of the 
State of Massachusetts”? applicable to contracts made and to 
be performed therein and shall be construed according to the 
Copyright Law of the United States, Title 17, Section 101, 

et seq., United States Code. 

6. That this agreement shall enure to the benefit of and bind the 
parties and their respective heirs, representatives, successors, 
and assigns.”° 

In witness whereof, the Author and the Assignee have executed 
this document in two (2) counterpart originals? as of” the fifth 
day of September 2004.” 


24 25 

Author Assignee 
26 27 

Address Address 
29 28 

Social Security Number By: 


30 


Title 


Form Assignment of Copyright 


Assignment of Copyright: Notes 

1 Insert the name of the author of the work. If two or more 
people created the work as coauthors, insert all their names 
here and add enough spaces for their signatures, etc., at the 
end of the agreement. 

2 Ifyou want to be more specific, use “Photographer,” “Illustrator,” 
“Songwriter,” “Composer,” “Illustrator,” or similar terms; use 
the same designation throughout the document everywhere the 
word “Author” appears here. If two or more people created 
the work as coauthors, use the following language: “(hereinafter 
jointly referred to as “the Author).” 

3 Insert the name of the person or company to whom the 
copyright in the work is being assigned or transferred. 

4 This form assignment agreement is inappropriate for use by 
anyone who is not an independent contractor. The works created 209 
by employees as a part of their jobs are works-for-hire; no 
written agreement is necessary to document the work-for-hire 
situation in such a circumstance because the relationship of the 
employee and employer determines, as a matter of law, the 
ownership of the copyright in any work created on the job by 
the employee. However, even someone who works at a full-time 
job is an independent contractor with regard to any activity 
outside his or her job responsibilities. This language makes clear 
that the Author is not an employee of the Assignee. This is an 
important point because an author who does not create a work 
as part of his or her job responsibilities may terminate an 
assignment of the sort made in this agreement at the halfway 
point of copyright protection. See chapter 12, on recapture 
of copyrights, for more information about terminations of 
copyright assignments. 

5 If the Work has been published, use language similar to the 
following to specify the year of first publication of the Work: 

“a certain drawing, first published in 2004.” One of the three 
elements of copyright notice is the year of first publication 

of the work. See chapter 1, on copyright protection, for more 
information about copyright notice. 

6 Use an appropriate short designation for the type of work that 


10 


11 


THE COPYRIGHT GUIDE 


is the subject of the assignment—e.g., “a photograph of three- 
year-old twin girls, each holding a black Labrador puppy,” 

“a poem titled ‘Midsummer’s Eve,” “a musical composition 
titled ‘Wind Dance,” “a short story titled ‘High Hopes,” 

“a nonfiction book manuscript titled ‘Butterflies of the Eastern 
States,’” and so on. 

Insert a detailed description of the Work sufficient to allow the 
parties to the assignment and everyone else to determine just 
which particular work, out of all similar works, is the subject 

of the assignment. 

If it is practicable, attach a copy of the Work, similar to the sort 
of copies required for registration of copyright, to each original 
of the Assignment of Copyright document. If it is not practicable 
to do so, omit this language and use a much more detailed 
description of the Work or use photographs (for three- 
dimensional works such as sculptures) or other identifying 
material, such as the script for a film, and change the language 
describing the attached materials. 

Specify the year during which the Work was finished by 

the Author. (This year is required on any application for 
copyright registration.) 

Insert the correct date. (The author’s date of birth is also 
required in any application for copyright registration.) 

It is, of course, possible to convey by assignment less than the 
entire copyright in a work. If this is desired, use language similar 
to the following: “That the Author hereby assigns, transfers, and 
conveys to the Assignee Fifty Percent (50%) of the entire right, 
title, and interest in and to the Work described above . . .”) 


12 This assignment language does not convey ownership in any 


physical object or objects that embody the Work, since copyright 
ownership is separate from ownership of copies of the Work. 

If the parties intend to convey both the copyright in the work 
and ownership of a physical object or objects (such as a 
sculpture or an original painting), a separate sales agreement 
should be drafted to provide for the sale of any such physical 
object or objects. However, as a practical matter, implied in 

any transfer of copyright in a work that requires possession of 


Form Assignment of Copyright 


a particular physical object, such as a computer disk (if the 
work in which copyright is transferred is computer software), 
to allow the work to be copied is the promise that the author 
of the work will at least make available for copying any such 
necessary physical object. 


13 These are the exclusive rights of copyright given to copyright 


14 


15 


16 


owners by the U.S. copyright statute and the copyright statutes 
of other countries. 

Unless permission to alter the work is given by the Author of the 
work, anyone who significantly modifies it may be legally liable 
to the Author for distorting his or her work. 

When they draft agreements, lawyers traditionally use both 
words and figures to specify sums of money one party must 

pay the other. This is done to diminish the possibility that 

a typographical error will lead to the underpayment of one 
party or overpayment by the other. It is a good rule to follow 

in modifying this form agreement for your own use. 

If payment is to be made in installments, use language similar to 
the following: “That the Assignee will pay to the Author the sum 
of Ten Thousand Dollars ($10,000), which amount it is agreed 
will constitute the Author’s only compensation for the grant of 
rights made herein and which shall be paid according to the 
following schedule: Five Thousand Dollars ($5,000) shall be 
paid upon the execution of this agreement; Twenty-five Hundred 
Dollars ($2,500) shall be paid on a date not later than thirty 
days after the date of execution of this agreement; and Twenty- 
five Hundred Dollars ($2,500) shall be paid on a date not later 
than sixty days after the date of execution of this agreement.” 
The phrase “only compensation” refers to the fact that this 
agreement does not provide for the periodic payment of royalties 
to the Author, as do many agreements in which authors transfer 
copyrights to others, such as book publishers or music publish- 
ers. This simple form Assignment of Copyright is inadequate to 
document a transfer of copyright made in return for the promise 
of the payment of royalties; while the transfer provisions of this 
assignment are adequate for such an arrangement, agreements 
that provide for the payment of royalties universally make many 
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other provisions, such as a provision specifying the right of the 
author to occasionally examine the books of the assignee. 

This sort of provision is common in assignments of copyright to 
protect the person or company acquiring the copyright from 
lawsuits for infringement based on actions of the Author. This 
seems reasonable if you consider that assignees usually have no 
knowledge of the circumstances surrounding the creation of the 
work of others and need to make sure that they are buying only 
copyrights, not lawsuits. 

This is called a “hold harmless” clause and is very common in 
book publishing, music publishing, and other agreements in 
which one party acquires the copyright in a work created by an 
independent contractor. This is a fairly mild example of a “hold 
harmless” clause. Authors should expect to see provisions similar 
to those made in Paragraph 4 of this agreement in any document 
that transfers ownership of a copyright; no assignee should agree 
to buy a copyright unless the author of the work will make, in 
writing, promises similar to these in the document that transfers 
ownership of the copyright. 

Insert the name of the state where you live here. It is an advantage 
to a litigant to be able to file or defend a suit in his or her home 
state. However, it may be that each party to the agreement will 
want any suit concerning it to be filed in his or her home state. 
This is a point of negotiation, but, as a practical matter, the more 
powerful of the two parties to the agreement will prevail. 

This allows the Author to assign any sums due under the 
agreement to a third party or the estate of an Author who dies 
to collect any such sums on his or her behalf. It also permits the 
Assignee to in turn assign ownership of the copyright in the 
Work to another person or company. However, under some 
circumstances, especially those where the assignment is made in 
return for the periodic payment of royalties, the Author will not 
want the Assignee to assign the copyright in the Work to any 
other party; the usual reason for this objection is that the Author 
may not know and trust this secondary assignee and may have 
no confidence in the ability of any such secondary assignee to 
exploit the copyright in the Work. In such an event, add this 
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language to limit the right of the Assignee to assign the copyright 


to another entity: “However, the Assignee shall not attempt to 
convey any of the rights granted herein to the Assignee by the 
Author to any third party without the prior written consent of 
the Author.” 

Specify how many original copies of the agreement (i.e., copies 
of the agreement, even if they are photocopies, that bear the 
original signatures of the parties). 

In agreements, “as of” means: “We are signing this agreement 
today, but we mean for it to take effect as of two weeks ago, 
or next month.” A date specified that is before or after the 
agreement is actually signed is referred to as the “effective date” 
of the agreement. 

If you want the agreement to become effective on the date it 

is signed, use that date here. If you want it to be effective as of 
a previous date, use that date. If you want to postpone the time 
when the agreement becomes operative until a later date, use 
that future date. 

Leave this space blank for the signature of the Author. 

Leave this space blank for the signature of the Assignee. 

Insert the Author’s address here. 

Insert the Assignee’s address here. 

Insert the name of a person who is acting on behalf of his 

or her company when that company is the Assignee. If the 
Assignee is an individual, this line may be omitted. 

It may be necessary for the Assignee to file a report of the 
Assignee’s payments to the Author with the Internal Revenue 
Service; if so, the Author’s social security number will be 
necessary for any such filings. 

Insert the title of a person who is acting on behalf of his or her 
company when that company is the Assignee. If the Assignee is 
an individual, this line may be omitted. 
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Form Work-for-Hire Agreement 


T be legally effective, work-for-hire agreements 
must be in writing and must be signed by both the creator of the 
specially commissioned work and the person or company that 
commissioned the work. For information about the situations in which 
work-for-hire agreements are appropriate, see chapter 2, on copyright 
ownership, for more information about works made for hire. 


Work-for-Hire Agreement 

This agreement is made between 'Rob Wilson (hereinafter referred 
to as “the Writer”) and *Ace Publishing Company (hereinafter 
referred to as “the Commissioning Party”), with reference to the 
following facts: 

A. That the Writer, an independent contractor,’ has prepared, 

at the instruction and under the direction of the Commissioning 

Party, a certain unpublished? essay° (hereinafter referred to as 

“the Work”), which may be more fully described as follows: 

7a three-thousand-word original essay titled “The Changing Face 

of the American Voter: From World War II to the Second Gulf 

War,” a photocopy? of which is attached hereto and made a part 

of this agreement by this reference. 

B. That the Work was completed during °2004. 

C. That the Writer’s date of birth is '°July 7, 1976. 


The Writer and the Commissioning Party agree as follows: 

1. That the Work, including every embodiment thereof, was 
specifically prepared for the Commissioning Party and consti- 
tutes a work-for-hire, as defined in Title 17, Section 101, et seq., 
United States Code, the Copyright Law of the United States. The 
Writer acknowledges and agrees that the Commissioning Party 
is and will be considered the author of the Work for purposes of 
copyright and is the owner of all rights of copyright in and to 
the Work and that the Commissioning Party will have the exclu- 
sive right to exercise all rights of copyright specified in Title 17, 
Section 101, et seq., United States Code, the Copyright Law of 
the United States, for the full term of copyright and will be enti- 
tled to register the copyright in and to the Work in the 
Commissioning Party’s name. 

2. That the Commissioning Party will pay to the Writer the sum 
of Five Hundred Dollars ($500),'! which amount’ it is agreed 
will constitute the Writer’s entire fee and only compensation” for 
the Writer’s services in creating and preparing the Work and for 
the agreement made herein (excluding reimbursement for such 
reasonable expenses as may have been incurred by the Writer in 
connection with the creation of the Work) within thirty (30) days 
after delivery to the Commissioning Party of the complete text 
of the Work. Notwithstanding the foregoing, the Writer may 
represent himself or herself as the author of the Work, may use 
the Work as a specimen of the Writer’s writings in the context 
of presenting his or her abilities as a writer, and may include the 
Work in the Writer’s professional portfolio or use it as an entry 
in writing competitions." 

3. That this agreement shall be governed by the laws of the 
State of Massachusetts” applicable to contracts made and 

to be performed therein and shall be construed according to 

the Copyright Law of the United States, Title 17, Section 101, 

et seq., United States Code. 

4. That this agreement shall enure to the benefit of and bind 
the parties and their respective heirs, representatives, successors, 
and assigns.'° 
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In witness whereof, the Writer and the Commissioning Party 


have executed this document in two (2) counterpart originals” as of 
A 19 
the fifth day of September 2004. 
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Writer Commissioning Party 
23 
Address Address 
24 
Social Security Number By: 
26 
Title 


Work-for-Hire Agreement: Notes 
Insert the name of the Writer of the work. If two or more 
people created the work as coauthors, insert all their names here 
and add enough spaces for their signatures, etc., at the end of 
the agreement. 
In every other situation where the creator of a work conveys the 
copyright in the work to another party, that creator is forever 
considered the author of the work, even after the copyright is 
owned by someone else. With a work-for-hire, the entity that 
commissions the work is considered, for copyright purposes, the 
“author” of the work from the inception of the work. Therefore, 
in this work-for-hire agreement, it is preferable to use a term 
other than “Author” to designate the creator of the Work. The 
best approach is to refer to the creator by a name that describes 
his or her profession, such as “Photographer,” “Ilustrator,” 
“Songwriter,” “Composer,” and so on. Use the same designation 
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throughout the document to refer to the creator of the work. 
If two or more people created the work as coauthors, use 
the following language: “(hereinafter jointly referred to as 
‘the Songwriters’).” 

3 Insert the name of the person or company that commissioned 
the Work. 

4 This form work-for-hire agreement is inappropriate for use by 
anyone who is not an independent contractor. The works created 
by employees as a part of their jobs are works-for-hire; no 
written agreement is necessary to document the work-for-hire 
situation in such a circumstance because the relationship of the 
employee and employer determines, as a matter of law, the 
ownership of the copyright in any work created on the job by 
the employee. However, even someone who works at a full-time 
job is an independent contractor with regard to any activity 217 
outside his or her job responsibilities. 

5 If the Work has been published, use language similar to the 
following to specify the year of first publication of the Work: 

“a certain essay, first published in 2004.” One of the three 
elements of copyright notice is the year date of first publication 
of the work. See chapter 1, on copyright protection, for more 
information about copyright notice. 

6 Use an appropriate short designation for the type of work that 
is the subject of the work-for-hire agreement—e.g., “a photo- 
graph of three-year-old twin girls, each holding a black Labrador 
puppy,” “a poem titled ‘Midsummer’s Eve,” “a musical 
composition titled ‘Wind Dance,” “a short story titled ‘High 
Hopes,” “a nonfiction book manuscript titled ‘Butterflies of 
the Eastern States,’” and so on. 

7 Insert a detailed description of the Work sufficient to allow the 
parties to the agreement and everyone else to determine just 
which particular work, out of all similar works, is the subject of 
the agreement. 

8 If it is practicable, attach a copy of the Work, similar to the sort 
of copies required for registration of copyright, to each original 
of the work-for-hire agreement document. If it is not practicable 
to do so, omit this language and use a much more detailed 
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description of the Work or use photographs (for three-dimensional 
works such as sculptures) or other identifying material, such as 
the script for a film, and change the language describing the 
attached materials. 

Specify the year during which the Work was finished by 

the Writer. (This year date is required on any application for 
copyright registration.) 

Insert the correct date. (The Author’s date of birth is also 
required in any application for copyright registration.) 

When they draft agreements, lawyers traditionally use both 
words and figures to specify sums of money one party must 

pay the other. This is done to diminish the possibility that a 
typographical error will lead to the underpayment of one party 
or overpayment by the other. It is a good rule to follow in 
modifying this form agreement for your own use. 

If payment is to be made in installments, use language similar 

to the following: “That the Commissioning Party will pay to 

the Writer the sum of Ten Thousand Dollars ($10,000), which 
amount it is agreed will constitute the Writer’s entire fee and 
only compensation for the Writer’s services in creating and 
preparing the Work and for the agreement made herein (exclud- 
ing reimbursement for such reasonable expenses as may have 
been incurred by the Writer in connection with the creation of 
the Work) and which shall be paid according to the following 
schedule: Five Thousand Dollars ($5,000) shall be paid upon 
the execution of this agreement; Twenty-five Hundred Dollars 
($2,500) shall be paid on a date not later than thirty days 

after the date of execution of this agreement; and Twenty-five 
Hundred Dollars ($2,500) shall be paid on a date not later 

than sixty days after the date of execution of this agreement.” 
The phrase “entire fee and only compensation” refers to the fact 
that this agreement does not provide for the periodic payment 
of royalties to the Writer, as do some other agreements in which 
authors transfer copyrights to others, such as book publishers or 
music publishers. This work-for-hire agreement is inappropriate 
for use in any such situation. 

Although the Commissioning Party will own the copyright in the 
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24 


Work, it is considerate to allow the Writer of the Work to use 
the Work as an example of his or her professional ability, if that 
does not contravene the goals of the Commissioning Party 

(as in a case where the Writer is a ghostwriter of a speech or an 
“autobiography” for the Commissioning Party). This courtesy 
to the Writer does not diminish or endanger the rights of the 
Commissioning Party, since the Writer cannot exercise any 
rights of copyright. 

Insert the name of the state where you live here. It is an 
advantage to a litigant to be able to file or defend a suit in his 
or her home state. However, it may be that each party to the 
agreement will want any suit concerning it to be filed in his or 
her home state. This is a point of negotiation, but, as a practical 
matter, the more powerful of the two parties to the agreement 
will prevail. 

This allows the Writer to assign any sums due under the 
agreement to a third party or the estate of a Writer who dies 

to collect any such sums on his or her behalf. 

Specify how many original copies of the agreement (i.e., copies 
of the agreement, even if they are photocopies, that bear the 
original signatures of the parties). 

In agreements, “as of” means: “We are signing this agreement 
today, but we mean for it to take effect as of two weeks ago, 

or next month.” A date specified that is before or after the 
agreement is actually signed is referred to as the “effective date” 
of the agreement. 

If you want the agreement to become effective on the date it 

is signed, use that date here. If you want it to be effective as of 
a previous date, use that date. If you want to postpone the time 
when the agreement becomes operative until a later date, use 
that future date. 

Leave this space blank for the signature of the Writer. 

Leave this space blank for the signature of the Commissioning 
Party. 

Insert the Writer’s address here. 

Insert the Commissioning Party’s address here. 

Insert the name of a person who is acting on behalf of his or her 
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company when that company is the Commissioning Party. If the 
Commissioning Party is an individual, this line may be omitted. 

25 It may be necessary for the Commissioning Party to file a report 
of its payments to the Writer with the Internal Revenue Service; 
if so, the Writer’s social security number will be necessary for 
any such filings. 

26 Insert the title of a person who is acting on behalf of his or her 
company when that company is the Commissioning Party. If the 
Commissioning Party is an individual, this line may be omitted. 
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access—the first element of the 
three-part test for copyright 
infringement. That is, in a case for 
infringement of a novel, did the 
defendant have access to the manu- 
script or a published version of the 
plaintiff’s book so that copying was 
possible? Usually access must be 
proved before the other two parts 
of the copyright test (copying of 
protected expression and substan- 
tial similarity) are considered. 


actual damages—the profits a 
copyright infringer made from the 
infringing work and the money 
the plaintiff lost because of the 
infringement. A court deciding 

a copyright infringement case may 
award either actual damages or 
statutory damages. 


anonymous work—a work on the 
copies or phonorecords of which 
no natural person is identified as 
author. 
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assignment of copyright—like a sale 
of a copyright, usually made in 
return for a lump sum payment or 
the promise of the payment of a 
share of the income produced by 
the work. For example, in the case 
of a music publishing agreement, 

a transfer of ownership of the song 
copyright from the songwriter to 
the music publisher is made in 
return for the promises the publisher 
makes in the music publishing 
agreement regarding advance and 
periodic payments of royalties to 
the author. In addition to assign- 
ment of an entire copyright, an 
author may also assign only part of 
a copyright. The copyright statute 
requires that the transfer of owner- 
ship of any copyright be made in 

a written document signed by the 
person assigning the ownership of 
the copyright to someone else; no 
verbal assignment of copyright is 
possible. Anyone who acquires any 
right of copyright by assignment 
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can, in turn, sell that right to 
someone else unless the written 
assignment document provides 
otherwise. An assignment of 
copyright may also be referred 
to as a “transfer” of copyright. 
Assignment of copyright is one 
of three ways that ownership of 
rights in copyright is transferred 
to someone besides the author of 
the copyrighted work; the other 
two are license and work-for-hire. 


audiovisual workK—a work that 
consists of a series of related 
images which are intrinsically 
intended to be shown by the use 
of machines or devices, such as 
projectors, viewers, or electronic 
equipment, together with accompa- 
nying sounds, if any, regardless of 
the nature of the material objects, 
such as films or tapes, in which the 
works are embodied. 


author—in the language of the U.S. 
copyright statute, the creator of 
any copyrightable work, whether 
that work is a book, photograph, 
painting, poem, play, musical 
composition, or other sort of work. 
The exception to this is a work-for- 
hire; if a work is created as work- 
for-hire, the employer of the creator 
of the copyright owns the copyright 
from the inception of the work 

and is considered the author of the 
work for purposes of copyright. 


Berne Convention—the Convention 
for the Protection of Literary and 
Artistic Works, signed at Berne, 
Switzerland, on September 9, 1886, 
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and all acts, protocols, and 
revisions thereto. 

A work is a “Berne Convention 
work” if (1) in the case of an 
unpublished work, one or more of 
the authors is a national of a nation 
adhering to the Berne Convention, 
or in the case of a published work, 
one or more of the authors is a 
national of a nation adhering to the 
Berne Convention on the date of 
first publication; (2) the work was 
first published in a nation adhering 
to the Berne Convention, or was 
simultaneously first published in 
a nation adhering to the Berne 
Convention and in a foreign nation 
that does not adhere to the Berne 
Convention; (3) in the case of an 
audiovisual work—(a) if one or 
more of the authors is a legal 
entity, that author has its headquar- 
ters in a nation adhering to the 
Berne Convention; or (b) if one or 
more of the authors is an individ- 
ual, that author is domiciled, or 
has his or her habitual residence in, 
a nation adhering to the Berne 
Convention; (4) in the case of a 
pictorial, graphic, or sculptural 
work that is incorporated in a 
building or other structure, the 
building or structure is located in 
a nation adhering to the Berne 
Convention; or (5) in the case of 
an architectural work embodied 
in a building, such building is 
erected in a country adhering to 
the Berne Convention. An author 
who is domiciled in or has his or 
her habitual residence in, a nation 
adhering to the Berne Convention 
is considered to be a national of 
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that nation. A work is considered 
to have been simultaneously 
published in two or more nations 

if its dates of publication are within 
thirty days of one another. 


hest edition—the “best edition” of 
a work is the edition, published in 
the United States at any time before 
the date of deposit, that the Library 
of Congress determines to be 

most suitable for its purposes. 

This usually means the best quality 
version of the work available at 

the time registration is applied for. 


case law—law that originates in 
the decisions of courts as opposed 
to written laws passed by state 
legislatures or the U.S. Congress, 
which are called “statutes.” 


cease and desist letter—a letter 
written by the lawyer for the 
plaintiff telling the defendant to 
immediately cease certain specified 
actions that infringe the plaintiff’s 
copyright and thereafter desist from 
any further such actions. These 
letters are usually the first 
indication to a defendant that his 
or her actions may have violated 
the plaintiff’s rights. Depending on 
the merits of the plaintiff’s claims 
of infringement, a defendant will 
decide to comply with the plaintiff’s 
demands and try to settle the 
infringement dispute out of court 
or to fight the plaintiff’s assertions 
of infringement in court. 


children—according to the copy- 
right statute, a person’s “children” 


are that person’s immediate off- 
spring, whether legitimate or not, 
and any children legally adopted 
by that person. 


collective work—a work, such as 
a periodical issue, anthology, or 
encyclopedia, in which a number 
of contributions, constituting 
separate and independent works 
in themselves, are assembled into 
a collective whole. 


compilation—a work formed by 
the collection and assembling of 
preexisting materials or of data 
that are selected, coordinated, or 
arranged in such a way that the 
resulting work as a whole consti- 
tutes an original work of author- 
ship. The term “compilation” 
includes collective works. 


constructive notice—the presump- 
tion that because a copyright regis- 
tration is reflected in the records 

of the Copyright Office, which are 
public, everyone knows of the 
claim of copyright ownership the 
registration embodies, regardless of 
whether any examination of those 
records is actually made. 


contingency fee—a lawyer’s fee 
taken from an award of damages to 
the plaintiff. Copyright infringement 
suits are often filed by lawyers who 
agree to work for a contingency 
fee; that is, the lawyer agrees that 
the fee for his or her work is to be 
taken from and is contingent upon 
an award by the court in favor of 
the plaintiff. If the plaintiff loses, 
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the lawyer is not paid a fee. In any 
event, a plaintiff is still responsible 
for bearing the costs of the suit, 
such as his or her lawyer’s travel 
expenses, the costs of court 
reporters for depositions, and the 
fees of expert witnesses. Lawyers 
never agree to work on a contin- 
gency fee basis for defendants, who 
have no expectation of any awards. 


copies—material objects, other than 
phonorecords, in which a work is 
fixed by any method now known 
or later developed, and from 

which the work can be perceived, 
reproduced, or otherwise 
communicated, either directly or 
with the aid of a machine or device. 
The term “copies” includes the 
material object, other than a 
phonorecord, in which the work is 
first fixed. 


copying—the second part of the 
three-part test for copyright 
infringement. That is, was part of 
the protected expression of the 
plaintiff’s work copied by the 
defendant? Usually a defendant 
must be found to have copied 
significant portions of the plaintiff’s 
work before this part of the copy- 
right infringement test is satisfied. 
The mere fact that two works share 
certain similarities, even if those 
similarities are significant, is not 
sufficient to prove infringement 
unless the defendant copied from 
the plaintiff’s work. Coincidental 
creation of a similar work, without 
copying, is not actionable under the 
U.S. copyright statute, even if the 
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works in question are so similar as 
to be nearly identical. 


copyright—the set of exclusive 
rights that are granted, initially to 
the creators of copyrightable 
works, by the various copyright 
statutes that exist in most countries. 


copyright infringement—the 
unauthorized exercise of any of 
the exclusive rights reserved by 
law to copyright owners. The most 
usual sort of copyright infringement 
lawsuit claims that the defendant 
is guilty of unauthorized copying 
from the plaintiff’s work. In this 
situation, copyright infringement 
is judged by a three-part circum- 
stantial evidence test: (1) Did the 
accused infringer have access to 
the work that is said to have been 
infringed, in order to make copying 
possible? (2) Is the defendant 
actually guilty of copying from 

the plaintiff’s work part of the 
plaintiff’s protectable expression? 
and (3) Is the accused work sub- 
stantially similar to the work the 
plaintiff says was copied? 
Coincidental creation of a work 
similar to an existing copyrighted 
work is not infringement; the gist 
of most copyright infringements 

is unauthorized copying. 


copyright notice—the three elements 
that legally serve to give notice to 
the world that a copyright owner is 
claiming ownership of a particular 
work. Copyright notice consists of 
three parts: the word “copyright” 
or the © symbol (or, for sound 
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recordings, the ® symbol), the year 
of first publication of the work, 
and the name of the copyright 
owner. No formalities are required 
to use copyright notice, and 
although it is no longer required 
to secure copyright protection, use 
of copyright notice does confer 
certain valuable procedural benefits 
(in a copyright infringement 
lawsuit) on the copyright owner. 


copyright protection—the protection 
the law gives copyright owners 
from unauthorized use of their 
works during the term of copyright. 


copyright registration—the registration 
of a claim to ownership of a copy- 
right, made in Washington, D.C., 
in the U.S. Copyright Office, a 
division of the Library of Congress. 
Copyright registration enhances the 
rights an author gains automatically 
by the act of creating a copy- 
rightable work but does not, of 
itself, create these rights. The 
Copyright Office prescribes a 
specific form for the registration of 
copyright in each particular variety 
of work. Form TX is used for the 
registration of “literary” works— 
that is, works, other than dramatic 
works, that consist primarily of 
TeXtual matter. Form VA is used 
to register works of the Visual Arts. 
Form PA is used to register copy- 
rights in works of the Performing 
Arts, including plays, songs, 

and movies. Form SR is used to 
register the copyrights in Sound 
Recordings. There are other forms 
for other sorts of works; the name 


of the major varieties of copyright 
registration forms and the sort of 
works to be registered with each 
are listed in chapter 5, on copyright 
registration, in this book. 


copyright statute—in the United 
States, the written copyright law 
passed by Congress, as opposed to 
copyright law that originates in the 
decisions of courts, which is called 
“case law.” The current U.S. 
copyright statute became effective 
January 1, 1978, and changed 
significantly many aspects of 
copyright law operative under 

the previous statute. Because the 
copyright statute is a federal statute 
and federal law outranks state law, 
there is no such thing as a state 
copyright statute. Most other coun- 
tries also have copyright statutes, 
the provisions of which often vary 
from those of the U.S. statute. 


creation—a work is created when 

it is fixed in a copy or phonorecord 
for the first time; where a work is 
prepared over a period of time, the 
portion of it that has been fixed at 
any particular time constitutes the 
work as of that time, and where the 
work has been prepared in different 
versions, each version constitutes 

a separate work. 


defendant—the person or company 
whose actions are complained of 

in a lawsuit. In criminal trials, 

a defendant is presumed innocent 
until proven guilty. In civil lawsuits, 
such as a suit for copyright 
infringement, no such presumption 
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is made. Nothing is presumed 
about the actions of either the 
defendant and the plaintiff (the 
person or company that files the 
suit) until it is proven to the court. 
This means that even an innocent 
defendant is in the same position 
as a plaintiff—i.e., the defendant 
must prove his or her innocence 
just as the plaintiff must try to 
prove the truth of the allegations 
made in the complaint. 


defenses—the arguments a defendant 
in a lawsuit makes in self-defense. 
The most important and the most 
commonly used defense in copy- 
right infringement suits is the 
defense of “fair use,” which is the 
argument that the complained-of 
actions by the defendant are allow- 
able under the law as a permitted 
use of the plaintiff’s work. 


deposit copies—copies of the 

“best edition” of a work that are 
required to be deposited with the 
Copyright Office as a part of an 
application for copyright registra- 
tion. The copyright statute requires 
that copies of works first published 
in the United States with copyright 
notice be deposited with the 
Copyright Office even if no 
application for copyright registra- 
tion is made. Copyright registration 
forms give information on what 
sort of copies and how many copies 
of a work should accompany the 
application for registration of that 
work. The Copyright Office also 
publishes a free pamphlet concern- 
ing mandatory deposit of copies. 
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derivative workK—an alternate 
version of a copyrighted work, 
i.e., a work “derived” from or 
based upon one or more preexisting 
works, such as a translation, 
musical arrangement, dramatiza- 
tion, fictionalization, motion 
picture version, sound recording, 
art reproduction, abridgment, 
condensation, or any other form 
in which a work may be recast, 
transformed, or adapted. A work 
consisting of editorial revisions, 
annotations, elaborations, or other 
modifications, which as a whole 
represent an original work of 
authorship, is a derivative work. 
The right to prepare derivative 
works from a copyrighted work is 
one of the exclusive rights of copy- 
right reserved to copyright owners 
in the U.S. copyright statute. 


display—to display a work 

means to show a copy of it, either 
directly or by means of a film, 
slide, television image, or any 
other device or process or, in the 
case of a motion picture or other 
audiovisual work, to show 
individual images nonsequentially. 


exclusive rights of copyright—those 
rights pertaining to a copyright that 
may be exercised only, or exclusively, 
by the owner of that copyright. 
Under the United States copyright 
statute, the creator of a copyrighted 
creative work has the exclusive 
right to copy or reproduce the 
work, to prepare alternate or 
“derivative” versions of the work, 
to distribute and sell copies of the 
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work, and to perform or display 
the work publicly. Usually these 
rights may not be exercised by 
anyone other than the author of 
the work or a person to whom he 
or she has sold or licensed one or 
more of these “exclusive rights.” 


exploitation of copyright—the use 

of a work to produce income. Book 
publishers exploit book copyrights. 
Song copyrights are exploited by 
music publishers; the copyrights 

in recorded performances of songs 
are exploited by record companies. 
Copyrights in plays and film 

scripts are exploited by theater 

and movie producers. 


expression—copyright subsists only 
in the expression embodied in a 
work and not in the underlying 
ideas upon which the work is based. 
The copyright statute specifically 
limits copyright protection to 
works that embody some expres- 
sion and excludes from protection a 
list of various products of the 
imagination that do not embody 
sufficient expression to qualify for 
copyright protection: “[i]n no case 
does copyright protection for an 
original work of authorship extend 
to any idea, procedure, process, 
system, method of operation, 
concept, principle, or discovery, 
regardless of the form in which it 

is described, explained, illustrated, 
or embodied in such work.” 


fair use—a kind of public-policy 
exception to the usual standard 
for determining copyright 


infringement; that is, there is an 
infringing use of a copyrighted 
work, but, because of a counter- 
vailing public interest, that use is 
permitted and is not called infringe- 
ment. Any use that is deemed by 
the law to be “fair” typically 
creates some social, cultural, or 
political benefit which outweighs 
any resulting harm to the copyright 
owner. The copyright statute 
identifies six purposes that will 
qualify a use as a possible fair use: 
criticism, comment, news reporting, 
teaching, scholarship, or research. 
Once any use of a copyrighted 
work has been proved to have been 
made for one of these six purposes, 
the use must be examined to 
determine whether it is indeed fair. 
The copyright statute lists four 
factors that courts must weigh in 
determining fair use: the purpose 
and character of the use, including 
whether such use is of a commer- 
cial nature or is for nonprofit edu- 
cational purposes; the nature of the 
copyrighted work; the amount and 
substantiality of the portion used 
in relation to the copyrighted work 
as a whole; and the effect of the 
use upon the potential market for 
or value of the copyrighted work. 
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fixation—“fixation” is one of three 
statutory requirements for copy- 
right protection; the other two are 
that the work must embody some 
“expression” of the author, rather 
than consisting only of an idea or 
ideas, and the work must be 
“original,” that is, the work was 
not copied from another work. 
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The U.S. copyright statute provides 
that the moment a work that is 
otherwise eligible for copyright 
protection is “fixed” in any 
tangible form that allows the work 
to be perceived by the senses (with 
or without the aid of a mechanical 
device, such as a CD player or 
videocassette player), that work 

is automatically protected by 
copyright. A work is “fixed” in 

a tangible medium of expression 
when its embodiment in a copy 

or phonorecord, by or under the 
authority of the author, is sufficiently 
permanent or stable to permit it to 
be perceived, reproduced, or other- 
wise communicated for a period of 
more than transitory duration. A 
work consisting of sounds, images, 
or both, that are being transmitted, 
is considered by the copyright 
statute to be “fixed” if a fixation 
of the work is being made simulta- 
neously with its transmission. 


independent contractor—one who 
performs work for an employer but 
is not an employee of that employer. 
Another term for independent 
contractor is “freelance” or 
“freelancer.” The status of one 
who creates a work is important 

to the determination of whether 
that work is a work made for hire. 
Several factors are relevant to the 
evaluation of the status of the 
creator of a work vis-a-vis the 
party who commissions the work 
to be created: the skill required to 
produce the work; the source of 
the instrumentalities and tools that 
will be used to produce the work; 
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on whose premises the work will 
be produced; the duration of the 
relationship between the party who 
commissions the work and the 
person who will create it; whether 
the party who commissions the 
work has the right to assign 
additional projects to the person 
who will create the work; the 
extent of the discretion that may 
be exercised by the person who will 
create the work over when and 
how long he or she works during 
the process of creating it; the 
method by which the person who 
creates the work will be paid for 
his or her services; the role of the 
party who commissions the work in 
hiring and paying assistants for the 
person who will create the work; 
whether the work is part of the 
regular business of the party who 
commissions it; whether the party 
who commissions the work is in 
business; whether the party who 
commissions the work provides 
employee benefits to the person 
who will create the work; and the 
tax treatment of the person who 
will create the work. 


injunction—a court order that 
directs the enjoined party to do 
something, or more typically, to 
cease doing something and to 
refrain from doing it in the future. 
Plaintiffs in copyright infringement 
suits typically seek injunctions to 
stop defendants from continuing to 
infringe the plaintiffs’ copyrights. 
The scope of an injunction and 
whether a litigant’s motion for one 
is granted is at the discretion of the 
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judge who hears the suit. A tempo- 
rary injunction is usually granted 
at the same time a suit is filed 

and endures only ten days. A 
preliminary injunction is granted 
by a judge after hearing arguments 
for and against the injunction from 
both the plaintiff and the defendant 
and usually lasts until the end of 
the lawsuit, when it may ripen into 
a permanent injunction by means 
of a paragraph to that effect in the 
judge’s written order rendering his 
or her decision. 


joint workK—a work prepared by two 
or more authors with the intention 
that their contributions be merged 
into inseparable or interdependent 
parts of a unitary whole. 


judgment—the ruling of the judge, 
rendered at the conclusion of a 
lawsuit. Judgments in civil (as 
opposed to criminal) trials usually 
include an order that the defendant, 
if the defendant is found to be 
guilty of the actions that caused the 
plaintiff to sue, pay the plaintiff 
money damages and, sometimes, 
attorneys’ fees. Judgments in copy- 
right infringement cases may also 
include orders to destroy the 
defendant’s infringing copies of 

the plaintiffs work and injunctions 
to prevent further infringing 
actions of the defendant. 


license of copyright—if an 
assignment of copyright is like 

a sale of the copyright, a license 
of copyright is like a lease. A 
nonexclusive license of a copyright 


may be verbal, but an exclusive 
license is required by the copyright 
statute to be in writing. 


literary work—a work, other than 
an audiovisual work, that is 
expressed in words, numbers, or 
other verbal or numerical symbols 
or indicia, regardless of the nature 
of the material object, such as 

a book, periodical, manuscript, 
phonorecord, film, tape, disk, 

or card, in which it is embodied. 


nondisclosure lettet—also called 

a “nondisclosure agreement” or a 
“disclosure letter.” A nondisclosure 
letter is a document used by the 
owner of a trade secret to create 

a legally enforceable contractual 
obligation to preserve the trade 
secret, which is disclosed to the 
person or company that signs the 
nondisclosure letter for the sole 
purpose of allowing that person 
or company to consider exploiting 
the trade secret under an 
arrangement whereby the owner 
of the trade secret would be 
compensated for its use. 


ordinary observer test—the test 
courts use in determining whether 
substantial similarity exists in 
copyright infringement cases. 
Courts try to decide whether 

an ordinary observer would believe 
that the defendant’s work and 

the plaintiff's work are the same. 
If so, substantial similarity, the 
third part of the three-part test 
for copyright infringement, exists. 
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originality— “originality” means 
simply that a work was not copied 
from another work rather than that 
the work is unique or unusual. 
Originality is one of three statutory 
requirements for copyright 
protection; the other two are that 
the work must embody some 
“expression” of the author, rather 
than consisting only of an idea or 
ideas, and that the work must be 
“fixed” in some tangible medium 
of expression. For purposes of 
copyright protection, if a work is 
not copied from another work, it 

is said to be “original.” Similarities 
between two works are immaterial 
so long as they do not result 

from copying. 


parody—a work that satirizes 
another work. A parody becomes 
infringement of the parodied 
work when it takes more from the 
parodied work than is absolutely 
necessary to call that work 

to mind. 


patent—the rights granted by the 
federal government to the origina- 
tor of a physical invention or 
industrial or technical process 

(a “utility patent”) or an ornamen- 
tal design for an “article of manu- 
facture” (a “design patent”). 
Utility patents last seventeen years; 
design patents last fourteen years. 


perform—to “perform” a work 
means to recite, render, play, dance, 
or act it, either directly or by means 
of any device or process or, in the 
case of a motion picture or other 
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audiovisual work, to show its 
images in any sequence or to 
make the sounds accompanying 
it audible. 


performing rights societies—one 
of three U.S. organizations, 
BMI, ASCAP, and SESAC, that 
collects royalties for broadcast 
uses of musical compositions. 


permission—a consent to use 

a work, usually by reprinting it 
or reproducing it in some other 
work, such as the reproduction 
of photographs in a biography 

of the subject of the photographs. 
Permissions are actually nonexclu- 
sive licenses to use a work in 

a specified way. The owner of 
copyright in the materials sought 
to be used may or may not be 
compensated for the use. 


phonorecords—material objects 

in which sounds, other than those 
accompanying a motion picture 

or other audiovisual work, are 
fixed by any method now known 
or later developed, and from 
which the sounds can be perceived, 
reproduced, or otherwise 
communicated, either directly or 
with the aid of a machine or device. 
The term “phonorecords” includes 
the material object in which the 
sounds are first fixed. 


pictorial, graphic, and sculptural 
works—two-dimensional and three- 
dimensional works of fine, graphic, 
and applied art, photographs, 
prints and art reproductions, maps, 


Glossary 


globes, charts, diagrams, models, 
and technical drawings, including 
architectural plans. Such works 
shall include works of artistic 
craftsmanship insofar as their 
form but not their mechanical or 
utilitarian aspects are concerned; 
the design of a useful article shall 
be considered a pictorial, graphic, 
or sculptural work only if, 

and only to the extent that, such 
design incorporates pictorial, 
graphic, or sculptural features 
that can be identified separately 
from, and are capable of existing 
independently of, the utilitarian 
aspects of the article. 


plaintiff—in a civil lawsuit, the 
person or company that files a 
lawsuit to complain of the actions 
of the defendant that the plaintiff 
believes violate the plaintiff’s rights. 
In a copyright infringement lawsuit, 
the plaintiff asks the court to order 
the defendant to stop its infringing 
actions and asks for an award 

of money damages to compensate 
the plaintiff for the harm the 
defendant’s actions caused. 


protectable expression—those 
elements of a work that are 
protected by copyright. The most 
basic premise of copyright law 

is that copyright does not protect 
ideas, only expressions of ideas. 
Therefore, the idea on which a 
copyrighted work is based is not 
granted protection under copyright 
law. Other unprotectable elements 
of otherwise copyrightable works 
are: scènes a faire (stock literary 


themes); literary characters (to the 
extent that they are “types” rather 
than original expressions of an 
author); titles of books, stories, 
poems, songs, movies, etc.; short 
phrases and slogans; the rhythm or 
structure of musical works; themes 
expressed by song lyrics, short 
musical phrases, and arrangements 
of musical compositions that do 
not constitute alternate versions of 
the compositions; social dance steps 
and simple routines; uses of color, 
perspective, geometric shapes, and 
standard arrangements dictated by 
aesthetic convention in works of 
the visual arts; jewelry designs that 
merely mimic the structures of 
nature; names of products, services, 
or businesses; pseudonyms or 
professional or stage names (names 
and titles may be protected under 
trademark law, however); mere 
variations on familiar symbols, 
emblems, or designs, such as 
typefaces, numerals, or punctuation 
symbols, and religious emblems or 
national symbols; information, 
research data, and bare historical 
facts; blank forms, such as account 
ledger page forms, diaries, address 
books, blank checks, restaurant 
checks, order forms, and the like; 
and measuring and computing 
devices such as slide rules or tape 
measures; calendars, height and 
weight charts, sporting event 
schedules, and other assemblages 
of commonly available information 
that contain no original material; 
and raw information and bare 
historical facts, although many 
compilations of such information 
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and extended expressions based 
on historical facts are protectable 
by copyright. 


pseudonymous workK—a work on 

the copies or phonorecords of 
which the author is identified under 
a fictitious name. 


publication—the distribution of 
copies or phonorecords of a work 
to the public by sale or other trans- 
fer of ownership, or by rental, 
lease, or lending. The offering to 
distribute copies or phonorecords 
to a group of persons for purposes 
of further distribution, public 
performance, or public display, 
constitutes publication. A public 
performance or display of a work 
does not of itself constitute 
publication. To perform or display 
a work “publicly” means (1) to 
perform or display it at a place 
open to the public or at any place 
where a substantial number or 
persons outside of a normal 

circle of a family and its social 
acquaintances is gathered; or 

(2) to transmit or otherwise 
communicate a performance or 
display of the work to a place 
specified by clause 1 or to the 
public, by means of any device or 
process, whether the members of 
the public capable of receiving the 
performance or display receive it in 
the same place or in separate places 
and at the same time or at different 
times. Because publication, in the 
context of copyright, can determine 
the expiration of the term of 
copyright for a work created as 
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work-for-hire or under a 
pseudonym, it can be very 
important to determine whether 
and when such a work has 

been published within the meaning 
of the copyright statute. 


public domain—primarily, works for 
which copyright protection has 
expired. The U.S. copyright statute 
is based on the assumption that 
creative people will be encouraged 
to be creative if they are given 
exclusive control for a period of 
time over the use of their works. 
After that control ends, the public 
benefits from the right to make 
unlimited use of the previously 
protected creations. When a work 
falls into the public domain, the 
work has become available for 

use in any way by anyone. Besides 
works for which copyright protec- 
tion has expired, the other major 
category of public domain works 
is works created by officers or 
employees of the U.S. government 
as part of their government jobs, 
which are in the public domain 
because the government has chosen 
not to claim copyright in works 
created at the taxpayers’ expense. 


recordation—the recording in the 
Copyright Office of the document 
that evidences an assignment of 
copyright or an exclusive license 
agreement. Recordation confers 
several benefits, such as creating 
a public record of a change in 
ownership of rights in a work 
and of the current ownership of 
those rights. 


Glossary 


scènes a faire—common literary or 
dramatic conventions such as the 
star-crossed lovers or the pauper 
who is actually the lost heir to a 
fortune. Such devices are a variety 
of idea and are therefore, in them- 
selves, not protected by copyright, 
although particular expressions of 
these conventions are protectable. 


settlement—either the termination 
of a dispute or lawsuit by mutual 
agreement of the plaintiff and the 
defendant or the sum of money 
that is often paid, as an incentive 
to reach such an agreement, to the 
plaintiff by the defendant in lieu 

of any award of damages a court 
could make. The majority of 
lawsuits are settled before trial. 
The contract that embodies the 
agreement reached, in addition to 
providing for a payment to the 
plaintiff in settlement of the dispute 
or suit, which may include promises 
by one party to do or in future 
refrain from doing something. 


sound recordings—works that result 
from the fixation of a series of 
musical, spoken, or other sounds, 
but not including the sounds 
accompanying a motion picture or 
other audiovisual work, regardless 
of the nature of the material 
objects, such as disks, tapes, or 
other phonorecords, in which they 
are embodied. 


Statute of limitations—the period 
within which a lawsuit must be 
filed. The statute of limitations for 
copyright infringement is three 


years from the date the infringer 
commits the infringing acts. In the 
case of a continuing infringement, 
the statute runs from the date of 
the defendant’s last infringing act. 
After the three-year period has 
passed, an infringement suit will 
likely be barred by the court. 


statutory damages—a range of 
money damages the copyright 
statute allows courts to award a 
plaintiff in a copyright infringement 
suit instead of the money lost by 
the plaintiff as a result of an 
infringer’s actions plus the actual 
amount by which the infringer 
profited from the use of the 
plaintiff's work. Because actual 
damages can be very difficult, time- 
consuming, expensive, or impossible 
to prove during infringement 
lawsuits, and because infringers 
often do not profit from their 
infringements, awards of statutory 
damages are often desirable. 


striking similarity—a specialized 
application of the three-part test 
for copyright infringement. In cases 
where the similarity between two 
works is so striking that there is no 
explanation for such overwhelming 
similarity other than that one work 
was copied from the other, courts 
say that the “access” portion of the 
three-part test may be assumed and 
the circumstances that made the 
infringement possible need not be 
reconstructed by the plaintiff. 
However, the “striking similarity” 
approach to proving infringement 
is rarely allowed by courts, which 
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prefer to see plaintiffs prove every 
element of their cases. 


substantial similarity—the third part 
of the three-part test for copyright 
infringement. That is, in a case for 
infringement, is the defendant’s 
work substantially similar to 

the plaintiff’s work? Substantial 
similarity is more than isolated, 
insignificant similarities, but the 
“infringed” work and the accused 
work need not be identical for 
substantial similarity to be found. 


term of copyright—the period during 
which copyright protection endures 
for a copyrightable work. For any 
work created after December 31, 
1977, copyright protection begins 
the moment the work is first fixed 
in a tangible form. How long it 
lasts depends to a large extent on 
who wrote it and under what 
circumstances. Under ordinary 
circumstances, copyright protection 
lasts for the remainder of the life of 
the author of the work plus seventy 
years; if two or more authors jointly 
create a work, copyright protection 
will endure until seventy years after 
the last of the authors dies. If a 
work is created as a work-for-hire, 
anonymously, or under a fictitious 
name, the term of copyright will 

be either one hundred twenty years 
from the date the work was created 
or ninety-five years from the date 

it is published, whichever period 
expires first. 


termination of transfers—a right 
given authors (and certain of their 
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heirs) in the current U.S. copyright 
statute by which they may recover 
ownership of copyrights previously 
assigned or licensed to someone 
else. The termination-of-transfers 
provisions of the statute specify 
precise procedures for exercising 
this right of recovery, and these 
procedures require that good 
records be kept of copyrights that 
are assigned to others. The rules for 
copyrights created before 1978 and 
those created after December 31, 
1977, are significantly different. 

In most cases, consulting a 
copyright lawyer is an important 
step in ensuring that the required 
termination-of-transfers procedures 
are followed and the termination 

is effected. 


trademark—a word or symbol used 
to identify a product or service in 
the marketplace. Rights in a trade- 
mark accrue only by use of the 
trademark in commerce and belong 
to the company that applies the 
mark to its products rather than to 
the person who creates the name 
or logo. A company gains rights in 
a trademark in direct proportion to 
the geographic scope and duration 
of its use of the mark; ordinarily, 
the company that uses a mark first 
gains rights in that mark superior 
to any other company that later 
uses it for the same product or 
services. Unauthorized use of a 
mark is trademark infringement. 


trade secrets—valuable formulas, 
patterns, compilations, programs, 
devices, methods, techniques, or 
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processes, that are not generally 
known or discoverable and that are 
maintained in secrecy by their 
owners. Because copyright does not 
protect ideas, methods, or systems, 
trade secrets are usually unpro- 
tectable by copyright. Such secret 
information is preserved by the use 
of nondisclosure letters that obli- 
gate those to whom trade secrets 
are disclosed to keep them secret. 


transfer of copyright—another 

term for assignment of copyright 
ownership. A transfer of copyright 
ownership is an assignment, 
mortgage, exclusive license, or 
any other conveyance, alienation, 
or hypothecation of a copyright 
or of any of the exclusive rights 
comprised in a copyright, whether 
or not it is limited in time or 
place of effect, but not including 
a nonexclusive license. 


unpublished workK—any work that 
has not been introduced to the 
public by sale or other transfer of 
ownership, or by rental, lease, or 
lending. The offering to distribute 
copies or phonorecords to a group 
of persons for purposes of further 
distribution, public performance, 
or public display, constitutes 
publication. However, a public 
performance or display of a work 
does not of itself constitute publica- 
tion. The law generally allows 
fewer “fair” uses of unpublished 
works than of published works. 


useful article—an article having an 
intrinsic utilitarian function that is 


not merely to portray the appear- 
ance of the article or to convey 
information. An article that is 
normally a part of a useful article 
is considered a “useful article.” 


utilitarian elements of industrial 
design—the elements of pictorial, 
graphic, and sculptural works 

that are specifically excluded from 
copyright protection in the copy- 
right statute. Only the nonfunctional 
aspects of such works are 
protectable; generally, decorative 
elements of designs for useful 
articles are protected while the 
“mechanical or utilitarian aspects” 
of such designs are not. 


widow or widower—the surviving 
spouse under the law of the 
author’s domicile at the time of 
his or her death, whether or not 
the spouse has later remarried. 


work—in the language of the U.S. 
copyright statute, any copyrightable 
product of the imagination, 
whether it is a book, photograph, 
painting, poem, play, musical 
composition, movie, or other sort 
of work. 


work made for hire—a work created 
by an independent contractor 

(a freelancer) if the work falls into 
one of nine categories of specially 
commissioned works named in the 
U.S. copyright statute, and both 
the independent contractor and the 
person who commissions the 
creation of the work agree in 
writing that it is to be considered 
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a work-for-hire, or a work that 
is created by an employee as part 
of his or her full-time job. 

Works made for hire belong to 
the employers of the people who 
create them, and those employers 
are considered the authors of those 
works for copyright purposes 
from the inception of the works. 
(Work for hire is one of three 
ways that ownership of rights in 
copyright are transferred to 
someone besides the author of 
the copyrighted work; the other 
two are assignment of copyright 
and license of copyright.) 


work of visual art—a work of visual 
art is (1) a painting, drawing, print, 
or sculpture, existing in a single 
copy, in a limited edition of two 
hundred copies or fewer that are 
signed and consecutively numbered 
by the author, or, in the case of a 
sculpture, in multiple cast, carved, 
or fabricated sculptures of two 
hundred copies or fewer that are 
consecutively numbered by the 
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author and bear the signature 

or other identifying mark of the 
author; or (2) a still photographic 
image produced for exhibition 
purposes only, existing in a single 
copy that is signed by the author, 
or in a limited edition of two 
hundred copies or fewer that are 
signed and consecutively numbered 
by the author. 

A work of visual art does not 
include (1) any poster, map, globe, 
chart, technical drawing, diagram, 
model, applied art, motion picture, 
or other audiovisual work, book, 
magazine, newspaper, periodical, 
data base, electronic information 
service, electronic publication, 
or similar publication; (2) any 
merchandising item or advertising, 
promotional, descriptive, covering, 
or packaging material or container; 
(3) any portion or part of any 
item described above in this 
paragraph; any work made for 
hire; or any work not subject to 
copyright protection. 
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Copyright Status of a Work” 
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Kinko’s, 93 

Kipling, Rudyard, 128-129 


L 


Labanotation, 10 
lawyers, 
and contract drafting and 
negotiation, 140-143, 148, 
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also Copyright Office 
licenses of copyright, 
compulsory (mechanical), 100 
defined, 29, 35, 137, 231 
exclusive, 35-37, 42, 65, 138, 142, 
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based on “Romeo and Juliet,” 16 
titles of, 12 
as embodiment of copyrighted 
work, 18, 24, 137 

musical phrases, 12 

“My Italian Restaurant,” 86-87 


N 

names of products, services, or 
businesses, 8, 13 

Napster, 170 

National Geographic, 127 

national symbols, 13 

New York Times, The, 102, 136 

New York Volunteer Lawyers for the 
Arts VLA Art Law Line, 121 


245 


246 


“New Terms for Copyright 
Protection,” publication, 55 
nondisclosure letters, 145-154, 231 
North American Trade Agreement 

(NAFTA), 25, 57 
Notice to my Heirs and Executors, 
record keeping form, 157-161 


Ode on a Grecian Urn, 9 

ordinary observer test, 231. see also 
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234-235 

“Recordation of Transfers and Other 
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